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QUESTIONS PRESENTED

In 2011, Congress enacted the Leahy-Smith Amer-
ica Invents Act, Pub. L. No. 112-29, 125 Stat. 284,
which established a new post-grant adjudicatory pro-
cess for challenges to the validity of patents. The Act
created a body within the Patent and Trademark Of-
fice, called the Patent Trial and Appeal Board
(Board), to hear those challenges as a quick and cost-
effective alternative to litigation. One of the new
types of adjudicative proceedings, inter partes review
(IPR), has been both unexpectedly popular and sur-
prisingly lethal. Since the inception of IPR, patent
challengers have filed over 3,400 petitions, and nearly
85% of the IPR proceedings to date have resulted in
the cancellation of some or all claims in the patent un-
der review.

A primary reason for the high cancellation rate is
that, although IPR was expressly designed to be a
surrogate for litigation, the Board does not use the
same claim construction standard as federal courts.
Rather than construe the claim in an issued patent
according to its plain and ordinary meaning, as a fed-
eral court would be required to do, the Board gives
the claim its broadest reasonable interpretation,
which is a protocol used by examiners in reviewing
patent applications. Of course, the broader the inter-
pretation of the claim, the more extensive the array of
relevant prior art—and in turn the more likely that
the claim will be held invalid in light of that prior art.
Consequently, the Board’s broad interpretation allows
for differing determinations of validity in IPR pro-
ceedings and litigation.
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Over a dissent by Judge Newman, a divided panel
of the Federal Circuit affirmed the Board’s use of the
broadest-reasonable-interpretation standard for claim
construction. The panel majority also held that, even
if the Board had exceeded its statutory authority in
instituting an IPR proceeding in the first place, the
Board’s decision to institute was judicially unreviewa-
ble. The court of appeals denied rehearing by a vote
of 6-5, over a joint dissent by Chief Judge Prost and
Judges Newman, Moore, O’Malley, and Reyna, as well
as a separate dissent by Judge Newman. The five
dissenting judges addressed the merits of, and would
have rejected, the Board’s claim construction stand-
ard.

The questions presented are as follows:

1. Whether the court of appeals erred in holding
that, in IPR proceedings, the Board may construe
claims in an issued patent according to their broadest
reasonable interpretation rather than their plain and
ordinary meaning.

2. Whether the court of appeals erred in holding
that, even if the Board exceeds its statutory authority
in instituting an IPR proceeding, the Board’s decision
whether to institute an IPR proceeding is judicially
unreviewable.



PARTIES TO THE PROCEEDINGS

Petitioner is Cuozzo Speed Technologies, LLC.
Respondent is Michelle K. Lee, Under Secretary of
Commerce for Intellectual Property and Director of
the United States Patent and Trademark Office, who
intervened in the court of appeals to defend the deci-
sion of the Patent Trial and Appeal Board after Gar-
min International, Inc. and Garmin USA, Inc. reached
a settlement with petitioner and withdrew from the
case. Pursuant to Rule 12.6 of this Court, petitioner
believes that Garmin International, Inc. and Garmin
USA, Inc. have no interest in the outcome of this peti-
tion.
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CORPORATE DISCLOSURE STATEMENT

Petitioner Cuozzo Speed Technologies, LLL.C has no
parent corporation, and no publicly held company
owns 10 percent or more of its stock.
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PETITION FOR A WRIT OF CERTIORARI

Petitioner Cuozzo Speed Technologies, LLC re-
spectfully petitions for a writ of certiorari to review
the judgment of the United States Court of Appeals
for the Federal Circuit in this case.

OPINIONS BELOW

The amended opinion of the court of appeals on re-
hearing (App., infra, 1la-47a) is reported at 793 F.3d
1268. The opinions respecting the court’s denial of
rehearing en banc (App., infra, 50a-67a) are reported
at 793 F.3d 1297. The original opinion of the court of
appeals (App., infra, 68a-108a) is reported at 778 F.3d
1271. The final decision of the Patent Trial and Ap-
peal Board (App., infra, 109a-167a) is reported at 108
U.S.P.Q.2d 1852. The decision of the Patent and
Trademark Office to initiate trial for inter partes re-
view (App., infra, 168a-198a) is not reported but is
available at 2013 WL 5947691.

JURISDICTION

The court of appeals entered its original judgment
on February 4, 2015. The court issued an amended
opinion, and denied the petition for rehearing (App.,
fra, 48a-49a), on July 8, 2015. The jurisdiction of
this Court is invoked under 28 U.S.C. 1254(1).

STATUTORY AND REGULATORY
PROVISIONS INVOLVED
The relevant statutory and regulatory provisions
are reproduced in the appendix to this petition. App.,
nfra, 199a-223a.
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STATEMENT
A. The America Invents Act

1. In the early 2000s, several commentators criti-
cized the Patent and Trademark Office (PTO) for issu-
ing too many patents that were unlikely to be found
valid upon review. See, e.g., Mark A. Lemley &
Bhaven Sampat, Is the Patent Office a Rubber
Stamp?, 58 Emory L.J. 181, 181 (2008) (“A growing
chorus of voices is sounding a common refrain: the
U.S. Patent and Trademark Office (PTO) is issuing
far too many bad patents.”). Congress became in-
creasingly concerned that the existence and continued
issuance of bad patents were creating uncertainty in
the marketplace and impeding innovation. See App.,
fra, 32a-33a (Newman, J., dissenting).

Parties also lacked a reasonably efficient way to
challenge a patent’s validity. A challenger could sub-
mit a request for wnter partes reexamination to the
PTO, and a patent examiner would then decide
whether to initiate a reexamination proceeding. Such
proceedings were relatively infrequent, however, be-
cause patent owners could amend and strengthen
their claims, challengers were limited in any subse-
quent litigation, and the reexaminations themselves
could be costly and time-consuming. See App., infra,
54a (joint dissent of Prost, C.J., and Newman, Moore,
O’Malley, Reyna, JJ.). Challengers instead typically
brought or responded to litigation, but that also could
be expensive and slow. Ibid.; id. at 32a-33a (Newman,
J., dissenting).

To address those issues, after six years of hearings
and collaboration with a wide range of stakeholders,
Congress enacted the Leahy-Smith America Invents
Act (ATA), Pub. L. No. 112-29, 125 Stat. 284 (2011),
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with the goal of improving the quality of patents and
reducing unnecessary litigation costs. See H.R. Rep.
No. 112-98, pt. 1, at 39-40 (2011). The cornerstone of
the Act is its creation of a new type of adversarial
proceeding before the PTO to decide patent validity.
The new adjudicatory proceeding—-called inter partes
review or IPR—is meant to “provide a reliable early
decision, by technology-trained patent-savvy adjudi-
cators, with economies of time and cost.” App., infra,
33a (Newman, J., dissenting).

The AIA replaced the former system of inter
partes reexamination with this new adversarial pro-
ceeding. See H.R. Rep. No. 112-98, at 46-47 (“The
Act converts inter partes reexamination from an ex-
aminational to an adjudicative proceeding, and re-
names the proceeding ‘“inter partes review.””). The
ATA also formed a new body within the PTO, the Pa-
tent Trial and Appeal Board, to hear the challenges to
patent validity. Congress’s goal was to create “a
completely new type of PTO proceeding,” App., infra,
54a (joint dissent)—specifically, an “adversarial evi-
dentiary proceeding in the PTO” that could “reliably
resolve most issues of patent validity, without the ex-
pense and delay of district court litigation, and some-
times even before infringement has occurred,” id. at
32a (Newman, J., dissenting).

2. Under the new IPR system, a person other
than the patentee initiates a challenge to the validity
of an existing patent by filing a petition with the PTO.
See 35 U.S.C. 311(a). The petitioner may challenge
patent claims “only on a ground that could be raised
under [S]ection 102 [novelty] or 103 [obviousness] and
only on the basis of prior art consisting of patents or
printed publications.” 35 U.S.C. 311(b). The petition
must identify with particularity “the grounds on
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which the challenge to each claim is based, and the
evidence that supports the grounds for the challenge
to each claim.” 35 U.S.C. 312(a)(3). The patentee
then has “the right to file a preliminary response to
the petition * * * that sets forth reasons why no in-
ter partes review should be instituted based upon the
failure of the petition to meet any requirement of this
chapter.” 35 U.S.C. 313.

Within three months after the patentee’s prelimi-
nary response is due, the Director of the PTO must
decide whether to grant the petition and institute
IPR. 35 U.S.C. 314(b).! Congress authorized the Di-
rector to institute IPR only upon “determin[ing] that
the information presented in the petition * * * and
any response * * * shows that there is a reasonable
likelihood that the petitioner would prevail with re-
spect to at least 1 of the claims challenged in the peti-
tion.” 35 U.S.C. 314(a). The Director’s decision
whether to institute an IPR proceeding is “final and
nonappealable.” 35 U.S.C. 314(d).

If the Director decides to institute IPR, the case
proceeds to discovery and trial. The patentee is per-
mitted certain discovery of relevant evidence, includ-
ing depositions of the petitioner’s declarants. See
35 U.S.C. 316(a)(5); 37 C.F.R. 42.51. The patentee
may also file a response to the petition, along with any
supporting affidavits or declarations. See 35 U.S.C.
316(a)(8); 37 C.F.R. 42.120. If the patentee files a re-
sponse, the petitioner is permitted certain discovery
of relevant evidence, including depositions of the pa-
tentee’s declarants, and may file a reply. See
35 U.S.C. 316(a)(5), (13); 37 C.F.R. 42.51. The trial is

! The PTO’s Director has delegated this responsibility to the Pa-
tent Trial and Appeal Board. See 37 C.F.R. 42.108.
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then conducted by a panel of at least three adminis-
trative patent judges. See 35 U.S.C. 6(c), 316(c). Ei-
ther party may request an oral hearing.
See 35 U.S.C. 316(a)(10); 37 C.F.R. 42.70.

Unlike the former system of inter partes reexami-
nation, inter partes review is not an examinational
process. Patent examiners play no role, and the
Board is not authorized to perform an examinational
review, such as searching the prior art or formulating
grounds of rejection. Rather, the IPR process is
strictly adversarial and adjudicatory. In addition, un-
like the liberal right to amend claims and iterative
back-and-forth between patent owner and examiner in
inter partes reexamination, IPR allows the patentee
to make a single motion to amend, after conferring
with the Board. See 35 U.S.C. 316(d)(1); 37 C.F.R.
42.121(a). The motion is presumptively limited to
substituting one amended claim for one challenged
claim, and the motion may be denied if the amend-
ment “does not respond to a ground of unpatentability
involved in the trial” or “seeks to enlarge the scope of
the claims of the patent or introduce new subject mat-
ter.” 37 C.F.R. 42.121(a).

Following the parties’ evidentiary presentations
and trial before the three-judge panel, the Board
must “issue a final written decision with respect to the
patentability of any patent claim challenged by the
petitioner and any new claim added” by amendment.
35 U.S.C. 318(a). The entire IPR, including the
Board’s final decision, must be completed on a swift
timeline: within one year from the date of institution,
absent an extension for good cause. 35 U.S.C.
316(a)(11). Any party to the IPR “who is dissatisfied
with the final written decision of the Patent Trial and
Appeal Board * * * may appeal the Board’s decision
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only to the United States Court of Appeals for the
Federal Circuit.” 35 U.S.C. 141(c).

B. Proceedings Before The Board

1. Petitioner Cuozzo Speed Technologies, LLC
(Cuozzo) owns a patent on an invention that alerts
drivers when they are speeding. The invention inte-
grates a GPS unit and an in-vehicle display to provide
a visual indication to the driver when he is exceeding
the speed limit at the vehicle’s present location.
Cuozzo’s patent claims thus cover “a speedometer in-
tegrally attached to [a] colored display.” App., infra,
3a. Among other things, the invention eliminates the
need for drivers to take their eyes off the road to look
for speed limit signs.

On September 16, 2012—the date that the new sys-
tem of inter partes review became available—Garmin
International, Inc. and Garmin USA, Ine. (collectively,
Garmin) filed an IPR petition challenging, inter alia,
claims 10, 14, and 17 of the Cuozzo patent. The Board
denied all of the grounds for unpatentability alleged
by Garmin with respect to claims 10 and 14, but it ap-
plied to those claims prior art cited by Garmin with
respect to claim 17. App., infra, 188a, 192a-193a. The
Board then instituted IPR for all three claims, deter-
mining there was a reasonable likelihood that all of
the claims were obvious based on prior art. Id. at
196a-197a.

2. In November 2013, after briefing, discovery,
and the submission of evidence, the Board issued a
final written decision invalidating claims 10, 14, and
17 as obvious under 35 U.S.C. 103. App., infra,
109a-167a. The Board explained that “[a]n appropri-
ate construction of the [claim] term ‘integrally at-
tached” * * * is central to the patentability analy-
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sis.” Id. at 116a. Rejecting Cuozzo’s construction of
the ordinary meaning of the claim term “integrally
attached,” the Board gave the term its “broadest rea-
sonable construction.” Id. at 117a-120a. Using that
construction, the Board found that claims 10, 14, and
17 were obvious based on prior art. Id. at 166a.
Cuozzo appealed to the Federal Circuit, and although
Cuozzo and Garmin reached a settlement, the PTO
intervened to defend the Board’s decision.

C. Proceedings Before The Federal Circuit

1. Over a vigorous dissent by Judge Newman, the
panel majority affirmed the Board’s decision in its en-
tirety. App., infra, 1a-47a.”

a. The panel majority first held that the Board’s
decision to institute IPR was judicially unreviewable.
App., nfra, 7a. The panel majority acknowledged
Cuozzo’s argument that, for claims 10 and 14, “the
PTO relied on prior art that Garmin did not identify
in its petition as grounds for IPR as to those two
claims.” Id. at 6a. The panel majority also acknowl-
edged that any petition for IPR must identify with
particularity “the grounds on which the challenge to
each claim is based, and the evidence that supports
the grounds for the challenge to each -claim.”
35 U.S.C. 312(a)(3); App., infra, 6a. The PTO may in-
stitute IPR only if “the Director determines that the
information presented in the petition . .. and any re-
sponse . .. shows that there is a reasonable likelihood
that the petitioner would prevail.” Ibid. (quoting
35 U.S.C. 314(a)).

% On rehearing, the panel majority and Judge Newman withdrew
their original opinions, see App., infra, 68a-108a, and issued amend-
ed opinions with substantial revisions, see id. at 1a-47a. This peti-
tion refers to those amended opinions.
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The panel majority nevertheless held that judicial
review was barred by the AIA, which provides that
“[t]he determination by the Director whether to insti-
tute an inter partes review under this section shall be
final and nonappealable.” 35 U.S.C. 314(d). In the
panel majority’s view, Section 314(d) bars review even
if, despite the statute’s terms, the Director institutes
IPR based on grounds and evidence that are not iden-
tified with particularity in the petition. The panel ma-
jority thus concluded that Section 314(d) “exclude[s]
all review” of an institution decision, regardless of
whether the challenge is to the appropriateness of the
Director’s exercise of his statutory authority or is in-
stead to the Director’s exceeding that authority.
App., infra, Ta.

b. Turning to the merits, the panel majority held
that the Board had permissibly adopted the broadest-
reasonable-interpretation standard for claim con-
struction. App., infra, 11a-21a. The panel majority
observed that “the broadest reasonable interpretation
standard has been applied by the PTO and its prede-
cessor for more than 100 years in various types of
PTO proceedings.” Id. at 13a. Based on that history,
the panel majority concluded that when Congress
created the new system of inter partes review, it “im-
pliedly approved the existing rule” in IPR, notwith-
standing Congress’s intent to replace inter partes
reexamination with IPR adjudication and the substan-
tial differences between IPR and other types of PTO
proceedings. Id. at 15a.

In the alternative, the panel majority held that
even if Congress had not intended claims to be given
their broadest reasonable interpretation, the PTO’s
regulation adopting that standard in IPR is a valid
exercise of the agency’s rulemaking authority and en-
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titled to Chevron deference. App., infra, 18a-21a; see
37 C.F.R. 42.100(b). According to the panel majority,
although the PTO does not have the “power to inter-
pret substantive statutory ‘patentability’ standards,”
it has the authority to “embod[y] in a regulation the
approach it has uniformly applied, even without rule-
making, when it is interpreting ‘claims’ to assess pa-
tentability.” Id. at 20a.

c. Judge Newman dissented. App., infra, 30a-
47a. In her view, “[t]he America Invents Act plainly
contemplated that the new PTO tribunal would de-
termine [the] validity of issued patents on the legally
and factually correct claim construction, not on a hy-
pothetical ‘broadest’ expedient as is used in examina-
tion of proposed claims in pending applications.” Id.
at 34a. Congress expressly created IPR, Judge
Newman explained, to serve as an adjudicative “sur-
rogate for district court litigation of patent validity,”
and it therefore is inconsistent with both the AIA and
the sensible development of patent law to have differ-
ent claim construction standards for agency and court
proceedings. Id. at 30a-31a. Judge Newman further
explained that the PTO lacks substantive rulemaking
authority, but in any event she would not have de-
ferred to the PTO regulation because it defeats Con-
gress’s purpose of “substituting administrative adju-
dication for district court adjudication.” Id. at 45a.

With respect to the Board’s decision to institute
IPR, Judge Newman noted that the Board had ex-
ceeded its statutory authority and acted at odds with
the plain terms of the AIA. She observed that the
Board’s institution decision “relies on arguments and
evidence that had not been raised in the Petition to
Institute, although the statute requires that all argu-
ments and evidence must be presented in the Peti-
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tion.” App., infra, 3la. Criticizing the panel majori-
ty’s “casual disregard of this statutory provision” and
citing the presumption in favor of reviewability of
agency action, Judge Newman concluded that Section
314(d) was intended to “control interlocutory delay
and harassing filings” and does not preclude judicial
review “of whether the statute was applied in accord-
ance with its legislated scope.” Id. at 31a, 46a.

2. Cuozzo filed a petition for rehearing en banc
supported by numerous amici recognized as leaders in
the field of intellectual property, including the Intel-
lectual Property Owners Association, New York Intel-
lectual Property Law Association, Pharmaceutical
Research and Manufacturers of America, and some of
America’s leading inventive corporations (among
them 3M, Caterpillar, Eli Lilly, General Electric,
GlaxoSmithKline, Johnson & Johnson, Pfizer, Procter
& Gamble, and Sanofi). Over a joint dissent by Chief
Judge Prost and Judges Newman, Moore, O’Malley,
and Reyna, as well as a separate dissent by Judge
Newman, the court of appeals denied the petition for
rehearing en banc by a vote of 6-5. In addition to urg-
ing rehearing, the dissenting judges would have re-
jected the Board’s use of the broadest-reasonable-
interpretation standard.

a. Judge Dyk (who authored the panel majority’s
decision), joined by Judges Lourie, Chen, and
Hughes, concurred in the denial of rehearing. App.,
infra, 51a-52a. The concurrence reiterated the panel
majority’s reasoning that “[t]he PTO has applied the
broadest reasonable interpretation standard in a vari-
ety of proceedings for more than a century,” and
“[n]othing in the [AIA] indicates congressional intent
to change” that standard. Id. at 51a.

”
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b. Chief Judge Prost and Judges Newman,
Moore, O’Malley, and Reyna jointly dissented from
the denial of rehearing. App., infra, 52a-61a. The
joint dissent began by taking issue with the conclusion
that Congress had “implicitly approved” the broadest-
reasonable-interpretation standard. Id. at 53a (quot-
ing ud. at 18a). Observing the usual rule that “Con-
gress’ silence is just that—silence,” id. at 53a (quoting
Cmty. for Creative Non-Violence v. Reid, 490 U.S.
730, 749 (1989)), the joint dissent explained that the
ATA created “a wholly novel procedure” and Con-
gress’s “[s]ilence has no meaning in this context.” Id.
at 54a. To the contrary, Congress wanted a “court-
like proceeding” as “a far-reaching surrogate for dis-
trict court validity determinations,” ibid. (internal
quotation marks omitted), and “[t]he panel majority
fails to explain why Congress (or anyone else) would
have thought it desirable or necessary for the Board
to construe the claims during IPRs under a different
legal framework than the one used by district courts,”
1d. at b4a-55a.

The joint dissent also explained that “[the] back-
ground of existing law not only fails to support the
conclusion drawn by the panel majority, [but] it points
to the opposite result.” App., infra, 55a (emphasis in
original). Previous cases hold that “the broadest rea-
sonable interpretation standard is a useful tool, prior
to patent issuance, for clarifying the metes and
bounds of an invention during the back-and-forth be-
tween the applicant and examiner when claims are not
yet in their final form.” Ibid. (collecting cases). By
contrast, IPR proceedings are like district court liti-
gation: “there is no back-and-forth between the pa-
tentee and examiner seeking to resolve claim scope
ambiguity; there is no robust right to amend.” Id. at
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57a. IPR proceedings thus lack the “examinational
hallmarks justifying the broadest reasonable inter-
pretation standard in other contexts.” Ibid.

Finally, the joint dissent disagreed that the PTO’s
regulation is entitled to Chevron deference. App., in-
fra, 59a-61a. The joint dissent observed that the PTO
has statutory authority “to prescribe procedural
regulations” governing IPR proceedings—not the au-
thority “to prescribe regulations on any issue that ‘af-
fects’ decisions to institute or later proceedings.” Id.
at 59a-60a (emphasis in original). And even assuming
the regulation were procedural, the joint dissent rea-
soned that “deference is still not warranted” because
“the PTO’s regulation [is] unreasonable.” Id. at 60a.
The joint dissent concluded that “in IPRs, as in dis-
trict court litigation, an already issued claim is being
analyzed solely for the purposes of determining its
validity,” and “it makes little sense to evaluate the
claim against the prior art based on anything [other]
than the claim’s actual meaning.” Id. at 61a.

c. Judge Newman separately dissented from the
denial of rehearing. App., infra, 61a-67a. She noted
“the extensive amicus curiae participation” at the re-
hearing stage. Id. at 61a; see id. at 62a-64a (summa-
rizing amici’s various arguments for rehearing the
case, in light of the importance of the issues). After
listing many of the reasons why the Board’s standard
is illogical and contrary to the AIA, id. at 65a-66a,
Judge Newman concluded that the question of which
claim construction standard should apply is “of power-
ful consequence,” and, “[a]s urged by the amict curi-
ae, it should be answered correctly.” Id. at 67a.
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REASONS FOR GRANTING THE PETITION

In 2011, Congress enacted the America Invents
Act to reform the U.S. patent system. The Act’s cor-
nerstone is a new adjudicative proceeding called inter
partes review (or IPR) that is designed as a quick and
efficient alternative to district court litigation regard-
ing the validity of patents. Over a dissent by Judge
Newman, the panel majority fundamentally altered
Congress’s scheme by holding that the newly created
Patent Trial and Appeal Board may use a different
claim construction standard than federal courts or the
International Trade Commission (ITC). To make
matters worse, the panel majority held that even if
the Board exceeds its statutory authority in institut-
ing TPR proceedings, the Board’s unlawful action is
judicially unreviewable.

By a vote of 6-5, over a joint dissent by Chief
Judge Prost and Judges Newman, Moore, O’Malley,
and Reyna, as well as a separate dissent by Judge
Newman, the Federal Circuit declined to rehear this
case. But no one disputed the centrality of the issues
presented here to the proper functioning of the AIA
or the patent system as a whole. Patent challengers
have filed thousands of IPR petitions, and the Board
continues to invalidate patent claims at a robust
rate—in part because the Board affords such claims
their broadest reasonable interpretation, rather than
their plain and ordinary meaning (as federal courts
and the ITC do under Phillips v. AWH Corp.,
415 F.3d 1303 (Fed. Cir. 2005) (en banec)). The
Board’s standard introduces tremendous uncertainty
into claim construction, allows for conflicting invalidi-
ty decisions, and undercuts Congress’s central reform
in the ATA. This Court’s review is plainly warranted.
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I. THE DECISION BELOW PRESENTS ISSUES
OF EXCEPTIONAL IMPORTANCE.

The Federal Circuit has exclusive jurisdiction over
appeals from the Board’s decisions in IPR proceed-
ings. See 35 U.S.C. 141(¢). A divided panel of that
court affirmed the Board’s decision in this case, and
the court then denied rehearing en banc by a vote of
6-5 over a joint dissent. As the panel and rehearing
dissenters explained, the issues presented here are
exceptionally important: they involve the operation of
the new IPR system created by Congress and thus
stand to affect the validity of any and all issued pa-
tents. In similar circumstances, this Court has grant-
ed review, see, e.g., Commail USA, LLC v. Cisco Sys.,
Inc., 135 S. Ct. 1920, 1925 (2015) (granting certiorari
after Federal Circuit denied rehearing en banc over a
dissent of five judges); Highmark Inc. v. Allcare
Health Mgmt. Sys., Inc., 134 S. Ct. 1744, 1748 (2014)
(same), and it should do so again here.

A. Whether The Board Applies The Right Claim
Construction Standard Is Critical To The
Proper Operation Of The AIA And The Pa-
tent System.

1. The Patent Act requires that every patent
“conclude with one or more claims particularly point-
ing out and distinetly claiming the subject matter
which the inventor or a joint inventor regards as his
invention.” 35 U.S.C. 112(b). The patent’s claims de-
fine the invention and mark the scope of the patent-
ee’s right to exclude. See Markman v. Westview In-
struments, Inc., 517 U.S. 370, 372 (1996) (a claim is
that “portion of the patent document that defines the
scope of the patentee’s rights”); Phillips, 415 F.3d at
1312 (“[T]he claims of a patent define the invention to
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which the patentee is entitled the right to exclude.”)
(quoting Innova/Pure Water, Inc. v. Safart Water
Filtration Sys., Inc., 381 F.3d 1111, 1115 (Fed. Cir.
2004)).

The rules of claim construction are thus fundamen-
tal to patent law, both in terms of the nature of claims
that will issue and the devices that will be deemed to
infringe. Claim construction plays an important role
in virtually every patent case because it is central to
evaluating validity and infringement. See In re Papst
Licensing Digital Camera Patent Litig., 778 F.3d
1255, 1261 (Fed. Cir. 2015) (“The infringement inquiry
* % % depends on the proper construction of the
claims.”); see also Peter S. Menell, Matthew D. Pow-
ers & Steven C. Carlson, Patent Claim Construction:
A Modern Synthesis and Structured Framework,
25 Berkeley Tech. L.J. 711, 714 (2010) (“The construc-
tion of patent claims * * * is central to the evalua-
tion of infringement and validity, and can affect or de-
termine the outcome of other significant issues such
as unenforceability, enablement, and remedies.”).

Because of the centrality of claim construction to
patent adjudication, this Court granted certiorari last
Term to clarify the standard of review for factual
findings made during the course of claim construction.
See Teva Pharm. USA, Inc. v. Sandoz, Inc., 135 S. Ct.
831, 836 (2015). As explained below, the question of
what claim construction standard applies in IPR pro-
ceedings stands to be dispositive in at least as many
cases (and with respect to at least as many patent
claims) as the standard of review applicable on appeal
in patent litigation.

2. The applicable claim construction standard is
just as important in IPR proceedings as in district
court litigation. See App., infra, 67a (Newman, J.,
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dissenting) (noting that the question is “of powerful
consequence”). The AIA created IPR as a “quick and
cost effective alternative[] to litigation.” H.R. Rep.
No. 112-98, at 48; see id. at 40 (AIA “establish[es] a
more efficient and streamlined patent system that will
improve patent quality and limit unnecessary and
counterproductive litigation costs.”). Congress be-
lieved that an adversarial proceeding before an expert
agency body, the Patent Trial and Appeal Board,
could “reliably resolve most issues of patent validity,
without the expense and delay of district court litiga-
tion.” App., infra, 32a (Newman, J., dissenting).

The effect of IPR has been to shift validity dis-
putes from district courts to the Board in an increas-
ing number of cases. Although the PTO estimated
that approximately 460 IPR petitions would be filed
annually, the actual number was approximately 1,500
last year. See Changes to Implement Inter Partes
Review Proceedings, Post-Grant Review Proceedings,
and Transitional Program for Covered Business
Method Patents, 77 Fed. Reg. 48,724 (Aug. 14, 2012);
U.S. Patent and Trademark Office, Patent Trial and
Appeal Board Statistics 8/31/2015, http://www.uspto.
gov/sites/default/files/documents/2015-08-31%20PTAB.pdf
(last visited Oct. 6, 2015) (PTO Statistics). Since Sep-
tember 2012 when the AIA took effect, the PTO has
received more than 3,400 petitions. Ibid.

Moreover, because Congress established IPR as a
streamlined alternative to district court litigation, the
Board has already completed at least 482 IPR trials,
with 409 (or nearly 85%) ending in the cancellation of
some or all of the patent claims under review. See
PTO Statistics. The high cancellation rate owes in
part to the Board’s use of the broadest-reasonable-
interpretation standard. See Paul R. Michel, Why
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Rush Patent Reform?, 7 Landslide 49, 51 (2015) (“The
new reality for patent owners is also that reviews are
held under circumstances and regulations unfavorable
to owners: The [Board] applies the ‘broadest reasona-
ble construction,” rather than the ‘correct construc-
tion’ applied by courts.”); Gregory Dolin, Dubious Pa-
tent Reform, 56 B.C. L. Rev. 881, 916 (2015) (noting
that differing claim construction standards “make it
much easier for the patent challenger to prevail” in
trials before the Board). And, of course, the more pa-
tent claims the Board invalidates, the more likely
challengers are to file. See Neil C. Jones, The Five
Most Publicized Patent Issues Today, Bus. L. Today
(May 2014).

By any measure, the Board—and the claim con-
struction standard it employs—is having a tremen-
dous and immediate impact on the U.S. patent system
and the rights of patent owners. See Aashish Kapa-
dia, Inter Partes Review: A New Paradigm in Patent
Litigation, 23 Tex. Intell. Prop. L. J. 113, 115 (2015)
(“[T]he IPR proceeding has rapidly grown into a nec-
essary option for patent owners and challengers alike.
The [Board] is the premier tribunal for patent is-
sues.”). That effect will only grow in the future as
more patent challengers initiate IPR proceedings.

3. The Federal Circuit’s adoption of a different
claim construction standard for IPR proceedings than
for patent litigation will result in a number of harmful
consequences. Among them, it will inject uncertainty
into the post-issuance review of patent claims, and
lead to conflicting decisions between the Board and
federal courts on claims that include similar phrases,
concepts, or language. Those consequences should
not come to pass without this Court’s plenary review.
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a. Under the AIA, a patent challenger may elect
to file either a federal lawsuit or an IPR petition,
meaning that either district courts or the Board may
decide whether patent claims are invalid pursuant to
“[Slection 102 [novelty] or 103 [obviousness].”
35 U.S.C. 311(b). There is no sound reason for courts
and the Board to apply different claim construction
standards in determining validity under those statu-
tory provisions, depending on where a challenger
chooses to file. As the joint dissenters observed,
“[t]he panel majority fails to explain why Congress
(or anyone else) would have thought it desirable or
necessary for the Board to construe the claims during
IPRs under a different legal framework than the one
used by distriet courts.” App., infra, 54a-65a. Or as
Judge Newman put it in her dissent, “[i]t is unac-
ceptable to create a situation whereby the tribunals
charged with determination of patent validity as a
matter of law, that is, the [Board] and the district
court, could validly reach a different result on the
same evidence.” Id. at 43a.

In Markman, this Court identified the “importance
of uniformity in the treatment of a given patent” as a
“reason to allocate all issues of construction” to courts
rather than juries. 517 U.S. at 390. The decision be-
low obviously prevents such uniformity. A patent
claim could be declared valid by a distriet court under
the Phillips plain-and-ordinary-meaning standard,
but invalid by the Board when it construes the claim
more broadly and thereby captures more prior art.
As a result, patentees can no longer rely on the finali-
ty of district court adjudication. By allowing the
choice of tribunal to affect the validity determination,
the decision below deprives patent owners of valuable
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property rights, creates substantial uncertainty, and
is an invitation to gamesmanship.?

b. The panel majority’s decision also creates in-
consistency in how patent claims are construed for va-
lidity versus infringement, violating the fundamental
principle of patent law that “claims must be interpret-
ed and given the same meaning for purposes of both
validity and infringement analyses.” SmithKline Di-
agnostics, Inc. v. Helena Labs. Corp., 859 F.2d 878,
882 (Fed. Cir. 1988). The broadest-reasonable-
interpretation standard in IPR proceedings forces pa-
tentees to defend claims broader in scope than what
they could assert in infringement actions. In other
words, patentees in IPR proceedings are compelled to
defend validity against prior art that might not be
relevant to the same claims in district court infringe-
ment litigation. As Judge Newman emphasized, “no
precedent [and] no practical reality[] authorizes or
tolerates a broader construction” for validity than for
infringement. App., infra, 65a.

B. Whether The Board May Freely Exceed Its
Statutory Authority In Instituting IPR Is
Likewise Critical To The Proper Operation
Of The AIA And The Patent System.

In the ATA, Congress created three new adversari-

al administrative proceedings in which the Board ad-
judicates challenges to the validity of issued patents:

3 The Board stands alone as an adjudicatory forum that does not
apply the Phillips standard. The ITC is authorized to investigate
the importation of goods that infringe a U.S. patent. See 19 U.S.C.
1337. In determining patent infringement, the ITC uses the same
claim construction standard as federal courts. See Kyocera Wire-
less Corp. v. Int'l Trade Comm™, 545 F.3d 1340, 1346 (Fed. Cir.
2008).
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inter partes review (which is at issue in this case),
post-grant review, and transitional post-grant review,
also known as “covered business method” or “CBM”
review. See 35 U.S.C. 311-319, 321-329; ATA 18(a)-(d),
125 Stat. at 329-331. Post-grant review is available
for recently issued patents during the first nine
months after issuance (whereas IPR governs older
patents and review of newer patents outside the nine-
month window). See 35 U.S.C. 321(¢). CBM review is
a temporary program (sunsetting in 2020) that allows
challenges to patents of a financial product or service
by those who have been sued or charged with in-
fringement. See AIA 18(a)-(d), 125 Stat. at 329-331.
All three types of adjudication are procedurally simi-
lar: the Board decides whether to institute the pro-
ceeding in response to a patent challenger’s petition,
and if so, then it conducts a trial-like proceeding and
issues a final written decision as to patentability.

As the PTO already has acknowledged in the CBM
context, the reviewability of the Board’s institution
decisions is a “question of tremendous prospective
importance” that will affect “countless future ap-
peals.” PTO Petition for Rehearing En Banc at 5 &
n.1, Versata Dev. Grp., Inc. v. SAP Am., Inc., 793
F.3d 1306 (Fed. Cir. 2015) (No. 2014-1194) (PTO
Reh’g Pet.); id. at 1 (referring to the issue as a “prec-
edent-setting question of exceptional importance” and
a “threshold jurisdictional question of surpassing pro-
spective importance”). The AIA’s new post-issuance
patent review procedures have proven extremely
popular, and “appeals from such proceedings consti-
tute a growing portion of the [Federal Circuit’s] dock-
et.” Ibid.; see id. at 14.

Moreover, the Federal Circuit has issued directly
conflicting decisions on the reviewability question.



21

The divided panel held in this case—over Judge
Newman’s dissent—that the Board’s decision to insti-
tute is not reviewable even upon conclusion of the
IPR, because the AIA provides that “[t]he determina-
tion by the Director whether to institute an inter
partes review under this section shall be final and
nonappealable.” 35 U.S.C. 314(d). Just a day later, a
divided panel held in Versata—over Judge Hughes’
partial dissent—that the Board’s decision to institute
a CBM proceeding is reviewable, even though the
ATA provides in identical language that “[t]he deter-
mination by the Director whether to institute a [CBM]
post-grant review under this section shall be final and
nonappealable.” 35 U.S.C. 324(e); see Versata, 793
F.3d at 1323.

The panel majority in Versata thus rejected the
PTO’s argument that, even if the Board had exceeded
its statutory authority in instituting CBM, the
Board’s action could not be reviewed. The Versata
panel majority explained that there is a strong pre-
sumption in favor of the reviewability of agency ac-
tion, and “nothing in [Section] 324(e) meets the high
standard for precluding review of whether the PTAB
has violated a limit on its invalidation authority.”
793 F.3d at 1320. As Judge Hughes observed, the de-
cision in Versata “directly conflicts” with the panel’s
decision in this case. Id. at 1341 (concurring in part
and dissenting in part) (“The majority’s interpretation
of [Section] 324(e) to permit review of whether Versa-
ta’s patent is a ‘covered business method patent’ di-
rectly conflicts with our precedential decision in In re
Cuozzo Speed Technologies, LLC.”).

Since Versata, the Federal Circuit has only deep-
ened the confusion. In Achates Reference Publ’g, Inc.
v. Apple Inc., No. 2014-1767, 2015 WL 5711943, at *1
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(Fed. Cir. Sept. 30, 2015), the patentee argued that
the Board had exceeded its statutory authority to in-
stitute IPR because the petitions were time-barred by
35 U.S.C. 315(b). As in Cuozzo, the panel held that
the ATA bars all review of the Board’s institution de-
cisions. Id. at *7. The panel tried to distinguish Ver-
sata as “limited to the unique circumstances of [CBM
review],” but it acknowledged that the statutory pro-
visions governing review of IPR and CBM institution
determinations are “identically worded.” Id. at *5, *3.
Taken together, Cuozzo, Versata, and Achates leave
patentees, petitioners, and the PTO uncertain what
issues they should brief and what questions the Fed-
eral Circuit views itself authorized to decide.

The PTO therefore has filed a rehearing petition in
Versata (as has the patentee), arguing that the “clear
conflict” between Versata and this case “casts a long
shadow of uncertainty over the scope of [the Federal
Circuit’s] review, leaving both private parties and the
PTO at a loss to predict what questions the [Federal
Circuit] will agree to decide in an increasingly im-
portant category of appeals.” PTO Reh’g Pet. 2, 5;
see also id. at 14-15 (explaining that the conflict “casts
a pall of uncertainty over all of the new AIA proceed-
ings”). The PTO is absolutely right. Whether the
Federal Circuit can review claims that the Board ex-
ceeded its statutory authority has “serious conse-
quences for the PTO and parties in the new AIA re-
view proceedings.” Id. at 4. This Court should grant
review to resolve the uncertainty surrounding the re-
viewability of the Board’s decisions and to restore the
limits that Congress imposed on the Board’s authority
to institute post-issuance proceedings.

The PTO’s pending rehearing petition in Versata is
no reason to deny review. Although its intervening
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decision in Achates suggests the Federal Circuit will
deny rehearing, no matter what the Federal Circuit
opts to do, the reviewability of the Board’s decisions
has divided that court’s judges, who have aired the
merits of both sides in their respective opinions. Giv-
en the clear importance of the issue, this Court’s re-
view will be needed at some point, and there is no rea-
son to await a further headcount of the court of ap-
peals. This case is an excellent vehicle that would al-
low the Court to resolve both the scope of the Federal
Circuit’s jurisdiction and the eclaim construction
standard that applies in IPR proceedings. And even if
this Court were inclined to stay its hand on the re-
viewability question, it nevertheless should grant the
claim construction question, which is entirely separate
and independently merits review.*

Il. THE DECISION BELOW IS INCORRECT.

A. The Panel Majority Erred In Holding That
The Board May Give Patent Claims Their
Broadest Reasonable Interpretation, Rather
Than Their Ordinary Meaning.

1. The broadest-reasonable-interpretation
protocol is an examination expedient
justified by the applicant’s liberal right
to amend claims.

The Federal Circuit has previously recognized that

the broadest-reasonable-interpretation protocol “is
solely an examination expedient, and is not a rule of

* If the Court is not inclined to decide the questions presented
here, it should hold this petition pending the Federal Circuit’s deci-
sion whether to grant rehearing in Versata. If the Federal Circuit
grants rehearing, this Court should grant, vacate, and remand for
further consideration in light of the en banc decision.
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claim construction.” In re Skvorecz, 580 F.3d 1262,
1267 (Fed. Cir. 2009). When examining a patent ap-
plication, examiners use the broadest reasonable in-
terpretation as a tool to “facilitate exploring the
metes and bounds to which the applicant may be enti-
tled, and thus to aid in sharpening and clarifying the
claims during the application stage, when claims are
readily changed.” Ibid; see U.S. Patent and Trade-
mark Office, Manual of Patent Examining Procedure
§ 2111 (9th ed., Mar. 2014) (PTO Manual). Using such
a broad construction of proposed claim language typi-
cally leads to a back-and-forth between examiner and
applicant with repeated and frequent amendment of
claim language. The right to amend is absolute; the
PTO’s permission is not required while the application
is pending. See App., infra, 58a (joint dissent) (noting
that claims are “readily” amended during the exami-
nation process).

If the examiner rejects the broadest reasonable in-
terpretation of a proposed claim as unpatentable, the
applicant may freely narrow the claim by amendment
or by advancing limiting arguments that become part
of the prosecution history. It is the applicant’s right
to amend its claims, as part of the “give-and-take be-
tween applicant and examiner,” that “justifies use of
the broadest reasonable interpretation standard.”
App., infra, 55a (joint dissent). The Federal Circuit
has said the same thing numerous times. See, e.g.,
Burlington Indus., Inc. v. Quigg, 822 F.2d 1581, 1583
(Fed. Cir. 1987) (“Patent application claims are given
their broadest reasonable interpretation during exam-
ination proceedings, for the simple reason that before
a patent is granted the claims are readily amended as
part of the examination process.”); In re Yamamoto,
740 F.2d 1569, 1571 (Fed. Cir. 1984) (same); In re
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Prater, 415 F.2d 1393, 1404-1405 (C.C.P.A. 1969)
(same).

By contrast, the PTO has never used the broadest-
reasonable-interpretation protocol in post-issuance
proceedings where the patentee lacks the liberal right
to amend at its own discretion. For instance, in reex-
amination proceedings involving claims of expired pa-
tents, the PTO does not afford claims their broadest
reasonable interpretation because the patentee is un-
able to amend. See PTO Manual § 2258G (“In a reex-
amination proceeding involving claims of an expired
patent, claim construction pursuant to the principle
set forth by the court in Phillips * * * should be
applied since the expired claim[s] are not subject to
amendment.”); In re Rambus, Inc., 7563 F.3d 1253,
1256 (Fed. Cir. 2014). In such reexamination proceed-
ings, the PTO has instructed examiners to use the
same standard as district courts by giving patent
claims their ordinary meaning.’

2. Congress established an adjudicative pro-
ceeding with no right to amend.

In the AIA, Congress converted the then-existing
system of “inter partes reexamination from an exami-

> Applying the same logic, the PTO recently proposed a rule
change for AIA proceedings involving claims of a patent that will
expire prior to the Board’s issuance of a final written decision. The
PTO conceded that the application of a “Phillips-type claim con-
struction” for soon-to-expire patents was appropriate because
“[s]uch patents essentially lack any viable opportunity to amend the
claims in an ATA proceeding.” Amendments to the Rules of Prac-
tice for Trials Before the Patent Trial and Appeal Board, 80 Fed.
Reg. 50,722 (Aug. 20, 2015). The Board elected to continue applying
a broadest-reasonable-interpretation standard to all other patent
claims.
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national to an adjudicative proceeding, and rename[d]
the proceeding ‘“inter partes review.”” H.R. Rep. No.
112-98, at 46-47. IPR is intended to serve as a quick
and cost-effective “surrogate for district court validity
determinations.” App., infra, 32a (Newman, J., dis-
senting); see ud. at 54a-55a (joint dissent). IPR pro-
ceedings are fundamentally adversarial and adjudica-
tive: the patentee and challenger can obtain discov-
ery, submit briefs, and participate in an oral hearing
before a panel of administrative patent judges, who
preside over the trial and issue a final written deci-
sion. As the Board itself has recognized, “inter partes
review is neither a patent examination nor a patent
reexamination,” but is “a trial, adjudicatory in na-
ture.” Google Inc. v. Jongerius Panoramic Techs.,
LLC, TPR2013-00191, Paper No. 50, at 4 (Feb. 13,
2014).

Because IPR proceedings are adjudicative rather
than examinational, “there is no back-and-forth be-
tween the patentee and examiner seeking to resolve
claim scope ambiguity; there is no robust right to
amend.” App., infra, 57a (joint dissent). Indeed, pa-
tentees do not have any right to amend their claims,
but must instead seek permission of the Board—
permission that in practice has not regularly been
granted. KEven then, patentees are limited to one
“motion to amend,” with additional motions allowed
only to “materially advance the settlement of a pro-
ceeding” or “as permitted by regulations prescribed
by the Director.” 35 U.S.C. 316(d). The motion is
presumptively limited to substituting one amended
claim for one challenged claim, and the motion may be
denied if the amendment “does not respond to a
ground of unpatentability involved in the trial” or
“seeks to enlarge the scope of the claims of the patent
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or introduce new subject matter.” 37 C.F.R.
42.121(a).

As the joint dissent explained, Congress estab-
lished a system that lacks the “examinational hall-
marks justifying the broadest reasonable interpreta-
tion standard in other contexts” and that bears “simi-
larities to distriet court litigation.” App., nfra, 57a.
In TPR proceedings, as in district court litigation, the
goal is to determine the patent’s validity—t.e., “what
a patent actually claims.” Id. at 56a (joint dissent)
(emphasis in original). “In [that] context, it makes
little sense to evaluate the claim against the prior art
based on anything [other] than the claim’s actual
meaning,” and “[t]he panel majority fails to explain
why Congress (or anyone else) would have thought it
desirable or necessary for the Board to construe the
claims during IPRs under a different legal framework
than the one used by district courts.” Id. at 54a-55a,
6la (joint dissent).

3. The PTO’s regulation is invalid.

The panel majority relied in the alternative on a
regulation promulgated by the PTO that directs the
Board to give claims their “broadest reasonable con-
struction” rather than their “ordinary and customary
meaning.” 37 C.F.R. 42.100(b). For the reasons given
by the joint dissent, see App., infra, 59a-61a, that
regulation is not entitled to any deference. The PTO
lacks the power—both generally under the Patent Act
and specifically under the ATA—to prescribe substan-
tive rules. See id. at 59a; Cooper Techs. Co. v. Dudas,
536 F.3d 1330, 1335-1336 (F'ed. Cir. 2008). The PTO
thus cannot, under the guise of issuing procedural
rules, change the law of how patent claims are con-
strued. In any event, far from being a reasonable in-
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terpretation of the AIA, the PTO’s regulation is mani-
festly unreasonable, including because it defeats Con-
gress’s purpose of substituting administrative adjudi-
cation for district court adjudication.

B. The Panel Majority Erred In Holding That,
Even If The Board Exceeds Its Statutory Au-
thority In Instituting IPR, The Board’s Un-
lawful Action Is Unreviewable.

The AIA does not allow interlocutory review of in-
stitution determinations, but it does permit review as
part of the plenary appeal from the Board’s final writ-
ten decision, particularly in light of the strong pre-
sumption favoring judicial review. Even assuming
that Congress intended to bar any review of the
Board’s institution determinations, the panel majority
ignored that courts have drawn a narrow exception
for review of agency action that, as here, violates
clear statutory limits.

1. Under the AIA, inter partes review is an ad-
versarial proceeding that the Board may institute on-
ly on the basis of the parties’ submissions. The Act
requires an IPR petition to identify with particularity
“the grounds on which the challenge to each claim is
based, and the evidence that supports the grounds for
the challenge to each claim.” 35 U.S.C. 312(a)(3). The
patentee has “the right to file a preliminary response
to the petition * * * that sets forth reasons why no
inter partes review should be instituted based upon
the failure of the petition to meet any requirement of
this chapter.” 35 U.S.C. 313. The Board then may
institute IPR only upon “determin[ing] that the in-
formation presented in the petition * * * and any
response * * * shows that there is a reasonable like-
lihood that the petitioner would prevail with respect
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to at least 1 of the claims challenged in the petition.”
35 U.S.C. 314(a).

The statutory text could hardly be clearer. A peti-
tioner is required to present “the grounds on which
the challenge to each claim is based, and the evidence
that supports [those] grounds.” 35 U.S.C. 312(a)(3).
The Board then must determine whether that infor-
mation (along with any corresponding information in a
response) warrants instituting an IPR proceeding, see
35 U.S.C. 314(a), much as a district court in patent lit-
igation has to determine from the parties’ pleadings
whether to dismiss the case or allow it to proceed.
The Board is not authorized to invalidate patents on
the basis of prior art it collects or arguments it devis-
es. When the Board does so, it deprives the patent-
ee—which already has filed its response addressing
the petition—of the opportunity to explain why the
Board’s newfound evidence or argument does not
warrant IPR. See App., infra, 31a (Newman, J., dis-
senting).

2. The decision below incorrectly holds that, even
if the Board exceeds its statutory authority in insti-
tuting IPR, the Board’s unlawful action is unreviewa-
ble. In other words, the Board may freely expand its
authority to invalidate a patentee’s property rights,
without any judicial oversight. The panel majority
relied on 35 U.S.C. 314(d), which provides that the Di-
rector’s determination “whether to institute an inter
partes review under this section shall be final and
nonappealable.” But as the panel majority recog-
nized, the Federal Circuit had previously held that
Section 314(d) prevents an interlocutory appeal of the
PTO’s institution decision. See App., infra, 6a (citing
St. Jude Med., Cardiology Div., Inc. v. Volcano Corp.,
749 F.3d 1373, 1375-1376 (Fed. Cir. 2014)); id. at 46a
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(Newman, J., dissenting). The AIA’s bar on interlocu-
tory appeals makes complete sense because the Board
is normally required to complete IPR proceedings
within one year. See 35 U.S.C. 316(a)(11).

The AIA separately provides for appellate review
of the Board’s final written decision, see 35 U.S.C.
141(c), 319, and those are the provisions Cuozzo in-
voked when it appealed at the end of the IPR pro-
ceeding. In such an appeal, nothing should bar a par-
ty from arguing that the Board’s final written decision
must be set aside because the proceeding was im-
properly instituted. In normal patent litigation, a
party may appeal to the Federal Circuit on the
ground that the district court lacked jurisdiction or
erred in failing to grant a motion to dismiss. There is
no reason for a different rule when a party appeals to
the Federal Circuit from a final decision in an IPR
proceeding. The panel majority reasoned that declar-
ing the decision to institute “final,” as Section 314(d)
does, “cannot reasonably be interpreted as postponing
review until after issuance of a final decision on pa-
tentability.” App., mnfra, 7a. But of course it can.
Section 314(d) can easily be read as saying that the
PTO’s determination is “final and nonappealable” at
the time it is made—not forever more.

Indeed, Section 314(d) must be read that way in
light of the “strong presumption that Congress in-
tends judicial review of administrative action.” Bow-
en v. Mich. Acad. of Family Physicians, 476 U.S. 667,
670 (1986). Although Judge Newman pointed to that
presumption in her dissent, see App., infra, 46a, the
panel majority did not address it. When Congress
provided for judicial review of the Board’s final writ-
ten decisions, it did so for “[any] party to an inter
partes review * * * who is dissatisfied with the final
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written decision of the Patent Trial and Appeal
Board,” 35 U.S.C. 141(c), without placing any limits on
the grounds for a party’s dissatisfaction. Section
141(c) and 314(d) can be interpreted in par: materia
to permit appeals from IPR proceedings that mirror
appeals from district court patent litigation—i.e., ap-
peals that occur only at the conclusion of IPR pro-
ceedings but in which parties are not limited in their
substantive challenges. Because Sections 141(c) and
314(d) can be read that way, they should be read that
way.

3. Even assuming that Congress intended Section
314(d) to bar any review of the Board’s institution de-
cisions, the panel majority ignored that “courts have
recognized an ‘implicit and narrow’ exception” to such
statutory bars “for agency action that plainly violates
an unambiguous statutory mandate.” Versata,
793 F.3d at 1342 (Hughes, J., concurring in part and
dissenting in part) (collecting cases, including Leedom
v. Kyne, 358 U.S. 184 (1958)).

Section 314(d) would continue to bar appeals con-
tending that the Board, in weighing “the information
presented in the petition * * * and any response,”
erred in finding “a reasonable likelihood that the peti-
tioner would prevail with respect to at least [one] of
the claims challenged in the petition.” 35 U.S.C.
314(a). But Section 314(d) may not bar appeals that
the Board ignored limits on its own statutory authori-
ty, including the requirement that the Board base its
institution decision on the parties’ submissions rather
than its own research or theories. Although “[a]n
agency may not finally decide the limits of its own
statutory power,” Soc. Sec. Bd. v. Nierotko, 327 U.S.
358, 369 (1946), the panel majority instead gave the
Board free license to ignore the AIA’s limits on its in-
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stitution authority. See App., infra, 31a (Newman, J.,
dissenting) (“Such casual disregard of this statutory
provision cannot have been intended.”).

I11. THIS CASE IS AN IDEAL VEHICLE TO
RESOLVE THE DIVISIONS IN THE FED-
ERAL CIRCUIT.

The Federal Circuit is deeply divided on the claim
construction standard that should apply in IPR pro-
ceedings. The five dissenting judges authored a joint
dissent, and Judge Newman dissented separately,
concluding that “[t]his is a simple question, although
of powerful consequence,” and “it should be answered
correctly.” App., infra, 67a. The division within the
Federal Circuit on the issue is a foundational one,
stemming from disagreement over the background
understanding when Congress enacted the AIA.
Compare id. at 51a (concurrence in the denial of re-
hearing), with id. at 54a-55a (joint dissent from that
denial). Only this Court can definitively settle the de-
bate.

This case presents an ideal opportunity to do so.
There is no question that, applying the broadest-
reasonable-interpretation rule in the PTO’s regula-
tion, the Board invalidated three claims in Cuozzo’s
patent. Cuozzo challenged the use of that standard on
appeal, and the issue was addressed directly and ex-
tensively in multiple opinions at both the panel and
rehearing stages. There is likewise no question that,
over Cuozzo’s objection and Judge Newman’s dissent,
the panel majority declined to review the Board’s de-
cision to institute IPR, even if that decision was un-
lawful under the ATA. Both issues are legal ones. De-
laying review would allow hundreds or even thou-
sands of additional patent claims to be invalidated un-
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der the wrong standard, not to mention that some of
those IPR proceedings should never have been insti-
tuted in the first place.

Although there are bills pending in Congress to
abrogate the PTO’s regulation and the decision below,
those bills are not close to enactment. See App., in-
fra, 65a n.1 (Newman, J., dissenting) (“Corrective leg-
islation * * * has stalled because of unrelated areas
of controversy.”); Experts Unsure of Path Patent Re-
form Legislation Will Take, Comme'ns Daily, Sept. 8,
2015 (“HR-9 [the House bill] was placed on the House
schedule but removed before legislators’ August re-
cess, and S-1137 [the Senate bill] hasn’t been assigned
floor time in the full Senate.”); see also Innovation
Act, H.R. 9, 114th Cong. § 9(b)(1)(C) (2015); Patent
Act, S. 1137, 114th Cong. § 11(a)(4)(A)(vii) (2015);
STRONG Patents Act of 2015, S. 632, 114th Cong.
§ 102(a) (2015).

The speculative possibility that Congress could
eventually pass legislation to correct the PTO’s error
should not prevent review. This Court has often
granted certiorari in patent cases despite the indefi-
nite prospect of corrective legislation. See, e.g., Br. in
Opp. at 41, Highmark Inc. v. Allcare Health Mgmt.
Sys. Inc., 134 S. Ct. 1744 (2014) (No. 12-1163) (noting
pending legislation); Br. in Opp. at 33, Microsoft
Corp. v. 14 Ltd. P’ship, 131 S. Ct. 2238 (2011) (No.
10-290) (same); Br. in Opp. at 13-15, Metro-Goldwymn-
Mayer Studios Inc. v. Grokster, Ltd., 545 U.S. 913
(2005) (No. 04-480) (same). Petitioner respectfully
submits that the same course is warranted here.
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CONCLUSION
For the reasons set forth above, the petition for a
writ of certiorari should be granted.
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APPENDIX A

UNITED STATES COURT OF APPEALS
FOR THE FEDERAL CIRCUIT

IN RE: CUOZZO SPEED TECHNOLOGIES, LLC,
Appellant

2014-1301

Appeal from the United States Patent and Trade-
mark Office, Patent Trial and Appeal Board in No.
IPR2012-00001.

Decided: July 8, 2015

Before NEWMAN, CLEVENGER, and DYK, Circuit
Judges.

Opinion for the court filed by Circuit Judge DYK.
Dissenting opinion filed by Circuit Judge NEWMAN.

DYK, Circuit Judge.

Cuozzo Speed Technologies (“Cuozzo”) owns U.S.
Patent No. 6,778,074 (the “’074 patent”). Garmin In-
ternational, Inc. and Garmin USA, Inc. (collectively,

(1a)
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“Garmin”) petitioned the United States Patent and
Trademark Office (“PTO”) for inter partes review
(“IPR”) of claims 10, 14, and 17 of the 074 patent.
The PTO granted Garmin’s petition and instituted
IPR. The Patent Trial and Appeal Board (the
“Board”) timely issued a final decision finding claims
10, 14, and 17 obvious. The Board additionally de-
nied Cuozzo’s motion to amend the ’074 patent by sub-
stituting new claims 21, 22, and 23 for claims 10, 14,
and 17.

Contrary to Cuozzo’s contention, we hold that we
lack jurisdiction to review the PTO’s decision to insti-
tute IPR. We affirm the Board’s final determination,
finding no error in the Board’s claim construction un-
der the broadest reasonable interpretation standard,
the Board’s obviousness determination, and the
Board’s denial of Cuozzo’s motion to amend.

BACKGROUND

Cuozzo is the assignee of the 074 patent, entitled
“Speed Limit Indicator and Method for Displaying
Speed and the Relevant Speed Limit,” which issued
on August 17, 2004. The ’074 patent discloses an
interface which displays a vehicle’s current speed as
well as the speed limit. In one embodiment, a red
filter is superimposed on a white speedometer so that
“speeds above the legal speed limit are displayed in
red ... while the legal speeds are displayed in white .

.7 Id. col. 5 11. 35-37. A global positioning system
(“GPS”) unit tracks the vehicle’s location and identi-
fies the speed limit at that location. The red filter
automatically rotates when the speed limit changes,
so that the speeds above the speed limit at that loca-
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tion are displayed in red. The patent also states that
the speed limit indicator may take the form of a col-
ored liquid crystal display (“LCD”). Id. col. 3 1l. 4-6,
col. 6 1l. 11-14. In claim 10, the independent claim at
issue here, a colored display shows the -current
speed limit, and the colored display is “integrally
attached” to the speedometer. Id. col. 7 1. 10.

Claim 10 recites:

A speed limit indicator comprising:

a global positioning system receiver;

a display controller connected to said global posi-
tioning system receiver, wherein said display
controller adjusts a colored display in response to
signals from said global positioning system re-
ceiver to continuously update the delineation of
which speed readings are in violation of the
speed limit at a vehicle’s present location; and

a speedometer integrally attached to said colored dis-

play.

Id. col. 711. 1-10. Claim 14 is addressed to “[t]he speed
limit indicator as defined in claim 10, wherein said col-
ored display is a colored filter.” Id. col. 7 1. 23-24.
Claim 17 recites: “[t]he speed limit indicator as de-
fined in claim 14, wherein said display controller ro-
tates said colored filter independently of said speed-
ometer to continuously update the delineation of
which speed readings are in violation of the speed limit
at a vehicle's present location.” Id. col. 8 11. 5-9.

On September 16, 2012, Garmin filed a petition
with the PTO to institute IPR of, inter alia, claims 10,
14, and 17 the ’074 patent. Garmin contended that
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claim 10 was invalid as anticipated under 35 U.S.C.
§ 102(e) or as obvious under 35 U.S.C. § 103(a) and
that claims 14 and 17 were obvious under § 103(a).
The PTO instituted IPR, determining that there was
a reasonable likelihood that claims 10, 14, and 17
were obvious under § 103 over (1) U.S. Patent Nos.
6,633,811 (“Aumayer”), 3,980,041 (“Evans”), and
2,711,153 (“Wendt”); and/or (2) German Patent No.
197 55 470 (“Tegethoff”), U.S. Patent No. 6,515,596
(“Awada”), Evans, and Wendt. Although Garmin’s pe-
tition with respect to claim 17 included the grounds
on which the PTO instituted review, the petition did
not list Evans or Wendt for claim 10 or Wendt for
claim 14.

In its subsequent final decision, the Board ex-
plained that “[a]n appropriate construction of the term
‘integrally attached’ in independent claim 10 is central
to the patentability analysis of claims 10, 14, and 17.”
J.A. 7. The Board applied a broadest reasonable in-
terpretation standard and construed the term “inte-
grally attached” as meaning “discrete parts physically
joined together as a unit without each part losing its
own separate identity.” J.A. 9. The Board found that
claims 10, 14, and 17 were unpatentable as obvious
under 35 U.S.C. § 103 (1) over Aumayer, Evans, and
Wendt; and, alternatively, (2) over Tegethoff, Awada,
Evans, and Wendt.

The Board also denied Cuozzo’s motion to amend
the patent by replacing claims 10, 14, and 17 with sub-
stitute claims 21, 22, and 23. The Board’s denial of the
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motion to amend centered on proposed claim 21.
Claim 21 would have amended the patent to claim “a
speedometer integrally attached to [a] colored display,
wherein the speedometer comprises a liquid crystal
display, and wherein the colored display is the liquid
crystal display.” J.A. 357-58. The Board rejected the
amendment because (1) substitute claim 21 lacked
written description support as required by 35 U.S.C.
§ 112, and (2) the substitute claims would improperly
enlarge the scope of the claims as construed by the
Board.

Cuozzo appealed. The PTO intervened, and we
granted Garmin’s motion to withdraw as appellee.?
We have jurisdiction to review the Board’s final deci-
sion under 28 U.S.C. § 1295(a)(4)(A).

DISCUSSION

I

IPRs proceed in two phases. St. Jude Med., Cardzi-
ology Diwv., Inc. v. Volcano Corp., 749 F.3d 1373, 1375
76 (Fed. Cir. 2014). In the first phase, the PTO de-
termines whether to institute IPR. In the second
phase, the Board conducts the IPR proceeding and
issues a final decision. Id.

! The parties do not separately address claims 22 and 23 and ap-
parently agree that the motion for leave to amend on those claims
presents the same issues as claim 21.

% Garmin filed a motion to withdraw because it agreed not to par-
ticipate in any appeal of the IPR written decision as part of a set-
tlement agreement with Cuozzo.
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Cuozzo argues that the PTO improperly instituted
IPR on claims 10 and 14 because the PTO relied on
prior art that Garmin did not identify in its petition as
grounds for IPR as to those two claims (though the
prior art in question was identified with respect to
claim 17). Under the statute, any petition for IPR
must “identifly] . . . with particularity . .. the grounds
on which the challenge to each claim is based....”
35 U.S.C. §312(a)3). Cuozzo argues that the PTO
may only institute IPR based on grounds identified in
the petition because “[t]he Director may not authorize
an inter partes review to be instituted unless the Di-
rector determines that the information presented in
the petition . .. and any response. .. shows that there
is a reasonable likelihood that the petitioner would
prevail . ...” Id. § 314(a).

Section 314(d) is entitled “No appeal” and pro-
vides that “[t]he determination by the Director wheth-
er to institute an inter partes review under this section
shall be final and nonappealable.” 35 U.S.C. § 314(d).
The PTO argues that § 314(d) precludes review of a
determination to institute IPR. Cuozzo argues that
§ 314(d) does not completely preclude review of the
decision to institute IPR, but instead merely post-
pones review of the PTO’s authority until after the is-
suance of a final decision by the Board.

We have previously addressed § 314(d) and have
held that it precludes interlocutory review of decisions
whether to institute IPR. In St. Jude, we character-
ized § 314(d) as a “broadly worded bar on appeal”
and held that § 314(d) “certainly bars” interlocutory
review of the PTO’s denial of a petition for IPR. 749
F.3d at 1375-76. This result was supported by § 319,
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which “authorizes appeals to this court only from ‘the
final written decision of the [Board]....” Id. at 1375
(quoting 35 U.S.C. § 319) (alteration in original). Simi-
larly, the bar to interlocutory review is supported by
35 U.S.C. § 141(e), which “authorizes appeal only by ‘a
party to an inter partes review . .. who is dissatisfied
with the final written decision of the [Board] under
section 318(a).”” Id. (quoting 35 U.S.C. § 141(c)) (al-
terations in original). But while we stated that § 314
“may well preclude all review by any route,” we did
not decide the issue. Id. at 1376.

We conclude that § 314(d) prohibits review of the
decision to institute IPR even after a final decision.
On its face, the provision is not directed to preclud-
ing review only before a final decision. It is written to
exclude all review of the decision whether to institute
review. Section 314(d) provides that the decision is
both “nonappealable” and “final,” i.e., not subject to
further review. 35 U.S.C. §314(d). A declaration
that the decision to institute is “final” cannot rea-
sonably be interpreted as postponing review until af-
ter issuance of a final decision on patentability.
Moreover, given that § 319 and § 141(c) already limit
appeals to appeals from final decisions, § 314(d) would
have been unnecessary to preclude non-final review of
institution decisions. Because § 314(d) is unnecessary
to limit interlocutory appeals, it must be read to bar
review of all institution decisions, even after the Board
issues a final decision. Nor does the IPR statute ex-
pressly limit the Board’s authority at the final deci-
sion stage to the grounds alleged in the IPR petition.
It simply authorizes the Board to issue “a final written
decision with respect to the patentability of any patent
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claim challenged by the petitioner and any new claim
added under section 316(d).” 35 U.S.C. § 318(a).

Our decision in In re Hiniker Co., 150 F.3d 1362,
1367 (Fed. Cir. 1998), confirms the correctness of the
PTO’s position here. There, even absent a provision
comparable to § 314(d),> we held that a flawed deci-
sion to institute reexamination under 35 U.S.C. § 303
was not a basis for setting aside a final decision. Hin-
tker, 150 F.3d at 1367. Under the statute at issue in
Hiniker, reexamination could only be instituted if the
Commissioner determined that there was “a substan-
tial new question of patentability,” i.e., new prior art
not considered by the examiner. 35 U.S.C. § 303(a)
(1994). In Hiniker, the PTO instituted reexamination
based on prior art considered in the original examina-
tion (Howard). Hintker, 150 F.3d at 1365. But the
PTO’s final decision relied on East (which had not
been before the examiner in the initial examination) in
finding the claims invalid. Id. at 1366. We held that
our jurisdiction was only “over Hiniker’s appeal from
the [final] decision of the Board.” Id. at 1367. While
the final decision would have been subject to reversal
if it had improperly relied only on prior art presented
to the examiner," any error in instituting reexamina-

3 Unlike § 314, the reexamination statute only provides that “[a]
determination by the Commissioner . . . that no substantial new
question of patentability has been raised will be final and nonap-
pealable.” 35 U.S.C. § 303(c) (1994) (emphasis added).

* See In re Portola Packaging, Inc., 110 F.3d 786, 789, supersed-
ed by statute as recognized by In re NTP, Inc., 654 F.3d 1268, 1277
(Fed. Cir. 2011); In re Recreative Techs. Corp., 83 F.3d 1394 (Fed.
Cir. 1996). Congress subsequently amended the statute to provide
for consideration of prior art before the examiner. 35 U.S.C. § 303.
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tion based on the Howard reference was “washed
clean during the reexamination proceeding,” which re-
lied on new art. Id. The fact that the petition was de-
fective is irrelevant because a proper petition could
have been drafted. The same is even clearer here,
where § 314(d) explicitly provides that there is no ap-
peal available of a decision to institute. There was no
bar here to finding claims 10 and 14 unpatentable
based on the Evans and/or Wendt references. The
failure to cite those references in the petition provides
no ground for setting aside the final decision.

Cuozzo argues that Congress would not have in-
tended to allow the PTO to institute IPR in direct
contravention of the statute, for example, on grounds
of prior public use where the IPR statute permits peti-
tions only on the basis of “prior art consisting of pa-
tents or printed publications.” 35 U.S.C. § 311. The
answer is that mandamus may be available to chal-
lenge the PTO’s decision to grant a petition to insti-
tute IPR after the Board’s final decision in situations
where the PTO has clearly and indisputably exceeded
its authority.

The PTO argues that our previous decisions pre-
clude mandamus. In In re Dominion Dealer Solu-
tions, LLC, 749 F.3d 1379, 1381 (Fed. Cir. 2014), we
held that mandamus relief was not available to chal-
lenge the denial of a petition for IPR. Given the statu-
tory scheme, there was no “clear and indisputable
right’ to challenge a non-institution decision directly in
this court,” as required for mandamus. /d. And in In
re Procter & Gamble Co., 749 F.3d 1376, 1378-79
(Fed. Cir. 2014), we held that mandamus was not
available to provide immediate review of a decision to
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institute IPR. There was no “clear and indisputable
right to this court’s immediate review of a decision
to institute an inter partes review, as would be needed
for mandamus relief.” Id. at 1379. Furthermore,
that “[wals not one of the rare situations in which ir-
remediable interim harm c[ould] justify mandamus,
which is unavailable simply to relieve [the patentee] of
the burden of going through the inter partes re-
view.” Id. (citation omitted). However, we did not de-
cide the question of whether the decision to institute
review is reviewable by mandamus after the Board
issues a final decision or whether such review is pre-
cluded by § 314(d). Id. Nor do we do so now.

Even if § 314 does not bar mandamus after a final
decision, at least “three conditions must be satisfied
before [a writ of mandamus] may issue.” Cheney v.
U.S. Dist. Court for the D.C., 542 U.S. 367, 380
(2004). “First, ‘the party seeking issuance of the writ
[must] have no other adequate means to attain the
relief he desires.”” Id. (quoting Kerr v. U.S. Dist.
Court for the N. Dist. of Cal, 426 U.S. 394, 403
(1976) (alteration in original)). That condition appears
to be satisfied since review by appeal is unavailable.
“Second, the petitioner must satisfy ‘the burden of
showing that his right to issuance of the writ is clear
and indisputable.” Id. at 381 (internal quotations, ci-
tation, and alterations omitted). “Third, the issuing
court, in the exercise of its discretion, must be satis-
fied that the writ is appropriate under the circum-
stances.” Id. (citation omitted).

Here, Cuozzo has not filed a mandamus petition,
but even if we were to treat its appeal as a request for
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mandamus,’ the situation here is far from satisfying
the clear-and-indisputable requirement for mandamus.
It is not clear that IPR is strictly limited to the
grounds asserted in the petition. The PTO urges that
instituting IPR of claims 10 and 14 based on the
grounds for claim 17 was proper because claim 17 de-
pends from claim 14, which depends from claim 10.
Any grounds which would invalidate claim 17 would by
necessary implication also invalidate claims 10 and 14.
See Callaway Golf Co. v. Acushnet Co., 576 F.3d 1331,
1344 (Fed. Cir. 2009) (“A broader independent claim
cannot be nonobvious where a dependent claim stem-
ming from that independent claim is invalid for obvi-
ousness.”). The PTO argues that Garmin implicitly
asserted that claims 10 and 14 were unpatentable
when it asserted that claim 17 was unpatentable.
Whether or not the PTO is correct in these aspects, it
is at least beyond dispute there is no clear and indis-
putable right that precludes institution of the IPR
proceeding. We need not decide whether mandamus
to review institution of IPR after a final decision is
available in other circumstances.

IT

Cuozzo contends in addition that the Board erred
in finding the claims obvious, arguing initially that the
Board should not have applied the broadest reasonable
interpretation standard in claim construction.

> See 16 Charles A. Wright, Arthur R. Miller & Edward H.
Cooper, Federal Practice and Procedure § 3932.1 (3d ed. 2012)
(“Many cases illustrate the seemingly converse proposition that . . .
an appeal can substitute for a writ in the sense that an attempted
appeal from an order that is nonappealable can be treated as a peti-
tion for a writ.” (citations omitted)).
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The America Invents Act (“AIA”) created IPR, but
the statute on its face does not resolve the issue of
whether the broadest reasonable interpretation stand-
ard is appropriate in IPRs; it is silent on that issue.
However, the statute conveys rulemaking authority to
the PTO. It provides that “[t]he Director shall pre-
scribe regulations,” inter alia, “setting forth the
standards for the showing of sufficient grounds to in-
stitute . . . review,” and “establishing and governing
inter partes review ... and the relationship of such
review to other proceedings . . . .” 35 U.S.C.
§ 316(a)(2), (a)(4). Pursuant to this authority, the
PTO has promulgated 37 C.F.R. § 42.100(b), which
provides that “[a] claim in an unexpired patent shall be
given its broadest reasonable construction in light of
the specification of the patent in which it appears.” 37
C.F.R. §42.100(b). Cuozzo argues that the PTO
lacked authority to promulgate § 42.100(b) and that
the broadest reasonable interpretation standard is in-
appropriate in an adjudicatory IPR proceeding. The
PTO argues that 35 U.S.C. § 316 provides the neces-
sary authority to the PTO to promulgate § 42.100(b)
and that the broadest reasonable interpretation is ap-
propriately applied in the IPR context.

1

Before addressing the scope of the PTO’s rulemak-
ing authority, we consider the history of the broadest
reasonable interpretation standard and the bearing of
that history on the interpretation of the IPR statute.
No section of the patent statute explicitly provides
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that the broadest reasonable interpretation standard
shall or shall not be used in any PTO proceedings.

Nonetheless, the broadest reasonable interpreta-
tion standard has been applied by the PTO and its
predecessor for more than 100 years in various types
of PTO proceedings. A 1906 PTO decision explained,
“[n]Jo better method of construing claims is per-
ceived than to give them in each case the broadest
interpretation which they will support without strain-
ing the language in which they are couched.” Podlesak
v. McInnerney, 1906 Dec. Comm’r Pat. 265, 258. For
more than a century, courts have approved that stand-
ard. See, e.g., Miel v. Young, 29 App. D.C. 481, 484
(D.C. Cir. 1907) (“This claim should be given the
broadest interpretation which it will support . . . .”);
In re Rambus, Inc., 753 F.3d 1253, 1255 (Fed. Cir.
2014) (“Claims are generally given their ‘broadest
reasonable interpretation’ consistent with the specifi-
cation during reexamination.” (citation omitted)); In
re Am. Acad. of Sci. Tech Ctr., 367 F.3d 1359, 1364
(Fed. Cir. 2004) (“Giving claims their broadest rea-
sonable construction ‘serves the public interest by
reducing the possibility that claims, finally allowed,
will be given broader scope than is justified.”” (quot-
ing In re Yamamoto, 740 F.2d 1569, 1571 (Fed. Cir.
1984))); In re Morris, 127 F.3d 1048, 1054 (Fed. Cir.
1997) (“[W]e reject appellants’ invitation to construe
either of the cases cited by appellants so as to over-
rule, sub silentio, decades old case law. ... It would
be inconsistent with the role assigned to the PTO
in issuing a patent to require it to interpret claims in
the same manner as judges who, post-issuance, oper-
ate under the assumption the patent is valid. The pro-
cess of patent prosecution is an interactive one.”); In
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re Carr, 297 F. 542, 544 (D.C. Cir. 1924) (“For this rea-
son we have uniformly ruled that claims will be given
the broadest interpretation of which they reasonably
are susceptible. This rule is a reasonable one, and
tends not only to protect the real invention, but to
prevent needless litigation after the patent has is-
sued.”); In re Kebrich, 201 F.2d 951, 954 (CCPA 1953)
(“[Tt is . . . well settled that . . . the tribunals [of the
PTO] and the reviewing courts in the initial consid-
eration of patentability will give claims the broadest
interpretation which, within reason, may be applied.”).

This court has approved of the broadest reasonable
interpretation standard in a variety of proceedings,
including initial examinations, interferences, and post-
grant proceedings such as reissues and reexamina-
tions. Indeed, that standard has been applied in every
PTO proceeding involving unexpired patents.® In do-
ing so, we have cited the long history of the PTO’s
giving claims their broadest reasonable construction.
See, e.g., Yamamoto, 740 F.2d at 1571-72 (reexamina-
tions); In re Reuter, 670 F.2d 1015, 1019 (CCPA
1981) (reissues); In re Prater, 415 F.2d 1393, 1404-05
(1969) (examinations); cf. Reese v. Hurst, 661 F.2d
1222, 1236 (CCPA 1981) (interferences). Applying
the broadest reasonable interpretation standard “re-
duce[s] the possibility that, after the patent is

5 The claims of an expired patent are the one exception where
the broadest reasonable interpretation is not used because the pa-
tentee is unable to amend the claims. Rambus, 753 F.3d at 1256 (“If,
as is the case here, a reexamination involves claims of an expired
patent, a patentee is unable to make claim amendments and the
PTO applies the claim construction principles outlined by this court
in Phillips v. AWH Corp., 415 F.3d 1303 (Fed. Cir. 2005).” (cita-
tions omitted)).
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granted, the claims may be interpreted as giving
broader coverage than is justified.” Reuter, 670 F.2d
at 1015 (quoting Prater, 415 F.2d at 1404-05).

There is no indication that the AIA was designed
to change the claim construction standard that the
PTO has applied for more than 100 years. Congress is
presumed to legislate against the background of the
kind of longstanding, consistent existing law that is
present here. Astoria Fed. Sav. & Loan Assn v. So-
limino, 501 U.S. 104, 110 (1991); Procter & Gamble
Co. v. Kraft Foods Global, 549 F.3d 842, 848-49 (Fed.
Cir. 2008) (improper to presume that congress would
alter the backdrop of existing law sub silentio).

Moreover, Congress in enacting the AIA was well
aware that the broadest reasonable interpretation
standard was the prevailing rule. See 157 Cong. Rec.
S1375 (daily ed. Mar. 8, 2011) (statement of Sen. Kyl)
(allowing written statements to be considered in inter
partes review “should . . . allow the Office to identify
inconsistent statements made about claim scope—for
example, cases where a patent owner successfully ad-
vocated a claim scope in district court that is broader
than the ‘broadest reasonable construction’ that he
now urges in an inter partes review”). It can therefore
be inferred that Congress impliedly approved the ex-
isting rule of adopting the broadest reasonable con-
struction.

Cuozzo argues that judicial or congressional ap-
proval of the broadest reasonable interpretation
standard for other proceedings is irrelevant here be-
cause the earlier judicial decisions relied on the avail-
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ability of amendment, and the AIA limits amendments
in IPR proceedings.”

But this case does not involve any restriction on
amendment opportunities that materially distinguishes
IPR proceedings from their predecessors in the patent
statute. Section 316(d)(1) provides that a patentee
may file one motion to amend in order to “[c]ancel any
challenged patent claim” or “[flor each challenged
claim, propose a reasonable number of substitute
claims,” 35 U.S.C. §316(d)(1), though “[a]ln amend-
ment . . . may not enlarge the scope of the claims of
the patent or introduce new matter,” id. § 316(d)(3).
The PTO regulations provide that “[a] patent owner
may file one motion to amend a patent, but only after
conferring with the Board.” 37 C.F.R. § 42.221(a).
“The presumption is that only one substitute claim
would be needed to replace each challenged claim, and
it may be rebutted by a demonstration of need.” Id.

" See, e.g., Yamamoto, 740 F.2d at 1571-72 (“An applicant’s abil-
ity to amend his claims to avoid cited prior art distinguishes pro-
ceedings before the PTO from proceedings in federal district courts
on issued patents.” (emphasis added)); Reuter, 670 F.2d at 1019 (“It
is well settled that claims before the PTO are to be given their
broadest reasonable interpretation consistent with the specification
during the examination of a patent application since the applicant
may then amend his claims . . ..” (internal quotation marks omit-
ted)); Prater, 415 F.2d at 1404-05 (“[T]his court has consistently
taken the tack that claims yet unpatented are to be given the broad-
est reasonable interpretation consistent with the specification dur-
ing the examination of a patent application since the applicant may
then amend his claims . . . .”); see also, e.g., In re Skvorecz, 580 F.3d
1262, 1267 (Fed. Cir. 2009) (“As explained in the Manual of Patent
Examining Procedure (MPEP) . . ., Applicant always has the op-
portunity to amend the claims during prosecution . ...” (internal
quotation marks omitted)).



17a

§ 42.221(a)(3). The statute also provides that
“[a]ldditional motions to amend may be permitted
upon the joint request of the petitioner and the pa-
tent owner ... or as permitted by regulations pre-
scribed by the Director.” 35 U.S.C. § 316(d)(2). “A
motion to amend may be denied where” the amend-
ment either “does not respond to a ground of un-
patentability involved in the [IPR] trial” or “seeks to
enlarge the scope of the claims of the patent or intro-
duce new subject matter.” 37 C.F.R. § 42.221(a)(2).

Although the opportunity to amend is cabined in
the TPR setting, it is thus nonetheless available.
Here, the only procedural ground for rejecting the
amendment that Cuozzo proposed was that it enlarged
the scope of the claims, in violation of § 316(d)(3). A
bar on post-issuance broadening has long been part of
pre-IPR processes for which precedent approved use
of the broadest reasonable construction. See 35
U.S.C. §§ 251 (reissue beyond two years), id. § 305
(reexamination). Thus, the only amendment re-
striction at issue in this case does not distinguish pre-
IPR processes or undermine the inferred congression-
al authorization of the broadest reasonable interpreta-
tion standard in IPRs. If there are challenges to be
brought against other restrictions on amendment op-
portunities as incompatible with using the broadest
reasonable interpretation standard, they must await
another case.

The inference of congressional approval of the
longstanding PTO construction standard also is not
undermined by the fact that IPR may be said to be
adjudicatory rather than an examination. The repeat-
edly stated rationale for using the broadest reasona-
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ble interpretation standard—that claim language can
be modified when problems are identified in the PTO,
see supra note 7—does not turn on whether the PTO
identifies the problems by adjudication or by examina-
tion. Indeed, interference proceedings are also in
some sense adjudicatory, see Brand v. Muiller, 487
F.3d 862, 867-68 (Fed. Cir. 2007) (characterizing in-
terference proceedings as adjudicatory and holding
that the Board’s decision be reviewed on the record),
yet interference proceedings use a variant of the
broadest reasonable interpretation standard, see
Genentech, Inc. v. Chiron Corp., 112 F.3d 495, 500
(Fed. Cir. 1997) (“In the absence of ambiguity, it is
fundamental that the language of a count should be
given the broadest reasonable interpretation it will
support . ...” (quoting In re Baxter, 656 F.2d 679, 686
(CCPA 1981))). We conclude that Congress implicitly
approved the broadest reasonable interpretation
standard in enacting the AIA.

2

Even if we were to conclude that Congress did not
itself approve the broadest reasonable interpretation
standard in enacting the AIA, § 316 provides authority
to the PTO to adopt the standard in a regulation.
Section 316(a)(2) provides that the PTO shall establish
regulations “setting forth the standards for the show-
ing of sufficient grounds to institute a review....”
35 U.S.C. § 316(a)(2). Section 316(a)(4) further pro-
vides the PTO with authority for “establishing and
governing inter partes review under this chapter and
the relationship of such review to other proceedings
under this title.” Id. § 316(a)(4). The broadest rea-
sonable interpretation standard affects both the PTO’s
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determination of whether to institute IPR proceed-
ings and the proceedings after institution and is
within the PTO’s authority under the statute.

Because Congress authorized the PTO to prescribe
regulations, the validity of the regulation is analyzed
according to the familiar Chevron framework. See
United States v. Mead Corp., 533 U.S. 218, 226-27
(2001); Wilder v. Merit Sys. Prot. Bd., 675 F.3d
1319, 1322 (Fed. Cir. 2012). Under Chevron, the first
question is “whether Congress has directly spoken to
the precise question at issue.” Chevron, U.S.A. .
Natural Res. Def. Council, Inc., 467 U.S. 837, 842
(1984); accord Cooper Techs. Co. v. Dudas, 536 F.3d
1330, 1337 (Fed. Cir. 2008) (quoting Hawkins v. Unit-
ed States, 469 F.3d 993, 1000 (Fed. Cir. 2006)). If the
statute is ambiguous, the second question is “whether
the agency’s interpretation is based on a permissible
construction of the statutory language at issue.”
Cooper, 536 F.3d at 1338 (quoting Hawkins, 469 F.3d
at 1000).

In the text of the IPR statute, Congress directed
the PTO in IPR proceedings to determine the “pa-
tentability” of any “claim” put in issue. 35 U.S.C.
§ 318(a); see also id. §§ 311(b), 314(a). Congress was
silent on the subject of how the PTO should construe
the “claim,” and, if we assume arguendo that Congress
did not itself approve (or reject) the broadest reasona-
ble interpretation standard, step one of Chevron is sat-
isfied. We proceed to step two of the Chevron analy-
sis. The regulation here presents a reasonable inter-
pretation of the statute.



20a

We do not draw that conclusion from any finding
that Congress has newly granted the PTO power to
interpret substantive statutory “patentability” stand-
ards. Such a power would represent a radical change
in the authority historically conferred on the PTO by
Congress, and we could not find such a transformation
effected by the regulation-authorizing language of
§ 316 any more than we could infer a dramatic
change in PTO claim interpretation standards through
the general language of the IPR provisions. Neverthe-
less, the language of § 316 readily covers the specific
action the PTO has taken here, which is the opposite
of a sharp departure from historical practice. The
PTO has merely embodied in a regulation the ap-
proach it has uniformly applied, even without rulemak-
ing, when it is interpreting “claims” to assess patenta-
bility. In so doing, the PTO has provided a uniform
approach to be followed by the numerous possible
three-member combinations of administrative patent
judges that decide IPR proceedings.

The adopted standard is reasonable not just be-
cause of its pedigree but for context-specific reasons.
As discussed above, the policy rationales for the
broadest reasonable interpretation standard in pre-
IPR examination proceedings apply as well in the IPR
context. The statute also provides for the PTO to ex-
ercise discretion to consolidate an IPR with another
proceeding before the PTO. See 35 U.S.C. § 315(d).
The possibility of consolidating multiple types of pro-
ceedings suggests a single claim construction standard
across proceedings is appropriate. 37 C.F.R.
§ 42.221(a) reflects a permissible construction of the
statutory language in § 316(a). Even if approval of the
broadest reasonable interpretation standard were not
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incorporated into the IPR provisions of the statute,
the standard was properly adopted by PTO regulation.

B

The second issue is whether the Board here proper-
ly construed the claims under the broadest reasonable
interpretation standard. We review the Board’s claim
construction according to the Supreme Court’s deci-
sion in Teva Pharmaceuticals U.S.A., Inc. v. Sandoz,
Inc., 135 S. Ct. 831, 841 (2015). We review underlying
factual determinations concerning extrinsic evidence
for substantial evidence and the ultimate construction
of the claim de novo. See id. Because there is no issue
here as to extrinsic evidence, we review the claim con-
struction de novo.

1

Claim 10 includes the following limitation: “a
speedometer integrally attached to said colored dis-
play.” ’074 patent col. 7 1. 10. Cuozzo argues that the
board improperly construed the phrase “integrally at-
tached.” The Board construed “integrally attached” as
meaning “discrete parts physically joined together as
a unit without each part losing its own separate iden-
tity.” J.A. 9. Cuozzo contends that the correct con-
struction of “integrally attached” should be broader—
“joined or combined to work as a complete unit.” Ap-
pellant’s Br. 33. Before the Board, Cuozzo stated that
its construction would cover “a display that both func-
tionally and structurally integrates the speedometer
and the colored display, such that there only is a single
display.” J.A. 10. Cuozzo argues that the Board’s
claim construction improperly excludes a single-LLCD
embodiment of the invention wherein the speedometer
and the speed limit indicator are on the same LCD.
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The phrase “integrally attached” was not included
in either the specification or the claims as originally
filed. The phrase was introduced by an amendment to
claim 10 to overcome a rejection that the claim was
anticipated under § 102(e) by Awada.®

We see no error in the Board’s interpretation. The
word “attached” must be given some meaning. As the
Board explained, it would “be illogical to regard one
unit as being ‘attached’ to itself.” J.A. 9. The specifi-
cation further supports the Board’s construction that
the speedometer and the speed limit are independ-
ent—it repeatedly refers to a speed limit indicator in-
dependent of any speedometer and states that “the
present invention essentially comprises a speed limit
indicator comprising a speed limit display and an at-

8 Claim 10 of the ’074 patent corresponds to the claim numbered
as claim 11 during patent prosecution.

Prior to amendment, claim 10 included the limitation: “a speed-
ometer attached to said speed limit display.” J.A. 100. Cuozzo’s
proposed amendment to that limitation recited “a speedometer in-
tegrally attached to said colored display.” Id. In proposing the
amendment, Cuozzo argued that the amendment overcame Awada
because

“[t]he cited Awada (6,515,596) lacks a speedome-
ter integrally attached to the speed limit display
.. .. The vehicle’s driver is forced to look in two
separate locations and then mentally compare the
speed limit with his vehicle’s speed to determine
how close he is to speeding if he is not already do-
ing so sufficiently to activate the light and/or
tone. . . . In contrast, the present invention pro-
vides an integrated display allowing the driver to
immediately ascertain both his speed and its rela-
tion to the prevailing speed limit.”

J.A. 104-05.
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tached speedometer.” ’074 patent col. 2 1. 52-54.
The Board did not err in its claim construction.

C

The third question is whether claims 10, 14, and
17 were obvious. We review the Board’s factual find-
ings for substantial evidence and review its legal
conclusions de novo. In re Baxter Intl, Inc., 678
F.3d 1357, 1361 (Fed. Cir. 2012). The ultimate de-
termination of obviousness under § 103 is a question
of law based on underlying factual findings. Id. (citing
Graham v. John Deere Co., 383 U.S. 1, 17-18 (1966)).
What a reference teaches and the differences be-
tween the claimed invention and the prior art are
questions of fact which we review for substantial evi-
dence. Id. (citations omitted). Cuozzo states that,
“[flor the purposes of this appeal, claims 10, 14, and 17
rise and fall together.” Appellant Br. 17 n.1. There-
fore, we analyze only claim 10.

Even under its own claim construction, Cuozzo
agrees that the disclosed mechanical embodiment with
a red colored filter is within the claim scope. In the
analog embodiment disclosed in the specification, a
red filter is superimposed on a white speedometer so
that “speeds above the legal speed limit are displayed
in red . . . while the legal speeds are displayed in
white . . ..” 074 patent col. 5 1. 35-37. A GPS unit
tracks the vehicle’s location, and the speed limit at
that location is determined. The red filter automati-
cally rotates in response so that speeds over the legal
speed limit are displayed in red.
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It is a “long-established rule that ‘claims which are
broad enough to read on obvious subject matter are
unpatentable even though they also read on nonobvi-
ous subject matter.” Mumniauction, Inc. v. Thomson
Corp., 532 F.3d 1318, 1328 n.4 (quoting In re Lintner,
458 F.2d 1013, 1015 (CCPA 1972)) (internal alterations
omitted). Thus if the mechanical embodiment is obvi-
ous, claim 10 is obvious. The Board determined that
the mechanical embodiment was obvious over Aumay-
er, Evans, and Wendt. We see no error in that deter-
mination.

Aumayer discloses a display which shows a vehi-
cle’s speed and indicates the current speed limit by
highlighting the appropriate mark on a speed scale or
by producing a scale mark of a different length or col-
or. Aumayer col. 11. 12, col. 511. 19-31. Aumayer fur-
ther teaches obtaining the current location of a vehicle
from an on-board GPS, id. Abstract, col. 4 1l. 41-45,
and “updating the speed limit data stored in the ve-
hicle by means of a radio connection ... by means
of a data carrier,” id. col. 2 1l. 54-57. Figure 2a pro-
vides an illustration:
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Element 105 displays a maximum speed limit, and el-
ement 107 highlights this same speed limit on the
speed scale. The pointer designated by element 102
displays the vehicle’s current speed.

Evans discloses a transparent plate that “bears
warning indicia, for example, a special color and/or a
plurality of marks, spaces, ridges, ete. so that when the
speedometer dial is viewed through it, a portion of the
dial representing speeds in excess of a predetermined
limit are demarked by the warning indicia.” Evans
col. 2 1l. 3-8. The plate is generally fixed but can be
removed and recut and/or repositioned in order to ex-
tend over a different range of numbers on the dial.
Figure 3 is illustrative:
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Wendt discloses a speed limit indicator which is at-
tachable by a suction cup to the cover of a speedom-
eter. The indicator has a pointer which is rotatable to
indicate the current speed limit.

Cuozzo argues that Aumayer, Evans, and Wendt
do not disclose “continuously updat[ing] the delinea-
tion of which speed readings are in violation of the
speed limit at a vehicle’s present location,” as required
by claim 10. ’074 patent col. 7 1. 6-9. In particular,
Cuozzo contends that Aumayer discloses updating
speed limits associated with a region and not with a
geographic position determined by the GPS locating
device. The Board found that “it is indisputable that
Aumayer displays the speed limit for the current lo-
cation of a vehicle as determined by a GPS receiver,
and not merely the speed limit for a certain class of
road in a given region without any connection to the
vehicle’s current location.” J.A. 34. The Board’s find-
ing is supported by substantial evidence.

Cuozzo also argues that there is no motivation to
combine Aumayer, Evans, and Wendt because Aumay-
er is an automatic device while Evans and Wendt are
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manual devices. However, “[alpplying modern elec-
tronics to older mechanical devices has been common-
place in recent years.” Leapfrog Enters., Inc. v. Fish-
er-Price, Inc., 485 F.3d 1157, 1161 (Fed. Cir. 2007). It
would have been obvious to combine Aumayer, Evans,
and Wendt to arrive at the analog embodiment. Cuoz-
zo does not contend that any secondary considerations
argue against a finding of obviousness.

Claim 10 would have been obvious over Aumayer,
Evans, and Wendt because it encompasses the analog
embodiment of the invention discussed in the specifi-
cation. We need not address whether claim 10 is
also obvious over Tegethoff, Awada, Evans, and
Wendt, as the Board also concluded.

D

Finally, we consider whether the Board properly
denied Cuozzo’s motion for leave to amend, finding
that Cuozzo’s substitute claims would enlarge the
scope of the patent. Cuozzo moved to substitute claim
10 with the following substitute claim 21:

A speed limit indicator comprising:

a global positioning system receiver determining a
vehicle’s present location, a vehicle’s present
speed and a speed limit at the vehicle’s pre-
sent location;

a display controller connected to said global posi-
tioning system receiver, wherein said display
controller adjusts a colored display in response to
signals indicative of the speed limit at the vehi-
cle’s present location from said global positioning
system receiver to continuously update the de-
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lineation of which speed readings determined
by the global positioning system receiver are in
violation of the speed limit at the vehicle’s pre-
sent location; and

a speedometer integrally attached to said colored
display,

wherein the speedometer comprises a liquid ecrystal
display, and

wherein the colored display is the liquid crystal
display.

J.A. 357-58.

The statute and PTO regulation bar amendments
which would broaden the scope of the claims. 35
U.S.C. §316(d)3); 37 C.F.R. §42221(a)(2)(1ii). In
the past, we have construed this requirement in the
context of reissues and reexaminations. In both con-
texts, we have applied the test that a claim “is broad-
er in scope than the original claims if it contains within
its scope any conceivable apparatus or process which
would not have infringed the original patent.” Tillot-
son, Ltd. v. Walbro Corp., 831 F.2d 1033, 1037 n.2
(Fed. Cir. 1987) (in the reissue context); see In re
Freeman, 30 F.3d 1459, 1464 (Fed. Cir. 1994) (quoting
Tillotson, 831 F.2d at 1037 n.2) (in the reexamination
context). The same test applies in the context of
IPRs. Therefore, we inquire whether Cuozzo’s pro-
posed substitute claims would encompass any appa-
ratus or process that would not have been covered by
the original claims.” The Board held that claim 21

? Cuozzo argues that its substitute claim is narrowing because it
is limited to the single-LCD embodiment and no longer would en-
compass the mechanical embodiment. This argument misstates the
test for broadening. “[A] claim is broadened if it is broader in any
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was broadening because it would encompass a single-
LCD embodiment wherein both the speedometer and
the colored display are LCDs, which was not within
the original claims. Cuozzo argues that the proposed
claims were not broadening and instead copied limita-
tions from two dependent claims in the patent.

Based on the proper construction of the phrase “in-
tegrally attached,” we agree with the PTO that Cuoz-
z0’s proposed amendment is broadening. Cuozzo itself
argues that the motion to amend was denied solely be-
cause of the PTO’s interpretation of “integrally at-
tached,” and argues only that a remand is necessary if
we were to reverse the Board’s claim construction
(which we have not done). Cuozzo admits that the
Board’s construction of “integrally attached” “excludes
the single LCD embodiment of the invention in which
the speedometer includes an LCD that is the colored
display.” Appellant Br. 33. Proposed claim 21 recites
“a speedometer integrally attached to said colored dis-
play, wherein the speedometer comprises a liquid
crystal display, and wherein the colored display is the
liquid crystal display.” J.A. 358 (emphasis added).
The word “the,” emphasized in the quoted language
above, requires a single-LCD embodiment that in-
cludes both the speedometer and the colored display
in one LCD. Because proposed claim 21 would en-
compass an embodiment not encompassed by claim
10, it is broadening, and the motion to amend was
properly denied.

respect than the original claim, even though it may be narrowed in
other respects.” In re Rogoff, 261 F.2d 601, 603 (CCPA 1958); see
also Senju Pharm. Co., Ltd. v. Apotex Inc., 746 F.3d 1344, 1352
(Fed. Cir. 2014).
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AFFIRMED

NEWMAN, Circuit Judge, dissenting.

I respectfully dissent, for the panel majority’s rul-
ings are contrary to the Leahy-Smith America In-
vents Act, Pub. L. No. 112-29, 125 Stat. 284 (2011) (ef-
fective September 16, 2012).

The America Invents Act established new post-
issuance patent review systems, for the purpose of
“providing quick and cost effective alternatives to
litigation.” H.R. Rep. No. 112-98, pt. 1, at 48 (2011).
This purpose is achieved by new forms of proceedings
in the Patent and Trademark Office, whereby a new
adjudicatory body, called the Patent Trial and Appeal
Board (PTAB), serves as a surrogate for district
court litigation of patent validity. These adjudicative
proceedings in the PTO are designed “to review the
validity of a patent . . . in a court-like proceeding.”
H.R. Rep. No. 112-98, pt. 1, at 8. The goal is improved
service to technology-based innovation, and thus to
the national interest in creative advance and industrial
growth. The panel majority thwarts the statutory
plan in several ways.

First, the panel majority holds that the PTAB, in
conducting these adversarial post-grant proceedings,
need not and should not apply the same patent claim
construction as is required to be applied in the
courts. Instead, the panel majority ratifies treating
the claims of an issued patent as if they are the pro-
posed claims in the patent application examination
stage, when proposed claims are subject to the
“broadest reasonable interpretation” examination ex-
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pedient. The panel majority thus precludes achieving
PTAB adjudication of patent validity comparable to
that of the district courts, where validity is determined
on the legally correct claim construction, not an artifi-
cial temporary “broadest” construction. The “broad-
est” construction is designed to facilitate examination
before grant, not to confound litigation after grant.

As a further departure from the legislative plan, the
majority holds that the “final and nonappealable” stat-
utory provision relating to whether to institute post-
grant proceedings means that “§ 314(d) . . . must be
read to bar review of all institution decisions, even af-
ter the Board issues a final decision.” Maj. op. at 7.
This restraint could bar review of information materi-
al to the final PTAB judgment, and may in turn im-
pede full judicial review of the PTAB’s decision. This
further diminishes the role of the PTO as a reliable ar-
biter of patent validity.

Several other aspects of the America Invents Act
are confusingly treated in the majority opinion. For
example, as Cuozzo points out, here the PTAB deci-
sion relies on arguments and evidence that had not
been raised in the Petition to Institute, although the
statute requires that all arguments and evidence must
be presented in the Petition. The panel majority
states that “[t]he fact that the petition was defective
is irrelevant because a proper petition could have
been drafted.” Maj. op. at 8 Such casual disregard
of this statutory provision cannot have been intended,
by the legislation, and sets a dubious precedent for re-
sponsible proceedings.
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The post-grant proceedings established by the
America Invents Act were intended as a far-reaching
surrogate for district court validity determinations.
The premise is that an adversarial evidentiary pro-
ceeding in the PTO can reliably resolve most issues
of patent validity, without the expense and delay of
district court litigation, and sometimes even before in-
fringement has occurred. The court today moves
these new proceedings in directions inimical to the
content and provisions of the America Invents Act,
impeding the statutory purpose.

I

PTO Post-Grant Proceedings as a
Surrogate for District Court Litigation

During six years of discussion, hearings, negotia-
tion, and collaboration among the communities of
technology-based industry, inventors, legislators,
scholars, bar associations, and the concerned public,
solution was sought to a major problem confronting
United States industrial advance: the burgeoning pa-
tent litigation and the accompanying cost, delay, and
overall disincentive to investment in innovation.

The fruit of these efforts, the America Invents Act,
is a thoughtful, creative, and ambitious statute whose
cornerstone is the shift of patent validity disputes
from the courts to the expert agency that previously
was concerned primarily with examination for patent-
ability. Previously, disputes of validity of issued pa-
tents were the exclusive province of the courts. Now,
the America Invents Act not only authorizes the PTO
to conduct litigation-type adversarial proceedings to
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decide patent validity, but also authorizes such pro-
ceedings even when there is no “controversy” under
Article ITI.

The premise of the America Invents Act is that
these new PTO proceedings will provide a reliable ear-
ly decision, by technology-trained patent-savvy adjudi-
cators, with economies of time and cost. See 157
Cong. Rec. S7413 (Nov. 14, 2011) (statement of
Rep. Smith) (“The new transitional program . . . cre-
ates an inexpensive and speedy alternative to litiga-
tion—allowing parties to resolve [disputes] rather than
spending millions of dollars in litigation costs.”).

The goal is to improve the climate for investment
and industrial activity, while facilitating the removal of
patents that were improvidently granted. See Chang-
es to Implement Transitional Program for Covered
Business Method Patents, 77 Fed. Reg. 7080, 7081
(Feb. 10, 2012) (“The purpose . . . is to establish a more
efficient and streamlined patent system that will im-
prove patent quality and limit unnecessary and coun-
terproductive litigation costs.”). An obstacle to achiev-
ing this purpose is the refusal of the PTO to construe
patent claims in accordance with the law of claim con-
struction that is applied in the courts—an obstacle
now endorsed by the Federal Circuit.

Claim construction is the first step in determining
the validity of patent claims. In an adjudicatory pro-
ceeding for issued patents, the claims must be con-
strued in accordance with law. In establishing this
new adjudicatory system in the PTO, the record shows
no debate about whether the PTO, in deciding the va-
lidity of issued patents, should apply a different law
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from the law applied in the courts. The America In-
vents Act plainly contemplated that the new PTO tri-
bunal would determine validity of issued patents on
the legally and factually correct claim construction,
not on a hypothetical “broadest” expedient as is used
in examination of proposed claims in pending applica-
tions.

The America Invents Act, in authorizing the PTO
to determine validity by conducting adversarial pro-
ceedings, including discovery, depositions, witnesses,
experts, briefs and arguments, is designed to reach the
correct result in the PTO, the same correct result as in
the district courts. See H.R. Rep. No. 112-98, pt. 1, at
75 (describing these new post-grant proceedings as
“adjudicative systems” comparable to district court
validity determinations). This legislative purpose fails
when the PTO tribunal uses a different standard of
claim construction, a standard that does not require
the correct claim construction.

The legislative record contains no support for the
majority’s view that Congress intended that the new
PTO tribunal need not construe the claims of issued
patents correctly. The legislative record does not
show a congressional intent that issued patents
should be more readily invalidated in these PTO pro-
ceedings than in the courts, by broadening the claims
into invalidity. This PTO procedure distorts, indeed
defeats, the legislative purpose of providing an admin-
istrative surrogate for district court determination of
patent validity.
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Patent claims must be correctly construed for valid-
ity as for infringement

The construction of patent claims, their meaning
and their scope, is the foundation of patent law. As
stated in Lighting Ballast Control LLC v. Phillips
Electronics North American Corp., “[1]egal doctrine in
patent law starts with the construction of patent
claims, for the claims measure the legal rights pro-
vided by the patent.” 744 F.3d 1272, 1282 (Fed. Cir.
2014) (vacated on other grounds). These legal rights
must be the “correct” rights, not some fuzzy “broad-
est” measure.

Patent claims are construed as a matter of law, as
limited by the specification, the prosecution history,
and the prior art. Phillips v. AWH Corp., 415 F.3d
1303 (Fed. Cir. 2005) (en banc). Because exclusive
rights are determined thereby, claims are construed
the same way for validity as for infringement. No
statute, no precedent, authorizes or even tolerates
broader construction for validity than for infringe-
ment. It cannot have been contemplated in the Ameri-
ca Invents Act that instead of applying the correct
claim construction for adjudication of validity, the
PTAB would seek an undefined broadest interpreta-
tion to the claims, and then decide the validity of
broadest claims that were never granted to the ap-
plicant.

The question is not whether a “broadest” construc-
tion protocol has a place in the examination of pending
applications, where proposed claims are readily
amended in the give-and-take of patent prosecution.
However, after the patent has issued, announcing a
property right on which the patentee and the public
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rely, the claims must be construed correctly. Absent
commitment to the correct construction, this new fo-
rum for adjudication fails its purpose of providing an
effective determination of validity. This failure cannot
be what the legislators and supporters of the America
Invents Act intended when they authorized the PTO
to establish an administrative tribunal to determine
patent validity through adjudicatory process.

“Broadest reasonable interpretation” is an exami-
nation expedient, not the law of claim construction

The broadest reasonable interpretation is author-
ized for use in the examination of pending applica-
tions, as the applicant and the examiner interact to de-
fine the invention so as to distinguish or avoid over-
lap with prior art. See In re Zletz, 893 F.2d 319, 321-
22 (Fed. Cir. 1989) (“an essential purpose of patent ex-
amination is to fashion claims that are precise, clear,
correct, and unambiguous.”) Id. The purpose of con-
struing claims broadly during examination is to re-
strict or clarify the applicant’s proposed claims, not to
broaden them. See In re Yamamoto, 740 F.2d 1569,
1571 (the PTO broadly interprets claims during ex-
amination since the applicant may “amend his claims
to obtain protection commensurate with his actual con-
tribution to the art”) (quoting In re Prater, 415
F.2d 1393, 1404-05 (CCPA 1969)); see generally MPEP
§ 2111 (requiring the application of the “broadest rea-
sonable interpretation” to pending claims).

Giving proposed claims their broadest reasonable
interpretation “serves the public interest by reducing
the possibility that claims, finally allowed, will be given
broader scope than is justified.” Yamamoto, 740
F.2d at 1571; see In re Hyatt, 211 F.3d 1367, 1372



37a

(Fed. Cir. 2000) (the broadest interpretation “is not
unfair to applicants, because ‘before a patent is grant-
ed the claims are readily amended as part of the exam-
ination process’) (quoting Burlington Indus., Inc. v.
Quigg, 822 F.2d 1581, 15683 (Fed. Cir. 1987)).

The “broadest” protocol aids the applicant and the
examiner in defining claim scope during prosecution.
It is not a claim construction on which substantive le-
gal rights of validity or infringement are based, or
are intended to be based. In contrast, applying the
broadest interpretation to issued claims in these PTO
post-grant validity determinations does not serve to
restrict or clarify claims. Instead, this activity now
appears to be used by the PTAB to broaden issued
claims inappropriately, for claims can be broadened
until they read on prior art—the result about which
Cuozzo complains.

These post-grant proceedings provide no right to
amend the issued claims, and permission to
amend is restricted

A critical difference between the standard proce-
dure of examination of pending applications, and these
post-grant proceedings, is the ready pre-grant availa-
bility of amendment of the claims. Patent prosecu-
tion is a fluid exchange between the examiner and
the applicant, and the expedient of broadest reasona-
ble interpretation during examination is based on, and
depends on, the applicant’s right to amend the claims.
In Yamamoto the court stressed this difference from
judicial proceedings:
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An applicant’s ability to amend his claims to avoid
cited prior art distinguishes proceedings before
the PTO from proceedings in federal district
courts on issued patents. When an application is
pending in the PTO, the applicant has the ability
to correct errors in claim language and adjust the
scope of claim protection as needed. This oppor-
tunity is not available in an infringement action
in district court.

740 F.2d at 1572.

In routine examination and reexamination, the
amendment of a claim is a back-and-forth process be-
tween an examiner and the applicant, who may pre-
sent amendments and new claims. Reexamination is
“conducted according to the procedures established for
initial examination under the provisions of Sections
132 and 133.” 35 U.S.C. § 305. The focus of reexami-
nation proceedings “returns essentially to that present
in an initial examination.” In re Eftter, 756 F.2d 852,
857 (Fed. Cir. 1985).

It is significant that when claims in reexamina-
tion are not eligible for amendment, as when the pa-
tent has expired, the PTO instructs examiners not to
use the broadest reasonable interpretation. MPEP
§ 2258G states:

In a reexamination proceeding involving claims of
an expired patent, claim construction pursuant to
the principle set forth by the court in Phillips v.
AWH Corp., 415 F.3d 1303, 1316 (Fed. Cir. 2005)
(words of a claim “are generally given their ordi-
nary and customary meaning” as understood by a
person of ordinary skill in the art in question at



39a

the time of the invention) should be applied since
the expired claims are not subject to amendment.

The panel majority is incorrect in concluding that In-
ter Partes Review proceedings are not materially dif-
ferent with respect to the opportunity to amend. Amid
the Inter Partes Review restrictions, patent owners
are limited to “one motion to amend,” and are pre-
sumptively limited to substituting one issued claim for
one amended claim. 37 C.F.R. § 42.221(a)(3). There is
no right of amendment in these new post-grant pro-
ceedings, and motions to amend are rarely granted.'
The majority trivializes this difference, curiously
stating that these post grant proceedings do not “in-
volve any restriction on amendment opportunities
that materially distinguishes IPR proceedings from
their predecessors in the patent statute.” Mayj. op. at
15. That is incorrect. Amendment in post-grant validi-
ty proceedings is not of right, and thus far appears to
be almost entirely illusory.

It is beyond debate that Inter Partes Review does
not allow the kind of iterative amendment process that
is part of the “broadest reasonable interpretation”
protocol in examination.  The restricted role of
amendment in the America Invents Act proceedings
comports with the intended and expected “correct”
claim construction, not the broadest claim construc-

! See Andrew Williams, PTAB Update — The Board Grants Its
Second Motion to Amend (At Least in Part), PATENT DOCS (Jan. 8,
2015),  http://www.patentdoes.org/2015/01/ptab-update-the-board-
grants-its-second-motion-to-amend-at-least-in-part.html; see also
Jennifer E. Hoekel, PTAB Grants First Opposed Motion to Amend
Claims-Patent Trial and Appeal Board, THE NATIONAL LAW RE-
VIEW (January 14, 2015), http:/www.natlawreview.com/article/ptab-
grants-first-opposed-motion-to-amend-claims-patent-trial-and-
appeal-board.
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tion. It comports with district court practices in adju-
dication, not PTO practices in examination.

The America Invents Act designed these post-grant
review proceedings as an adjudicatory process

The majority discounts the adjudicatory purpose of
these new PTO proceedings. The majority states that
“[t]he inference of congressional approval of the
longstanding PTO construction standard also is not
undermined by the fact that IPR may be said to be ad-
judicatory rather than an examination.” Maj. op. at
16. To the contrary, these differences between adjudi-
cation and examination are the fruit of six years of
planning, to produce a new adversarial system in the
PTO.

The extensive congressional criticism of the now-
discarded inter partes reexamination belies the major-
ity’s “inference” that Congress silently approved
practices it was not explicitly adopting. These dis-
carded practices resulted in lengthy delays as well
as indecisive results. See Inter Partes Reexamina-
tion Filing Data *1 (USPTO Nov. 22, 2013), availa-
ble at http://www.uspto.gov/patents/stats/inter_parte_
historical_stats_roll_up_EO0Y2013.pdf. (last visited
June 16, 2015) (average pendency of inter partes
reexamination was three years).

The America Invents Act was designed to remedy
these flaws, and to provide an adjudicatory proceeding
with the benefits of adversary participation. Thus the
Act provides for discovery, witnesses, argument, and
other litigation procedures. The House Report ex-
plained that Congress intended to “convert” inter
partes reexamination “from an examinational proceed-
ing to an adjudicative proceeding.” H.R. Rep. No.
112-98, pt. 1, at 46-48 (2011); id. at 75 (describing post-
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grant proceedings and Inter Partes Review as “adju-
dicative systems”). The House Report states:

Unlike reexamination proceedings, which provide
only a limited basis on which to consider whether
a patent should have issued, the post-grant review
proceeding permits a challenge on any ground re-
lated to invalidity under section 282. The intent
of the post-grant review process is to enable early
challenges to patents . ... The Committee be-
lieves that this new, early-stage process for chal-
lenging patent validity ... will make the patent
system more efficient and improve the quality of
patents and the patent system.

Id. at 46.

Inter partes review under the America Invents Act
is designed to achieve the benefits of validity proceed-
ings in the district courts. In the PTAB’s words, “[aln
inter partes review is neither a patent examination
nor a patent reexamination,” but is “a trial, adjudica-
tory in nature [which] constitutes litigation.” Google
Inc. v. Jongerius Panoramic Techs., LLC, TPR2013-
00191, Paper No. 50, at 4 (Feb. 13, 2014). The PTO’s
insistence on applying the same artificial claim con-
struction methodology as in pre-grant examination is
curious, indeed a negation of the purpose and obliga-
tion of this new adjudicatory process.

To conduct this adjudicatory process as the intend-
ed surrogate for court actions, the PTAB must apply
the same law as is required of the district courts. By
imposing the protocol of broadest reasonable interpre-
tation, the PTO and the panel majority frustrate the
legislative purpose. The PTO tribunal cannot serve
as a surrogate for district court litigation if the PTAB
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does not apply the correct claim construction, but de-
liberately applies a “broadest” construction. The pos-
sibility of error, the unreliability of result, cannot be
salvaged by the possibility that sometimes it may not
matter to the result. These new procedures will be-
come no more than a tactical vehicle for delay, har-
assment, and expenditure, despite the Congressional
warning:

While this amendment is intended to remove cur-
rent disincentives to current administrative pro-
cesses, the changes made by it are not to be used
as tools for harassment or a means to prevent
market entry through repeated litigation and ad-
ministrative attacks on the validity of a patent.
Doing so would frustrate the purpose of the sec-
tion as providing quick and cost effective alterna-
tives to litigation.

H.R. Rep. No. 112-98, pt. 1, at 47 (2011).

The “broadest reasonable interpretation” examina-
tion protocol has no role in adjudication of validity in
the courts. Correct adjudication of validity requires
correct claim construction, not the broadest construc-
tion. These new PTO proceedings have no place for
this inapplicable expedient.

The public notice function of claims is defeated by
a “broadest’ interpretation of claim scope

These new proceedings are intended to provide an
efficient test of the notice to the public as to what is
covered by the claims. The public interest is in the ac-
tual scope of the claims, correctly construed—not their
broadest interpretation. Uniformity in claim con-
struction is critical to avoid “a zone of uncertainty
which enterprise and experimentation may enter only
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at the risk of infringement claims [that] would dis-
courage invention only a little less than unequivocal
foreclosure of the field.” Markman v. Westview In-
struments, Inc., 517 U.S. 370, 390 (1996).

Section 112(b) of Title 35 states: “The specification
shall conclude with one or more claims particularly
pointing out and distinctly claiming the subject matter
which the inventor or a joint inventor regards as the
invention.” As the Cuozzo situation illustrates, the
broadest interpretation is in tension with the role of
the specification, as well as the prosecution history,
which not only provides information to the public
about the scope and meaning of the claims, but also is
a long-recognized source of claim interpretation and
limitation. Biogen Idec, Inc. v. GlaxoSmithKline
LLC, 713 F.3d 1090, 1095 (Fed. Cir. 2012); see
Vitronics Corp. v. Conceptronic, Inc., 90 F.3d 1576,
1583 (Fed. Cir. 1996) (the prosecution history “consti-
tute[s] the public record of the patentee’s claim, a
record on which the public is entitled to rely.”) Dec-
ades of precedent instruct how claims are construed
and how validity is determined when litigating over
issued patents. If these new post-grant proceedings
are to serve the purposes intended by the America In-
vents Act, the claims of issued patents must be con-
strued the same way in these PTO proceedings as in
the courts.

The broadest interpretation is irreconcilable with
the traditional obligations of claim construction and
public notice. In the public interest, it is unacceptable
to create a situation whereby the tribunals charged
with determination of patent validity as a matter of
law, that is, the PTAB and the district court, could
validly reach a different result on the same evidence.
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Agency rulemaking authority is to implement the
statute, not to change the statute

The America Invents Act directs the PTO to prom-
ulgate regulations “establishing and governing” these
proceedings “and the relationship of such review to
other proceedings under this title.” 35 U.S.C.
§§ 316(a)(4), 326(a)(4). This authority relates to the
“Conduct of post-grant review” and “Conduct of inter
partes review.” The word “conduct” connotes proce-
dure. Section 316 identifies areas whose conduct is
assigned to the PTO, including public access to pro-
ceedings, discovery rules, and the right to a hearing.
I discern no authorization to the PTO to change the
law of how claims of issued patents are construed.
See generally H.R. Rep. No. 112-98, pt. 1, at 76.

The panel majority states that it is merely defer-
ring to the PTO’s interpretation of its statutory au-
thority. Deference is not unlimited; the Court advises
that “although an agency’s interpretation of the stat-
ute under which it operates is entitled to some defer-
ence, ‘this deference is constrained by our obligation
to honor the clear meaning of a statute, as revealed by
its language, purpose, and history.” Se. Cmty. Coll. v.
Davis, 442 U.S. 397 (1979) (quoting Teamsters v.
Daniel, 439 U.S. 551, 566 n. 20 (1979)); see Muwwak-
kil v. Office of Pers. Mgmt., 18 F.3d 921, 925 (Fed. Cir.
1994) (“When an agency’s interpretation of a statute it
is entrusted to administer is contrary to the intent of
Congress, as divined from the statute and its legis-
lative history, we owe it no deference.”).

In promulgating 37 C.F.R. §42.300(b) to author-
ize and require the broadest reasonable interpretation
for these new proceedings, the PTO departed from
the purpose of the America Invents Act to create a
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surrogate for district court litigation. Regulations
must serve the statute they seek to implement. See
Ernst & Evrnst v. Hochfelder, 425 U.S. 185, 213-14
(1976) (“The rulemaking power granted to an adminis-
trative agency charged with the administration of a
federal statute is not the power to make law. Rather,
it is the power to adopt regulations to carry into effect
the will of Congress as expressed by the statute.”).

The America Invents Act refers to the “proper
meaning of a patent claim,” see 35 U.S.C. § 301(d) (re-
ferring to “the proper meaning of a patent claim in
a proceeding that is ordered or instituted pursuant to
section 304, 314, or 324”). The “proper meaning” is
the correct meaning, applying the law of claim con-
struction. = The new PTO regulation authorizing
“broadest reasonable interpretation” in these post-
grant proceedings defeats “the will of Congress as
expressed in the statute,” Ernst & Ernst, 425 U.S. at
214, for it defeats the purpose of substituting adminis-
trative adjudication for district court adjudication.
The curious result is that patentees are required in
these new PTO proceedings to defend the validity of
claims that are construed to be of broader scope than
the claims granted upon PTO examination.

II

The decision to institute Inter Partes Review

The America Invents Act states that the PTO’s
decision whether to institute review is “final and non-
appealable.” 35 U.S.C. § 314(a). The majority states
that “On its face, the provision is not directed to
precluding review only before a final decision. It is
written to exclude all review of the decision whether
to institute review.” Maj. op. at 6. The statute does
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not mean that all information presented with the peti-
tion to institute is barred from consideration on appeal
of the final decision.

The stated purpose of the “final and nonappealable”
provision is to control interlocutory delay and har-
assing filings. However, review is not barred of mate-
rial aspects that were decided in connection with the
petition to institute. In Bowen v. Michigan Academy
of Family Physicians, 476 U.S. 667, 670 (1986), the
Court explained that “[flrom the beginning ‘our cases
[have established] that judicial review of a final agency
action by an aggrieved person will not be cut off unless
there is persuasive reason to believe that such was the
purpose of Congress’,” (alteration in original) (quot-
ing Abbott Labs. v. Gardner, 387 U.S. 136, 140 (1967)).

In Block v. Community Nutrition Institute, 467
U.S. 340 (1984), the Court summarized the principle of
judicial review of agency determinations:

Whether and to what extent a particular statute
precludes judicial review is determined not only
from its express language, but also from the strue-
ture of the statutory scheme, its objectives, its leg-
islative history, and the nature of the administra-
tive action involved.

Id. at 345. In this case, Cuozzo argues that the peti-
tion to institute was improperly granted. The statute
does not preclude judicial review of whether the stat-
ute was applied in accordance with its legislated scope.

Conclusion

The America Invents Act was enacted to enable the
PTO to resolve validity issues, at reduced cost and de-
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lay. This goal is defeated by the court’s preservation
of the PTO’s new regulatory discrepancy between va-
lidity determinations under the America Invents Act
and in the district courts. The purpose of invigorating
the incentive role of patents, by providing a faster,
cheaper, and reliable determination of the validity of
issued patents is thus undercut—to no benefit, and in
derogation of this once-promising legislative initiative.
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APPENDIX B

UNITED STATES COURT OF APPEALS
FOR THE FEDERAL CIRCUIT

IN RE: CUOZZO SPEED TECHNOLOGIES, LLC,
Appellant

2014-1301

Appeal from the United States Patent and Trade-
mark Office, Patent Trial and Appeal Board in No.
IPR2012-00001.

ON PETITION FOR REHEARING EN BANC

Before PROST, Chief Judge, NEWMAN,
LOURIE, DYK, MOORE, O'MALLEY, REYNA,
WALLACH, TARANTO, CHEN, and HUGHES,

Circuit Judges.

PER CURIAM.

ORDER

Appellant Cuozzo Speed Technologies, LLC, filed a
petition for rehearing en bane. A response to the pe-
tition was invited by the court and filed by Intervenor
Michelle Lee, Director of the United States Patent
and Trademark Office. The petition and response
were referred to the panel that heard the appeal, and
thereafter the petition and response were referred to
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the circuit judges who are in regular active service. A
poll was requested, taken, and failed.

IT IS ORDERED THAT:
(1) The petition for rehearing en banc is denied.

(2) Absent a petition for rehearing, the mandate of
the court will issue in fifty-two days.

For THE COURT

July 8, 2015 /s/ Daniel E. O’Toole
Date Daniel E. O’'Toole

Clerk of Court
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APPENDIX C

UNITED STATES COURT OF APPEALS
FOR THE FEDERAL CIRCUIT

IN RE: CUOZZO SPEED TECHNOLOGIES, LLC,
Appellant

2014-1301

Appeal from the United States Patent and Trade-
mark Office, Patent Trial and Appeal Board in No.
IPR2012-00001.

ON PETITION FOR REHEARING EN BANC

Before PROST, Chief Judge, NEWMAN,
LOURIE, DYK, MOORE, O'MALLEY, REYNA,
WALLACH, TARANTO, CHEN, and HUGHES,

Circuit Judges.

Opinion concurring in the denial of the pe-
tition for rehearing en banc filed by Circuit
Judge DYK, in which Circuit Judges LOURIE,
CHEN, and HUGHES join.

Opinion dissenting from the denial of the
petition for rehearing en banc filed by Chief
Judge PROST, Circuit Judges NEWMAN,
MOORE, O’'MALLEY, and REYNA.



51a

Opinion dissenting from the denial of the
petition for rehearing en banc filed by Circuit
Judge NEWMAN.

DYk, Circuit Judge, with whom LOURIE, CHEN, and
HUGHES, Circuit Judges, join, concurring in the deni-
al of the petition for rehearing en banc.

The dissenting opinions’ sole arguments for elimi-
nating the broadest reasonable interpretation stand-
ard in inter partes review (“IPR”) proceedings are
that (1) IPR proceedings are a substitute for district
court litigation, so the district court claim construc-
tion standard should apply; and (2) the right to amend
in IPR proceedings is limited.

Neither argument supports setting aside the
longstanding practice of applying the broadest rea-
sonable interpretation standard in United States Pa-
tent and Trademark Office (“PTO”) proceedings. The
PTO has applied the broadest reasonable interpreta-
tion standard in a variety of proceedings for more
than a century. In re Cuozzo Speed Techs., LLC, No.
14-1301, slip op. at 12 (Fed. Cir. July 8, 2015). Inter-
ference proceedings are adjudicatory, see Brand wv.
Mller, 487 F.3d 862, 867-68 (Fed. Cir. 2007), but
nonetheless apply a variant of the broadest reasona-
ble interpretation standard, see, e.g., In re Baxter, 656
F.2d 679, 686 (CCPA 1981).

Nothing in the America Invents Act (“AIA”) indi-
cates congressional intent to change the prevailing
broadest reasonable interpretation standard. The
dissents are wholly devoid of any evidence in the leg-
islative history that Congress intended in the AIA to
change the standard, and we must interpret the stat-
ute in light of the long history of the use of the broad-
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est reasonable interpretation standard in PTO pro-
ceedings. “What is of paramount importance is that
Congress be able to legislate against a background of
clear interpretive rules, so that it may know the effect
of the language it adopts.” Finley v. United States,
490 U.S. 545, 556 (1989), superseded by statute on
other grounds as recognized 1n Exxon Mobil Corp. v.
Allapattah Servs., Inc., 545 U.S. 546, 558 (2005). Far
from intending to change the standard, Congress con-
veyed rulemaking authority to the PTO to prescribe
regulations, inter alia, “establishing and governing
inter partes review,” 35 U.S.C. § 316(a)(4), and the
PTO has adopted the broadest reasonable interpreta-
tion standard for IPR proceedings, 37 C.F.R.
§ 42.100(b). In the absence of evidence of congres-
sional intent to abrogate the broadest reasonable in-
terpretation standard, we should not act to adopt a
different standard based on our own notions of appro-
priate public policy. If the standard is to be changed,
that is a matter for Congress. There are pending bills
which would do just that.

ProsT, Chief Judge, NEWMAN, MOORE, O’MALLEY,
and REYNA, Circuit Judges, dissenting from the deni-
al of the petition for rehearing en banec.

Inter partes review (“IPR”) is a new, court-like
proceeding designed to adjudicate the validity of is-
sued patent claims. In adjudicatory proceedings,

! See Innovation Act, H.R. 9, 114th Cong. § 9(b)(1)(C) (2015) (as
reported by House Judiciary Committee on June 11, 2015, with
Manager’s Amendment in the nature of a substitute); PATENT Act,
S. 1137, 114th Cong. § 11(a)(4)(A)(vii) (2015) (as reported by Senate
Judiciary Committee on June 4, 2015, with Manager’s Amendment
in the nature of a substitute); STRONG Patents Act of 2015, S. 632,
114th Cong. § 102(a) (2015) (as introduced on March 3, 2015).
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claims are given their actual meaning, not their
broadest reasonable interpretation. For this reason,
we respectfully dissent.

I

The panel majority holds that “Congress implicitly
approved the broadest reasonable interpretation
standard in enacting the [America Invents Act
(“AIA”)].” Revised Panel Op. at 16. This conclusion
cannot stand, as it does, on a silent statute, a contrary
legislative history, and a line of case law that counsels
an opposite result.

First, the panel decision ignores the usual rule
that, “[o]rdinarily, ‘Congress’ silence is just that—
silence.”” Cmty. for Creative Non-Violence v. Reid,
490 U.S. 730, 749 (1989) (quoting Alaska Airlines,
Inc. v. Brock, 480 U.S. 678, 686 (1987)); see also Kim-
ble v. Marvel Entm’t, LLC, 576 U.S. _, _ slipop.at?7
(2015) (Alito, J., dissenting) (“[1]t is at best treacher-
ous to find in congressional silence alone the adoption
of a controlling rule of law.”) (quoting Girouard v.
United States, 328 U.S. 61, 69 (1946)). While there
may be occasions when a court may glean congres-
sional intent from congressional inaction—for exam-
ple, when there is a settled judicial interpretation of a
statutory section which Congress then re-enacts with-
out change, see Lorillard, Div. v. Pons, 434 U.S. 575,
580 (1978); United States v. Powell, 379 U.S. 48, 55
n.13 (1964); cf. Jama v. Immigration & Customs En-
forcement, 543 U.S. 335, 351 (2005)—this is not such
an occasion. There is no statutory section, reenacted
by Congress, which has been subject of settled judi-
cial interpretation in favor of the broadest reasonable
interpretation. Nor could there be—the AIA is a new
statutory regime. Although we have previously con-
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sidered the appropriateness of the broadest reasona-
ble interpretation in other U.S. Patent and Trade-
mark Office (“PTO”) proceedings, now we are decid-
ing the proper interpretation of a new statute creat-
ing a wholly novel procedure. Silence has no meaning
in this context.

Here, Congress was not legislating within an al-
ready existing regime. To the contrary, Congress
created IPRs as a “new post-grant review procedure”
that would provide “a more efficient and streamlined
patent system that will improve patent quality and
limit unnecessary and counterproductive litigation
costs.” H.R. Rep. No. 112-98, pt. 1, at 40, 45 (2011).
Originally, Congress established the reexamination
process to effect this goal, but in light of the limita-
tions, timing, and costs of these proceedings, Con-
gress decided to start anew and establish new post-
grant review procedures, including IPR, in the AIA.
See id. at 45-46 (noting the problems with the reex-
amination process and Congress’s attempts to remedy
these issues with amendments before the enactment
of the AIA). And it did so by “convert[ing] inter
partes reexamination from an examinational to an ad-
judicative proceeding.” Id. at 46; see also id. at 68
(stating that the ATA would “[e]stablish a new proce-
dure, known as post-grant review,” noting that this
procedure “would take place in a court-like proceed-
ing”). As the dissent aptly summarizes: “The post-
grant proceedings established by the America Invents
Act were intended as a far-reaching surrogate for dis-
trict court validity determinations.” Revised Dissent-
ing Op. at 3. Congress’s intent in creating a complete-
ly new type of PTO proceeding—one bearing the effi-
ciency and finality of district court adjudications of
patent validity—could not have been clearer. The
panel majority fails to explain why Congress (or any-
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one else) would have thought it desirable or necessary
for the Board to construe the claims during IPRs un-
der a different legal framework than the one used by
district courts.

Second, our background of existing law not only
fails to support the conclusion drawn by the panel ma-
jority, it points to the opposite result. Specifically, we
have long explained that the broadest reasonable in-
terpretation standard is a useful tool, prior to patent
issuance, for clarifying the metes and bounds of an
invention during the back-and-forth between the ap-
plicant and examiner when claims are not yet in their
final form. In re Prater, 415 F.2d 1393, 1405 (CCPA
1969) (“Claims yet unpatented are to be given the
broadest reasonable interpretation consistent with
the specification during the examination of a patent
application since the applicant may then amend his
claims, the thought being to reduce the possibility
that, after the patent is granted, the claims may be
interpreted as giving broader coverage than is justi-
fied.”); In re Buszard, 504 F.3d 1364, 136667 (Fed.
Cir. 2007) (“The patent examiner and the applicant, in
the give and take of rejection and response, work to-
ward defining the metes and bounds of the invention
to be patented.”); In re Zletz, 893 F.2d 319, 322 (Fed.
Cir. 1989) (“[D]uring patent prosecution when claims
can be amended, ambiguities should be recognized,
scope and breadth of language explored, and clarifica-
tion imposed.”).

It is the same give-and-take between applicant and
examiner that we have said likewise justifies use of
the broadest reasonable interpretation standard in
certain post-grant proceedings. In re Yamamoto, 740
F.2d 1569, 1572 (Fed. Cir. 1984). Indeed, when claims
in post-grant proceedings are not eligible for modifi-
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cation because they have expired, the broadest rea-
sonable interpretation standard does not apply. In re
Rambus, Inc., 753 F.3d 1253, 1256 (Fed. Cir. 2014).

But in district court adjudications, where the ap-
plicant lacks “the ability to correct errors in claim
language and adjust the scope of claim protection as
needed,” the broadest reasonable interpretation
standard does not apply. Yamamoto, 740 F.2d at
1572. Rather, a district court “assign[s] a fixed, un-
ambiguous, legally operative meaning to the claim.”
Chimie v. PPG Indus., Inc., 402 F.3d 1371, 1377 (Fed.
Cir. 2005). The point is to arrive at a “concise state-
ment[] of the subject matter for which the statutory
right to exclude is secured by the grant of the patent.”
Multiform Desiccants, Inc. v. Medzam, Ltd., 133 F.3d
1473, 1476, 1476 (Fed. Cir. 1998); see also Nautilus,
Inc. v. Biosig Instruments, Inc., 134 S. Ct. 2120, 2129
(2014) (“[A] patent’s claims, viewed in light of the
specification and prosecution history, [must] inform
those skilled in the art about the scope of the inven-
tion with reasonable certainty.”). To find otherwise
would ignore the difference between the broadest
reasonable interpretation and what a patent actually
claims. In obtaining a patent, a patentee discloses his
invention to the public in exchange for a limited mo-
nopoly, as defined by the claims of the patent. To in-
validate those claims using a different standard than
one that considers the true meaning and scope of a
claim would violate the bargain the patentee struck
with the publie.

IPRs should be no different. As in district court
adjudications, the goal in IPRs is to provide an effi-
cient and effective vehicle for examining the validity
of an issued patent. And unlike the PTO proceedings
in which we have sanctioned the broadest reasonable
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interpretation standard, IPRs do not bear the traits
that justify the broadest reasonable construction.
During IPRs, there is no back-and-forth between the
patentee and examiner seeking to resolve claim scope
ambiguity; there is no robust right to amend. To the
contrary, an IPR is a curtailed, trial-like proceeding
meant to efficiently resolve a challenge to patent va-
lidity. It may only be instituted on limited grounds,
35 U.S.C. § 311(b), and must conclude within one year
(unless extended for six months upon a showing of
good cause), 35 U.S.C. § 316(a)(11). The proceeding
consists of a brief period of discovery, one round of
briefing by the petitioner and challenger, and an oral
hearing, before the Board issues its final decision.
During this process, the patentee is not given the
right to amend its claims, but must instead seek the
permission of the Board. 35 U.S.C. § 316(d). Even
then, the patentee is limited to “one motion to
amend,” with additional motions allowed only “to ma-
terially advance the settlement of a proceeding” or
“as permitted by regulations prescribed by the Direc-
tor.” Id. Given the absence of examinational hall-
marks justifying the broadest reasonable interpreta-
tion standard in other contexts, and the similarities to
district court litigation, it is unclear to us why the dis-
trict court standard should not apply.

Even the panel majority acknowledges the adjudi-
cative nature and the limited amendment process of
IPRs. Revised Panel Op. at 14-16. Yet it brushes
these distinctions aside without substantive analysis.
With respect to adjudication, the panel majority’s sole
response is to claim that the adjudication/examination
distinction is irrelevant, and to point to the interfer-
ence proceeding as one which is “in some sense adju-
dicatory” and uses “a variant of the broadest reasona-
ble interpretation standard.” Id. at 16. This argu-
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ment fails to address Congress’s clear intent to
equate the particular IPR proceedings at issue here
with those occurring in district court.

With respect to amendments, the panel majority
observes that “[a]lthough the opportunity to amend is
cabined in the IPR setting, it is nonetheless availa-
ble.” Id. at 15. But the court fails to explain how a
“cabined” amendment process fits within our prior
case law emphasizing the “readily” available nature of
amendments in other proceedings in which the broad-
est reasonable interpretation is appropriate. Burling-
ton Indus., Inc. v. Quigg, 822 F.2d 1581, 1583 (Fed.
Cir. 1987) (“Patent application claims are given their
broadest reasonable interpretation during examina-
tion proceedings, for the simple reason that before a
patent is granted the claims are readily amended as
part of the examination process.”) (emphasis added).
We also find unclear the panel majority’s observation
that this particular case “does not involve any re-
striction on amendment opportunities that materially
distinguishes IPR proceedings from their predeces-
sors in the patent statute” and that, “[i]f there are
challenges to be brought against other restrictions on
amendment opportunities as incompatible with using
the broadest reasonable interpretation standard, they
must await another case.” Revised Panel Op. at 15—
16. If the opinion means to imply that the correctness
of the broadest reasonable interpretation standard
depends on the specific type of amendments available
in a given IPR, we find the suggestion problematic, as
we do not see how the Board can be expected to de-
termine whether a certain amendment restriction
calls for one claim construction standard or another.
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Finally, the panel majority also holds that, even if
“Congress did not itself approve the broadest reason-
able interpretation standard in enacting the AIA,
§ 316 provides authority to the PTO to adopt the
standard in a regulation.” Id. at 17. According to the
opinion, although § 316 does not grant the PTO the
power to erect “substantive statutory ‘patentability’
standards,” it nonetheless provides enough authority
for the PTO to enact a regulation setting forth the
standard by which claims shall be construed. Id. at
18. Concluding that Chevron deference therefore ap-
plies, the panel majority then decides that the adopt-
ed standard is reasonable “not just because of its ped-
igree but for context-specific reasons.” Id.

It is far from clear to us that this is a case in which
we must defer to the PTO’s action. The panel majori-
ty bases its conclusion on subsections (2) and (4) of
§ 316. In our view, these subsections are consistent
with Congress’s previous grants of authority to pre-
scribe procedural regulations. Cooper Techs. Co. v.
Dudas, 536 F.3d 1330, 1336 (Fed. Cir. 2008) (inter-
preting 35 U.S.C. § 2). Subsection (2) describes regu-
lations specifying standards for the “showing of suffi-
cient grounds to institute a review.” These regula-
tions specify the burden the petitioner must meet for
an inter partes review to be instituted. See 37 C.F.R.
§ 42.108(c). Subsection (4) describes regulations “es-
tablishing and governing inter partes review.” These
regulations provide for IPR’s existence and control
how the proceeding is to be conducted. Any doubts
about the scope of subsections (2) and (4) are resolved
by looking to the remaining eleven subsections of
§ 316, which are distinctly procedural. Direct Mktg.
Ass'nv. Brohl, 135 S. Ct. 1124, 1132 (2015).
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The majority states that a claim construction
standard falls within subsections (2) and (4) because it
“affects both the PTO’s determination of whether to
institute IPR proceedings and the proceedings after
institution.” Revised Panel Op. at 17. But § 316 does
not provide the authority to prescribe regulations on
any issue that “affects” decisions to institute or later
proceedings. The majority also asserts that the
PTO’s broadest reasonable interpretation regulation
is the “opposite of a sharp departure from historical
practice” because the PTO has long interpreted
claims in this way. Id. at 18. Even if this were cor-
rect, basing the PTO’s authority to prescribe a regu-
lation on the content of that regulation puts the cart
before the horse; the PTO’s authority to prescribe a
regulation must first be rooted in statute. FDA v.
Brown & Williamson Tobacco Corp., 529 U.S. 120,
161 (2000).

Second, even if the regulation is properly classified
as procedural, deference is still not warranted if the
PTO’s regulation “is contrary to the intent of Con-
gress, as divined from the statute and its legislative
history.” Muwwakkil v. Office of Pers. Mgmt., 18
F.3d 921, 925 (Fed. Cir. 1994). Here, Congress in-
tended IPRs to be a viable alternative to district court
adjudications of patent validity. Importing the broad-
est reasonable interpretation into IPRs “defeats the
purpose of substituting administrative adjudication
for district court adjudication.” Revised Dissenting
Op. at 15.

In any event, our joint dissent in this case does not
turn on whether or not we apply deference to the
agency. Even under the deferential Chevron frame-
work, we would find the PTO’s regulation unreasona-
ble. See Michigan v. EPA, 576 U.S. _, _ slip op. at 6
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(2015) (“Even under this deferential standard, howev-
er, ‘agencies must operate within the bounds of rea-
sonable interpretation.””) (quoting Utility Air Regula-
tory Grp. v. EPA, 573 U.S. _, _ (2014) (slip op., at 16)
(internal quotation marks omitted)). As our prior
cases explain, it makes perfect sense in the course of
examining a new or revised claim, as means of clarify-
ing the metes and bounds of an invention, that the
PTO construe the claim as broadly as it might reason-
ably be construed in subsequent enforcement efforts.
But in IPRs, as in district court litigation, an already
issued claim is being analyzed solely for the purposes
of determining its validity. In this context, it makes
little sense to evaluate the claim against the prior art
based on anything than the claim’s actual meaning.

For these reasons, we respectfully dissent from the
court’s refusal to rehear this case en banc.

NEWMAN, Circuit Judge, dissenting from the denial of
the petition for rehearing en banc.

I write further in view of the extensive amicus cu-
riae participation in this rehearing en banc petition,
representing the technology-based foundation of the
national economy. The position that the PTO, on
post-issuance review, should not apply the claim con-
struction that is applied by the courts, and thus need
not achieve the objectively correct determination of
validity, has no defender other than a majority of the
Federal Circuit court.

The loser in this debate is the nation, for the ambi-
tious plan of the America Invents Act is thwarted—a
plan to rehabilitate the patent-based innovation incen-
tive by creating a new and powerful adjudicatory tri-
bunal in the PTO, a tribunal that would apply the law
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reliably and expertly, to achieve expedited and cor-
rect determination of patent validity.

A

All of the amict curiae criticize the panel majority
position and urge en banc attention to this “matter of
exceptional importance.” The brief filed by the 3M
Company, Caterpillar Inc., Eli Lilly and Company,
General Electric Company, GlaxoSmithKline LLC,
Illinois Tool Works Inc., Johnson & Johnson, Pfizer
Inc., Procter & Gamble, and Sanofi US, states that
together they “spend tens of billions of dollars annual-
ly and employ over a half million scientists, engineers
and others in the United States alone to develop, pro-
duce, and market new products,” and that they “col-
lectively hold tens of thousands of patents [and] par-
ticipate extensively in patent litigation.” Amicus Cu-
riae Br. of 3M et al. at 1. They advise the court that
“the PTO’s decision to use the BRI Rule is incon-
sistent with the AIA and sound patent policy.” Id. at
2.

These amict “urge the Court to grant en banc re-
view,” and stress the importance of resolving this con-
cern expeditiously, citing the thousands of current
IPR proceedings. They state: “The lack of certainty
as to the meaning (and therefore value) of a patent is
costly to the inventive community and discourages in-
novation; it adversely affects patent licensing, design-
around activities, and other critical business deci-
sions, contrary to the goals of the AIA.” Id. at 4.
They observe that the “application of different stand-
ards in the PTO and judicial proceedings also means
that each proceeding’s claim construction has no es-
toppel effect for subsequent proceedings, further en-
couraging gamesmanship,” and urge this court to cor-
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rect the PTO’s departure from congressional intent.
Id.

The Intellectual Property Owners Association, cit-
ing its membership of “over 200 companies and 12,000
individuals involved in the association through their
companies or as inventor, author, executive, law firm
or attorney,” Br. of IPO as Amicus Curiae at 1, states
that: “The use of BRI in IPR proceedings is rapidly
undermining the public’s confidence in the patent sys-
tem. The [Cuozzo] panel’s decision upsets the settled
expectation of inventors, patentees, and all others
who depend on the patent system.” Id. The IPO urg-
es the en banc court to review the panel’s ruling, for
“[ilnvestment decisions relating to research and de-
velopment of new inventions and the commercializa-
tion of previously patented ones are now being
chilled.” Id. at 4.

The Pharmaceutical Research and Manufacturers
of America reminds the court that pursuit of medical
advances requires enormous investments—roughly
$40-50 billion annually—“made possible by clearly de-
fined and predictable patent law protections.” Br. of
Amicus Curiae PhnRMA at 1. The amicus describes
the broadest reasonable interpretation standard in
the new post-grant proceedings as an issue of “partic-
ular importance.” Id. Amicus New York Intellectual
Property Law Association reiterates that the “issue is
of great importance and should be re-heard en banc.”
Amicus Curiae Br. of NYIPLA at 4.

The amict explain the commercial, economic, and
pragmatic implications of the majority position. They
stress the need for clarity and predictability in the
law on which commercial decisions are made, they
emphasize the legislative purpose of the America In-
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vents Act, and ask this en banc court to guide agency
understanding of the statute. The majority of the
court appears unperturbed.

In contrast, the legislative record of the America
Invents Act is full of testimony in elaboration of the
concerns of the nation’s industries, that the system of
patents is of diminished service to industrial growth
and competitiveness, despite this era of scientific
promise and creativity. The America Invents Act is
the culmination of several years of effort, focused on
achieving stability and predictability of patent validity
determinations.

The amici curiae stress the need for investment-
reliable patent rights, and the AIA’s purpose of estab-
lishing this new administrative adjudicative authority.
This purpose collapses if the PTO applies a unique
rule of patent claim construction, different from the
law of claim construction that is applied in the courts.
The public interest in technological advance, and the
national interest in a vigorous economy served by
growth, employment, creativity, and trade, require
that this court accept the petition for en banc rehear-

ing.
B

The America Invents Act established a new PTO
tribunal in order to achieve rapid, efficient, and cor-
rect resolution of issues of patent validity that hereto-
fore required trial in the district courts after contro-
versy arose. All of the amict curiae stress the im-
portance, the value, of this new adjudicative plan. Yet
the legislative purpose fails if the PTO applies differ-
ent law than is applied in the courts. As the amici
point out, and as current experience illustrates, in-
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stead of diminishing the gamesmanship, delay, and
burdens of patent disputes, they are enhanced.

This was not the legislative intent.! As elaborated
in my panel dissent and in today’s en banc dissent, I
tabulate some reasons why the “broadest reasonable
interpretation” is the improper standard for America
Invents Act post-issuance procedures:

e (laims of issued patents are construed the
same way for validity as for infringement; no
precedent, no practical reality, authorizes or
tolerates a broader construction for one than
the other.

e The broadest reasonable interpretation is an
appropriate examination expedient, for it aids
definition of claim scope during prosecution,
with ready amendment of pending claims. In
contrast, in the AIA proceedings amendment
requires permission, and is limited even when
permitted.

e With PTO construction of issued claims more
broadly than the basis on which they were
granted, the patentee must now defend, in
these AIA proceedings, the validity of claim
scope he did not obtain from the PTO during
prosecution.

! Corrective legislation, requiring that “each claim of a patent
shall be construed as such claim would be in a civil action” has been
enacted in bills approved by both the House and Senate committees,
but has stalled because of unrelated areas of controversy. See 2015
Patent Reform Innovation Act, H.R. 9, 114th Cong. § 9(b)(1)(C)
(2015); Patent Act, S. 1137, 114th Cong. § 11(a)(4)(A)(vii) (2015).
Prompt resolution is reported to be unlikely.
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e The ATA contemplated a streamlined surrogate
tribunal for determination of validity. This re-
quires that the same claim construction is ap-
plied in the PTO as in the district courts.

e The public notice role of patent claims requires
the correct claim construection, not an arbitrari-
ly broad construction of undefined limits.

e Neither the PTO nor any judicial precedent
provides guidance as to how broad is “broad-
est,” or sets any limits to this parameter. Pre-
dictability of legal rights, and stability of law,
are replaced by fuzziness and uncertainty.

e The AIA designed the new PTO tribunal to
“review the validity of a patent.” It was ex-
pected that the PTO would apply the correct
law of validity, while drawing on PTO expertise
in technology and PTO experience in patent
law. It cannot have been intended that the
PTO would not apply the correct law in these
new post-grant proceedings.

The concurrence, in reinforcing denial of en banc
review, states that claims of issued patents have been
given their “broadest” interpretation for a hundred
years, citing patent interferences and reissues. See
Concurring Op. at 1-2. Any practitioner of patent in-
terferences knows that the PTO, in determining con-
ception, reduction to practice, corroboration, dili-
gence, experimental support, etec., did not apply a
“broadest” interpretation of anything. And reissues
are directed to correction of the patentee’s error; the
purpose is to achieve correctness, not breadth. Con-
trary to the concurrence, the question before this
court is not whether to “eliminate” BRI, but whether



67a

to impose it on issued patents, where it has not previ-
ously reposed.

This is a simple question, although of powerful
consequence. As urged by the amici curiae, it should
be answered correctly.
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APPENDIX D

UNITED STATES COURT OF APPEALS
FOR THE FEDERAL CIRCUIT

IN RE CUOZZO SPEED TECHNOLOGIES, LLC.

2014-1301

Appeal from the United States Patent and Trade-
mark Office, Patent Trial and Appeal Board in No.
IPR2012-00001.

Decided: February 4, 2015

Before NEWMAN, CLEVENGER, and DYK, Circuit
Judges.

Opinion for the court filed by Circuit Judge DYK.
Dissenting opinion filed by Circuit Judge NEWMAN.

DYK, Circuit Judge.

Cuozzo Speed Technologies (“Cuozzo”) owns U.S.
Patent No. 6,778,074 (the “°074 patent”). Garmin In-
ternational, Inc. and Garmin USA, Inc. (collectively,
“Garmin”) petitioned the United States Patent and
Trademark Office (“PTO”) for inter partes review
(“IPR”) of claims 10, 14, and 17 of the ’074 patent.
The PTO granted Garmin’s petition and instituted
IPR. The Patent Trial and Appeal Board (the
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“Board”) timely issued a final decision finding claims
10, 14, and 17 obvious. The Board additionally denied
Cuozzo’s motion to amend the ’074 patent by substi-
tuting new claims 21, 22, and 23 for claims 10, 14, and
17.

Contrary to Cuozzo’s contention, we hold that we
lack jurisdiction to review the PTO’s decision to insti-
tute IPR. We affirm the Board’s final determination,
finding no error in the Board’s claim construction un-
der the broadest reasonable interpretation standard,
the Board’s obviousness determination, and the
Board’s denial of Cuozzo’s motion to amend.

BACKGROUND

Cuozzo is the assignee of the 074 patent, entitled
“Speed Limit Indicator and Method for Displaying
Speed and the Relevant Speed Limit,” which issued
on August 17, 2004. The ’074 patent discloses an in-
terface which displays a vehicle’s current speed as
well as the speed limit. In one embodiment, a red fil-
ter is superimposed on a white speedometer so that
“speeds above the legal speed limit are displayed in
red . . . while the legal speeds are displayed in white
....7 Id. col. 5 11. 35-37. A global positioning system
(“GPS”) unit tracks the vehicle’s location and identi-
fies the speed limit at that location. The red filter au-
tomatically rotates when the speed limit changes, so
that the speeds above the speed limit at that location
are displayed in red. The patent also states that the
speed limit indicator may take the form of a colored
liquid erystal display (“LCD”). Id. col. 3 1l. 4-6, col. 6
1. 11-14. In claim 10, the independent claim at issue
here, a colored display shows the current speed limit,
and the colored display is “integrally attached” to the
speedometer. Id. col. 71. 10.
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Claim 10 recites:

A speed limit indicator comprising:

a global positioning system receiver;

a display controller connected to said global position-
ing system receiver, wherein said display control-
ler adjusts a colored display in response to signals
from said global positioning system receiver to
continuously update the delineation of which
speed readings are in violation of the speed limit
at a vehicle’s present location; and

a speedometer integrally attached to said colored dis-

play.

Id. col. 7 1. 1-10. Claim 14 is addressed to “[t]he
speed limit indicator as defined in claim 10, wherein
said colored display is a colored filter.” Id. col. 7 1L
23-24. Claim 17 recites: “[t]he speed limit indicator
as defined in claim 14, wherein said display controller
rotates said colored filter independently of said
speedometer to continuously update the delineation of
which speed readings are in violation of the speed lim-
it at a vehicle’s present location.” Id. col. 8 11. 5-9.

On September 16, 2012, Garmin filed a petition
with the PTO to institute IPR of, inter alia, claims 10,
14, and 17 the 074 patent. Garmin contended that
claim 10 was invalid as anticipated under 35 U.S.C.
§ 102(e) or as obvious under 35 U.S.C. § 103(a) and
that claims 14 and 17 were obvious under § 103(a).
The PTO instituted IPR, determining that there was a
reasonable likelihood that claims 10, 14, and 17 were
obvious under § 103 over (1) U.S. Patent Nos.
6,633,811 (“Aumayer”), 3,980,041 (“Evans”), and
2,711,153 (“Wendt”); and/or (2) German Patent No.
197 55 470 (“Tegethoff”), U.S. Patent No. 6,515,596
(“Awada”), Evans, and Wendt. Although Garmin’s
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petition with respect to claim 17 included the grounds
on which the PTO instituted review, the petition did
not list Evans or Wendt for claim 10 or Wendt for
claim 14.

In its subsequent final decision, the Board ex-
plained that “[a]n appropriate construction of the
term ‘integrally attached’ in independent claim 10 is
central to the patentability analysis of claims 10, 14,
and 17.” J.A. 7. The Board applied a broadest rea-
sonable interpretation standard and construed the
term “integrally attached” as meaning “discrete parts
physically joined together as a unit without each part
losing its own separate identity.” J.A. 9. The Board
found that claims 10, 14, and 17 were unpatentable as
obvious under 35 U.S.C. § 103 (1) over Aumayer, Ev-
ans, and Wendt; and, alternatively, (2) over Tegethoff,
Awada, Evans, and Wendt.

The Board also denied Cuozzo’s motion to amend
the patent by replacing claims 10, 14, and 17 with sub-
stitute claims 21, 22, and 23. The Board’s denial of
the motion to amend centered on proposed claim 21.!
Claim 21 would have amended the patent to claim “a
speedometer integrally attached to [a] colored dis-
play, wherein the speedometer comprises a liquid
crystal display, and wherein the colored display is the
liquid erystal display.” J.A. 357-58. The Board re-
jected the amendment because (1) substitute claim 21
lacked written description support as required by 35
U.S.C. § 112, and (2) the substitute claims would im-
properly enlarge the scope of the claims as construed
by the Board.

! The parties do not separately address claims 22 and 23 and ap-
parently agree that the motion for leave to amend on those claims
presents the same issues as claim 21.
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Cuozzo appealed. The PTO intervened, and we
granted Garmin’s motion to withdraw as appellee.”
We have jurisdiction to review the Board’s final deci-
sion under 28 U.S.C. § 1295(a)(4)(A).

DISCUSSION

I

IPRs proceed in two phases. St. Jude Med., Car-
diology Div., Inc. v. Volcano Corp., 749 F.3d 1373,
1375-76 (Fed. Cir. 2014). In the first phase, the PTO
determines whether to institute IPR. In the second
phase, the Board conducts the IPR proceeding and
issues a final decision. Id.

Cuozzo argues that the PTO improperly instituted
IPR on claims 10 and 14 because the PTO relied on
prior art that Garmin did not identify in its petition as
grounds for IPR as to those two claims (though the
prior art in question was identified with respect to
claim 17). Under the statute, any petition for IPR
must “identifly] . . . with particularity . . . the grounds
on which the challenge to each claim is based ....” 35
U.S.C. § 312(a)(3). Cuozzo argues that the PTO may
only institute IPR based on grounds identified in the
petition because “[t]he Director may not authorize an
inter partes review to be instituted unless the Direc-
tor determines that the information presented in the
petition . . . and any response . . . shows that there is a
reasonable likelihood that the petitioner would prevail
.22 Id. § 314(a).

% Garmin filed a motion to withdraw because it agreed not to par-
ticipate in any appeal of the IPR written decision as part of a set-
tlement agreement with Cuozzo.
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Section 314(d) is entitled “No appeal” and provides
that “[t]he determination by the Director whether to
institute an inter partes review under this section
shall be final and nonappealable.” 35 U.S.C. § 314(d).
The PTO argues that § 314(d) precludes review of a
determination to institute IPR. Cuozzo argues that
§ 314(d) does not completely preclude review of the
decision to institute IPR, but instead merely post-
pones review of the PTO’s authority until after the
issuance of a final decision by the Board.

We have previously addressed § 314(d) and have
held that it precludes interlocutory review of deci-
sions whether to institute IPR. In St. Jude, we char-
acterized § 314(d) as a “broadly worded bar on ap-
peal” and held that § 314(d) “certainly bars” interloc-
utory review of the PTO’s denial of a petition for IPR.
749 F.3d at 1375-76. This result was supported by
§ 319, which “authorizes appeals to this court only
from ‘the final written decision of the [Board] ... .”
Id. at 1375 (quoting 35 U.S.C. § 319) (alteration in
original). Similarly, the bar to interlocutory review is
supported by 35 U.S.C. § 141(c), which “authorizes
appeal only by ‘a party to an inter partes review. . .
who is dissatisfied with the final written decision of
the [Board] under section 318(a).”” Id. (quoting 35
U.S.C. § 141(e)) (alterations in original). But while we
stated that § 314 “may well preclude all review by any
route,” we did not decide the issue. Id. at 1376.

We conclude that § 314(d) prohibits review of the
decision to institute IPR even after a final decision.
On its face, the provision is not directed to precluding
review only before a final decision. It is written to ex-
clude all review of the decision whether to institute
review. Section 314(d) provides that the decision is
both “nonappealable” and “final,” i.e., not subject to
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further review. 35 U.S.C. § 314(d). A declaration that
the decision to institute is “final” cannot reasonably
be interpreted as postponing review until after issu-
ance of a final decision on patentability. Moreover,
given that § 319 and § 141(c) already limit appeals to
appeals from final decisions, § 314(d) would have been
unnecessary to preclude non-final review of institu-
tion decisions. Because § 314(d) is unnecessary to
limit interlocutory appeals, it must be read to bar re-
view of all institution decisions, even after the Board
issues a final decision. Nor does the IPR statute ex-
pressly limit the Board’s authority at the final deci-
sion stage to the grounds alleged in the IPR petition.
It simply authorizes the Board to issue “a final writ-
ten decision with respect to the patentability of any
patent claim challenged by the petitioner and any new
claim added under section 316(d).” 35 U.S.C. § 318(a).

Our decision in In re Hiniker Co., 150 F.3d 1362,
1367 (Fed. Cir. 1998), confirms the correctness of the
PTO’s position here. There, even absent a provision
comparable to § 314(d),? we held that a flawed decision
to institute reexamination under 35 U.S.C. § 303 was
not a basis for setting aside a final decision. Hiniker,
150 F.3d at 1367. Under the statute at issue in Hinzi-
ker, reexamination could only be instituted if the
Commissioner determined that there was “a substan-
tial new question of patentability,” i.e., new prior art
not considered by the examiner. 35 U.S.C. § 303(a)
(1994). In Hintker, the PTO instituted reexamination
based on prior art considered in the original examina-
tion (Howard). Hiniker, 150 F.3d at 1365. But the

3 Unlike § 314, the reexamination statute only provides that “[a]
determination by the Commissioner. . . that no substantial new
question of patentability has been raised will be final and nonap-
pealable.” 35 U.S.C. § 303(c) (1994) (emphasis added).
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PTO’s final decision relied on East (which had not
been before the examiner in the initial examination) in
finding the claims invalid. Id. at 1366. We held that
our jurisdiction was only “over Hiniker’s appeal from
the [final] decision of the Board.” Id. at 1367. While
the final decision would have been subject to reversal
if it had improperly relied only on prior art presented
to the examiner,’ any error in instituting reexamina-
tion based on the Howard reference was “washed
clean during the reexamination proceeding,” which
relied on new art. Id. The fact that the petition was
defective is irrelevant because a proper petition could
have been drafted. The same is even clearer here,
where § 314(d) explicitly provides that there is no ap-
peal available of a decision to institute. There was no
bar here to finding claims 10 and 14 unpatentable
based on the Evans and/or Wendt references. The
failure to cite those references in the petition provides
no ground for setting aside the final decision.

Cuozzo argues that Congress would not have in-
tended to allow the PTO to institute IPR in direct
contravention of the statute, for example, on grounds
of prior public use where the IPR statute permits pe-
titions only on the basis of “prior art consisting of pa-
tents or printed publications.” 35 U.S.C. § 311. The
answer is that mandamus may be available to chal-
lenge the PTO’s decision to grant a petition to insti-
tute IPR after the Board’s final decision in situations
where the PTO has clearly and indisputably exceeded
its authority.

* See In re Portola Packaging, Inc., 110 F.3d 786, 789, supersed-
ed by statute as recognized by In re NTP, Inc., 654 F.3d 1268, 1277
(Fed. Cir. 2011); In re Recreative Techs. Corp., 83 F.3d 1394 (Fed.
Cir. 1996). Congress subsequently amended the statute to provide
for consideration of prior art before the examiner. 35 U.S.C. § 303.
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The PTO argues that our previous decisions pre-
clude mandamus. In In re Dominion Dealer Solu-
tions, LLC, 749 F.3d 1379, 1381 (Fed. Cir. 2014), we
held that mandamus relief was not available to chal-
lenge the denial of a petition for IPR. Given the stat-
utory scheme, there was no “clear and indisputable
right’ to challenge a non-institution decision directly
in this court,” as required for mandamus. Id. And in
In re Procter & Gamble Co., 749 F.3d 1376, 1378-79
(Fed. Cir. 2014), we held that mandamus was not
available to provide immediate review of a decision to
institute IPR. There was no “clear and indisputable
right to this court’s immediate review of a decision to
institute an inter partes review, as would be needed
for mandamus relief.” Id. at 1379. Furthermore, that
“[wals not one of the rare situations in which irreme-
diable interim harm c[ould] justify mandamus, which
is unavailable simply to relieve [the patentee] of the
burden of going through the inter partes review.” Id.
(citation omitted). However, we did not decide the
question of whether the decision to institute review is
reviewable by mandamus after the Board issues a fi-
nal decision or whether such review is precluded by
§ 314(d). Id. Nor do we do so now.

Even if § 314 does not bar mandamus after a final
decision, at least “three conditions must be satisfied
before [a writ of mandamus] may issue.” Cheney v.
U.S. Dist. Court for the D.C., 542 U.S. 367, 380, 124
S.Ct. 2576, 159 L.Ed.2d 459 (2004). “First, ‘the party
seeking issuance of the writ [must] have no other ad-
equate means to attain the relief he desires.” Id.
(quoting Kerr v. U.S. Dist. Court for the N. Dist. of
Cal., 426 U.S. 394, 403, 96 S.Ct. 2119, 48 L.Ed.2d 725
(1976) (alteration in original)). That condition ap-
pears to be satisfied since review by appeal is unavail-
able. “Second, the petitioner must satisfy ‘the burden
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of showing that his right to issuance of the writ is
clear and indisputable.”” Id. at 381, 124 S.Ct. 2576 (in-
ternal quotations, citation, and alterations omitted).
“Third, the issuing court, in the exercise of its discre-
tion, must be satisfied that the writ is appropriate un-
der the circumstances.” Id. (citation omitted).

Here, Cuozzo has not filed a mandamus petition,
but even if we were to treat its appeal as a request for
mandamus,’ the situation here is far from satisfying
the clear-and-indisputable requirement for manda-
mus. It is not clear that IPR is strictly limited to the
grounds asserted in the petition. The PTO urges that
instituting IPR of claims 10 and 14 based on the
grounds for claim 17 was proper because claim 17 de-
pends from claim 14, which depends from claim 10.
Any grounds which would invalidate claim 17 would
by necessary implication also invalidate claims 10 and
14. See Callaway Golf Co. v. Acushnet Co., 576 F.3d
1331, 1344 (Fed. Cir. 2009) (“A broader independent
claim cannot be nonobvious where a dependent claim
stemming from that independent claim is invalid for
obviousness.”). The PTO argues that Garmin implicit-
ly asserted that claims 10 and 14 were unpatentable
when it asserted that claim 17 was unpatentable.
Whether or not the PTO is correct in these aspects, it
is at least beyond dispute there is no clear and indis-
putable right that precludes institution of the IPR
proceeding. We need not decide whether mandamus

> See 16 Charles A. Wright, Arthur R. Miller & Edward H.
Cooper, Federal Practice and Procedure § 3932.1 (3d ed. 2012)
(“Many cases illustrate the seemingly converse proposition that . . .
an appeal can substitute for a writ in the sense that an attempted
appeal from an order that is nonappealable can be treated as a peti-
tion for a writ.” (citations omitted)).
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to review institution of IPR after a final decision is
available in other circumstances.

IT

Cuozzo contends in addition that the Board erred
in finding the claims obvious, arguing initially that the
Board should not have applied the broadest reasona-
ble interpretation standard in claim construection.

A

The America Invents Act (“AIA”) created IPR, but
the statute on its face does not resolve the issue of
whether the broadest reasonable interpretation
standard is appropriate in IPRs; it is silent on that
issue. However, the statute conveys rulemaking au-
thority to the PTO. It provides that “[t]he Director
shall prescribe regulations,” inter alia, “setting forth
the standards for the showing of sufficient grounds to
institute . . . review,” and “establishing and governing
inter partes review . . . and the relationship of such
review to other proceedings . . . .” 35 U.S.C.
§ 316(a)(2), (a)(4). Pursuant to this authority, the
PTO has promulgated 37 C.F.R. § 42.100(b), which
provides that “[a] claim in an unexpired patent shall
be given its broadest reasonable construction in light
of the specification of the patent in which it appears.”
37 C.F.R. § 42.100(b). Cuozzo argues that the PTO
lacked authority to promulgate § 42.100(b) and that
the broadest reasonable interpretation standard is
inappropriate in an adjudicatory IPR proceeding.
The PTO argues that 35 U.S.C. § 316 provides the
necessary authority to the PTO to promulgate
§ 42.100(b) and that the broadest reasonable interpre-
tation is appropriately applied in the IPR context.
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Before addressing the scope of the PTO’s rulemak-
ing authority, we consider the history of the broadest
reasonable interpretation standard and the bearing of
that history on the interpretation of the IPR statute.
No section of the patent statute explicitly provides
that the broadest reasonable interpretation standard
shall be used in any PTO proceedings.

Nonetheless, the broadest reasonable interpreta-
tion standard has been applied by the PTO and its
predecessor for more than 100 years in various types
of PTO proceedings. A 1906 PTO decision explained,
“[n]o better method of construing claims is perceived
than to give them in each case the broadest interpre-
tation which they will support without straining the
language in which they are couched.” Podlesak v.
McInnerney, 1906 Dec. Comm’r Pat. 265, 258. For
more than a century, courts have approved that
standard. See, e.g., Miel v. Young, 29 App. D.C. 481,
484 (D.C. Cir. 1907) (“This claim should be given the
broadest interpretation which it will support ....”);
In re Rambus, Inc., 753 F.3d 1253, 1255 (Fed. Cir.
2014) (“Claims are generally given their ‘broadest
reasonable interpretation’ consistent with the specifi-
cation during reexamination.” (citation omitted)); In
re Am. Acad. of Sci. Tech Ctr., 367 F.3d 1359, 1364
(Fed. Cir. 2004) (“Giving claims their broadest rea-
sonable construction ‘serves the public interest by re-
ducing the possibility that claims, finally allowed, will
be given broader scope than is justified.”” (quoting In
re Yamamoto, 740 F.2d 1569, 1571 (Fed. Cir. 1984)));
In re Morris, 127 F.3d 1048, 1054 (Fed. Cir. 1997)
(“[W]e reject appellants’ invitation to construe either
of the cases cited by appellants so as to overrule, sub
stlentio, decades old case law. . .. It would be incon-
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sistent with the role assigned to the PTO in issuing a
patent to require it to interpret claims in the same
manner as judges who, post-issuance, operate under
the assumption the patent is valid. The process of pa-
tent prosecution is an interactive one.”); In re Carr,
297 F. 542, 544 (D.C. Cir. 1924) (“For this reason we
have uniformly ruled that claims will be given the
broadest interpretation of which they reasonably are
susceptible. This rule is a reasonable one, and tends
not only to protect the real invention, but to prevent
needless litigation after the patent has issued.”); In re
Kebrich, 40 C.C.P.A. 780, 201 F.2d 951, 954 (1953)
(“[T1t is . . . well settled that . .. the tribunals [of the
PTO] and the reviewing courts in the initial consider-
ation of patentability will give claims the broadest in-
terpretation which, within reason, may be applied.”).

This court has approved of the broadest reasonable
interpretation standard in a variety of proceedings,
including initial examinations, interferences, and post-
grant proceedings such as reissues and reexamina-
tions. Indeed, that standard has been applied in eve-
ry PTO proceeding involving unexpired patents.® In
doing so, we have cited the long history of the PTO’s
giving claims their broadest reasonable construction.
See, e.g., Yamamoto, 740 F.2d at 1571-72 (reexamina-
tions); In re Reuter, 670 F.2d 1015, 1019 (CCPA 1981)
(reissues); Reese v. Hurst, 661 F.2d 1222, 1236 (CCPA

% The claims of an expired patent are the one exception where
the broadest reasonable interpretation is not used because the pa-
tentee is unable to amend the claims. Rambus, 753 F.3d at 1256
(“If, as is the case here, a reexamination involves claims of an ex-
pired patent, a patentee is unable to make claim amendments and
the PTO applies the claim construction principles outlined by this
court in Phillips v. AWH Corp., 415 F.3d 1303 (Fed. Cir. 2005).”
(citations omitted)).
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1981) (interferences); In re Prater, 56 C.C.P.A. 1381,
415 F.2d 1393, 1404-05 (1969) (examinations). Apply-
ing the broadest reasonable interpretation standard
“reduce[s] the possibility that, after the patent is
granted, the claims may be interpreted as giving
broader coverage than is justified.” Reuter, 670 F.2d
at 1015 (quoting Prater, 415 F.2d at 1404-05).

There is no indication that the ATA was designed to
change the claim construction standard that the PTO
has applied for more than 100 years. Congress is pre-
sumed to legislate against the background of existing
law where Congress in enacting legislation is aware of
the prevailing rule. As we held in GPX International
Tire Corp. v. United States, “the principle of legisla-
tive ratification is well established. In the case of a
widely known judicial decision or agency practice,
Congress is presumed to be aware of an administra-
tive or judicial interpretation of a statute and to adopt
that interpretation when it re-enacts a statute without
change.” 666 F.3d 732, 739 (Fed. Cir. 2011) (internal
quotation marks and citations omitted), superseded 1n
part by statute as recognized in 678 F.3d 1308 (Fed.
Cir. 2012); Astoria Fed. Sav. & Loan Assn v. Soli-
mino, 501 U.S. 104, 110, 111 S.Ct. 2166, 115 L.Ed.2d
96 (1991); Procter & Gamble Co. v. Kraft Foods Glob-
al, 549 F.3d 842, 848-49 (Fed. Cir. 2008) (improper to
presume that congress would alter the backdrop of
existing law sub silentio).

Here, Congress in enacting the AIA was well
aware that the broadest reasonable interpretation
standard was the prevailing rule. See 157 Cong. Rec.
S1375 (daily ed. Mar. 8, 2011) (statement of Sen. Kyl)
(allowing written statements to be considered in inter
partes review “should . . . allow the Office to identify
inconsistent statements made about claim scope—for
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example, cases where a patent owner successfully ad-
vocated a claim scope in district court that is broader
than the ‘broadest reasonable construction’ that he
now urges in an inter partes review”). It can there-
fore be inferred that Congress impliedly adopted the
existing rule of adopting the broadest reasonable con-
struction.

Cuozzo argues that judicial or congressional ap-
proval of the broadest reasonable interpretation
standard for other proceedings is irrelevant here be-
cause the earlier judicial decisions relied on the avail-
ability of amendment, and the AIA limits amendments
in IPR proceedings.”

But IPR proceedings are not materially different
in that respect. Section 316(d)(1) provides that a pa-
tentee may file one motion to amend in order to
“[c]lancel any challenged patent claim” or “[flor each
challenged claim, propose a reasonable number of
substitute claims,” 35 U.S.C. § 316(d)(1), though “[a]n

" See, e.g., Yamamoto, 740 F.2d at 1571-72 (“An applicant’s abil-
ity to amend his claims to avoid cited prior art distinguishes pro-
ceedings before the PTO from proceedings in federal distriet courts
on issued patents.” (emphasis added)); Reuter, 670 F.2d at 1019 (“It
is well settled that claims before the PTO are to be given their
broadest reasonable interpretation consistent with the specification
during the examination of a patent application since the applicant
may then amend his claims . . . .” (internal quotation marks omit-
ted)); Prater, 415 F.2d at 1404-05 (“[T]his court has consistently
taken the tack that claims yet unpatented are to be given the broad-
est reasonable interpretation consistent with the specification dur-
ing the examination of a patent application since the applicant may
then amend his claims . . . .”); see also, e.g., In re Skvorecz, 580 F.3d
1262, 1267 (Fed. Cir. 2009) (“As explained in the Manual of Patent
Examining Procedure (MPEP) . . ., Applicant always has the op-
portunity to amend the claims during prosecution . . . .” (internal
quotation marks omitted)).
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amendment . . . may not enlarge the scope of the
claims of the patent or introduce new matter,” id.
§ 316(d)(3). The PTO regulations provide that “[a]
patent owner may file one motion to amend a patent,
but only after conferring with the Board.” 37 C.F.R.
§ 42.221(a). “The presumption is that only one substi-
tute claim would be needed to replace each challenged
claim, and it may be rebutted by a demonstration of
need.” Id. § 42.221(a)(3). The statute also provides
that “[a]dditional motions to amend may be permitted
upon the joint request of the petitioner and the patent
owner. . . .” 35 U.S.C. §316(d)(2). “A motion to
amend may be denied where” the amendment either
“does not respond to a ground of unpatentability in-
volved in the [IPR] trial” or “seeks to enlarge the
scope of the claims of the patent or introduce new
subject matter.” 37 C.F.R. § 42.221(a)(2).

Although the opportunity to amend is cabined in
the IPR setting, it is thus nonetheless available. The
fact that the patent owner may be limited to a single
amendment, may not broaden the claims, and must
address the ground of unpatentability is not a materi-
al difference. Nor is the fact that IPR may be said to
be adjudicatory rather than an examination. Inter-
ference proceedings are also in some sense adjudica-
tory, see Brand v. Miller, 487 F.3d 862, 867-68 (Fed.
Cir. 2007) (characterizing interference proceedings as
adjudicatory and holding that the Board’s decision be
reviewed on the record), yet the broadest reasonable
interpretation standard applies, see Genentech, Inc. v.
Chiron Corp., 112 F.3d 495, 500 (Fed. Cir. 1997) (“In
the absence of ambiguity, it is fundamental that the
language of a count should be given the broadest rea-
sonable interpretation it will support . . . .” (quoting
In re Baxter, 656 F.2d 679, 686 (CCPA 1981))). In any
event, Congress in enacting the AIA was aware of
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these differences in terms of amendments and adjudi-
cation and did not provide for a different standard
than the broadest reasonable interpretation standard.
We conclude that Congress implicitly adopted the
broadest reasonable interpretation standard in enact-
ing the ATA.

2

Even if we were to conclude that Congress did not
adopt the broadest reasonable interpretation stand-
ard in enacting the AIA, § 316 provides authority to
the PTO to conduct rulemaking. Although we have
previously held that 35 U.S.C. § 2(b) does not grant
substantive rulemaking authority to the PTO,* Cooper
Techs. Co. v. Dudas, 536 F.3d 1330, 1335-36 (Fed. Cir.
2008), the AIA granted new rulemaking authority to
the PTO. Section 316(a)(2) provides that the PTO
shall establish regulations “setting forth the stand-

8 Section 2 provides, in relevant part:

(b) Specific Powers.—the Office—

(2) may establish regulations, not inconsistent with
law, which

(A) shall govern the conduct of proceedings in the
Office;

(B) shall be made in accordance with section 553 of
title 5;

(C) shall facilitate and expedite the processing of
patent applications, particularly those which can be
filed, stored, processed, searched, and retrieved
electronically, subject to the provisions of section
122 relating to the confidential status of applica-
tions|.]

35 U.S.C. § 2(b)2)(A)—(O).
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ards for the showing of sufficient grounds to institute
a review . . . .” 35 U.S.C. §316(a)(2). Section
316(a)(4) further provides the PTO with authority for
“establishing and governing inter partes review under
this chapter and the relationship of such review to
other proceedings under this title.” Id. § 316(a)(4).
These provisions expressly provide the PTO with au-
thority to establish regulations setting the “stand-
ards” for instituting review and regulating IPR pro-
ceedings. The broadest reasonable interpretation
standard affects both the PTO’s determination of
whether to institute IPR proceedings and the pro-
ceedings after institution and is within the PTO’s au-
thority under the statute.

Because Congress authorized the PTO to prescribe
regulations, the validity of the regulation is analyzed
according to the familiar Chevron framework. See
United States v. Mead Corp., 533 U.S. 218, 226-2T7,
121 S.Ct. 2164, 150 L.Ed.2d 292 (2001); Wilder v. Mer-
it Sys. Prot. Bd., 675 F.3d 1319, 1322 (Fed. Cir. 2012).
Under Chevron, the first question is “whether Con-
gress has directly spoken to the precise question at
issue.” Chevron, U.S.A. v. Natural Res. Def. Council,
Inc., 467 U.S. 837, 842, 104 S.Ct. 2778, 81 L.Ed.2d 694
(1984); accord Cooper, 536 F.3d at 1337 (quoting
Hawkins v. United States, 469 F.3d 993, 1000 (Fed.
Cir. 2006)). If the statute is ambiguous, the second
question is “whether the agency’s interpretation is
based on a permissible construction of the statutory
language at issue.” Cooper, 536 F.3d at 1338 (quoting
Hawkins, 469 F.3d at 1000).

In the text of the IPR statute, Congress was silent
on the subject of claim construction standards, and, if
we assume arguendo that it did not adopt the broad-
est reasonable interpretation standard, step one of
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Chevron is satisfied. We proceed to step two of the
Chevron analysis. The regulation here presents a
reasonable interpretation of the statute. The PTO has
long applied the broadest reasonable interpretation
standard in other proceedings, suggesting that a
broadest reasonable interpretation standard is appro-
priate in IPRs. As discussed above, the policy ration-
ales for the broadest reasonable interpretation stand-
ard in other examination proceedings also apply in the
IPR context. The statute also provides for the PTO to
exercise discretion to consolidate an IPR with another
proceeding before the PTO. See 35 U.S.C. § 315(d).
The possibility of consolidating multiple types of pro-
ceedings suggests a single claim construction stand-
ard across proceedings is appropriate. 37 C.F.R.
§ 42.221(a) reflects a permissible construction of the
statutory language in § 316(a). Even if the broadest
reasonable interpretation standard were not incorpo-
rated into the IPR provisions of the statute, the
standard was properly adopted by PTO regulation.

B

The second issue is whether the Board here
properly construed the claims under the broadest
reasonable interpretation standard. We review the
Board’s claim construction according to the Supreme
Court’s decision in Teva Pharmaceuticals U.S.A., Inc.
v. Sandoz, Inc.,  U.S. [ 135 S. Ct. 831, 841,
____L.Ed2d __ (2015). We review underlying fac-
tual determinations concerning extrinsic evidence for
substantial evidence and the ultimate construection of
the claim de novo. See id. Because there is no issue
here as to extrinsic evidence, we review the claim con-
struction de novo.
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Claim 10 includes the following limitation: “a
speedometer integrally attached to said colored dis-
play.” ’074 patent col. 7 1. 10. Cuozzo argues that the
board improperly construed the phrase “integrally
attached.” The Board construed “integrally attached”
as meaning “discrete parts physically joined together
as a unit without each part losing its own separate
identity.” J.A. 9. Cuozzo contends that the correct
construction of “integrally attached” should be broad-
er—“joined or combined to work as a complete unit.”
Appellant’s Br. 33. Before the Board, Cuozzo stated
that its construction would cover “a display that both
functionally and structurally integrates the speedom-
eter and the colored display, such that there only is a
single display.” J.A. 10. Cuozzo argues that the
Board’s claim construction improperly excludes a sin-
gle-LCD embodiment of the invention wherein the
speedometer and the speed limit indicator are on the
same LCD.

The phrase “integrally attached” was not included
in either the specification or the claims as originally
filed. The phrase was introduced by an amendment to
claim 10 to overcome a rejection that the claim was
anticipated under § 102(e) by Awada.’

? Claim 10 of the 074 patent corresponds to the claim numbered
as claim 11 during patent prosecution.

Prior to amendment, claim 10 included the limitation: “a speed-
ometer attached to said speed limit display.” J.A. 100. Cuozzo’s
proposed amendment to that limitation recited “a speedometer in-
tegrally attached to said colored display.” Id. In proposing the
amendment, Cuozzo argued that the amendment overcame Awada
because

“[t]he cited Awada (6,515,596) lacks a speedome-
ter integrally attached to the speed limit display
. ... The vehicle’s driver is forced to look in two
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We see no error in the Board’s interpretation. The
word “attached” must be given some meaning. As the
Board explained, it would “be illogical to regard one
unit as being ‘attached’ to itself.” J.A. 9. The specifi-
cation further supports the Board’s construction that
the speedometer and the speed limit are independ-
ent—it repeatedly refers to a speed limit indicator in-
dependent of any speedometer and states that “the
present invention essentially comprises a speed limit
indicator comprising a speed limit display and an at-
tached speedometer.” ’074 patent col. 2 1. 52-54. The
Board did not err in its claim construction.

C

The third question is whether claims 10, 14, and 17
were obvious. We review the Board’s factual findings
for substantial evidence and review its legal conclu-
sions de novo. In re Baxter Int’l, Inc., 678 F.3d 1357,
1361 (Fed. Cir. 2012). The ultimate determination of
obviousness under § 103 is a question of law based on
underlying factual findings. Id. (citing Graham v.
John Deere Co., 383 U.S. 1, 17-18 (1966)). What a
reference teaches and the differences between the
claimed invention and the prior art are questions of
fact which we review for substantial evidence. Id. (ci-
tations omitted). Cuozzo states that, “[flor the pur-

separate locations and then mentally compare the
speed limit with his vehicle’s speed to determine
how close he is to speeding if he is not already do-
ing so sufficiently to activate the light and/or
tone. . .. In contrast, the present invention pro-
vides an integrated display allowing the driver to
immediately ascertain both his speed and its rela-
tion to the prevailing speed limit.”

J.A. 104-105.
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poses of this appeal, claims 10, 14, and 17 rise and fall
together.” Appellant Br. 17 n.1. Therefore, we ana-
lyze only claim 10.

Even under its own claim construction, Cuozzo
agrees that the disclosed mechanical embodiment
with a red colored filter is within the claim scope. In
the analog embodiment disclosed in the specification,
a red filter is superimposed on a white speedometer
so that “speeds above the legal speed limit are dis-
played in red . . . while the legal speeds are displayed
in white . . ..” 074 patent col. 5 1l. 35-37. A GPS unit
tracks the vehicle’s location, and the speed limit at
that location is determined. The red filter automati-
cally rotates in response so that speeds over the legal
speed limit are displayed in red.

It is a “long-established rule that ‘claims which are
broad enough to read on obvious subject matter are
unpatentable even though they also read on nonobvi-
ous subject matter.”” Muniauction, Inc. v. Thomson
Corp., 532 F.3d 1318, 1328 n.4 (quoting In re Lintner,
59 C.C.P.A. 1004, 458 F.2d 1013, 1015 (1972)) (internal
alterations omitted). Thus if the mechanical embodi-
ment is obvious, claim 10 is obvious. The Board de-
termined that the mechanical embodiment was obvi-
ous over Aumayer, Evans, and Wendt. We see no er-
ror in that determination.

Aumayer discloses a display which shows a vehi-
cle’s speed and indicates the current speed limit by
highlighting the appropriate mark on a speed scale or
by producing a scale mark of a different length or col-
or. Aumayer col. 1. 12, col. 5 1I. 19-31. Aumayer fur-
ther teaches obtaining the current location of a vehi-
cle from an on-board GPS, id. Abstract, col. 4 11. 41—
45, and “updating the speed limit data stored in the
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vehicle by means of a radio connection . . . by means of
a data carrier,” id. col. 2 1. 54-57. Figure 2a provides
an illustration:

107 FIG. 2a
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Element 105 displays a maximum speed limit, and el-
ement 107 highlights this same speed limit on the
speed scale. The pointer designated by element 102
displays the vehicle’s current speed.

Evans discloses a transparent plate that “bears
warning indicia, for example, a special color and/or a
plurality of marks, spaces, ridges, ete. so that when
the speedometer dial is viewed through it, a portion of
the dial representing speeds in excess of a predeter-
mined limit are demarked by the warning indicia.”
Evans col. 2 1. 3-8. The plate is generally fixed but
can be removed and recut and/or repositioned in or-
der to extend over a different range of numbers on
the dial. Figure 3 is illustrative:



Wendt discloses a speed limit indicator which is at-
tachable by a suction cup to the cover of a speedome-
ter. The indicator has a pointer which is rotatable to
indicate the current speed limit.

Cuozzo argues that Aumayer, Evans, and Wendt
do not disclose “continuously updat[ing] the delinea-
tion of which speed readings are in violation of the
speed limit at a vehicle’s present location,” as re-
quired by claim 10. ’074 patent col. 7 1. 6-9. In par-
ticular, Cuozzo contends that Aumayer discloses up-
dating speed limits associated with a region and not
with a geographic position determined by the GPS lo-
cating device. The Board found that “it is indisputa-
ble that Aumayer displays the speed limit for the cur-
rent location of a vehicle as determined by a GPS re-
ceiver, and not merely the speed limit for a certain
class of road in a given region without any connection
to the vehicle’s current location.” J.A. 34. The
Board’s finding is supported by substantial evidence.

Cuozzo also argues that there is no motivation to
combine Aumayer, Evans, and Wendt because
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Aumayer is an automatic device while Evans and
Wendt are manual devices. However, “[a]pplying
modern electronics to older mechanical devices has
been commonplace in recent years.” Leapfrog En-
ters., Inc. v. Fisher-Price, Inc., 485 F.3d 1157, 1161
(Fed. Cir. 2007). It would have been obvious to com-
bine Aumayer, Evans, and Wendt to arrive at the ana-
log embodiment. Cuozzo does not contend that any
secondary considerations argue against a finding of
obviousness.

Claim 10 would have been obvious over Aumayer,
Evans, and Wendt because it encompasses the analog
embodiment of the invention discussed in the specifi-
cation. We need not address whether claim 10 is also
obvious over Tegethoff, Awada, Evans, and Wendt, as
the Board also concluded.

D

Finally, we consider whether the Board properly
denied Cuozzo’s motion for leave to amend, finding
that Cuozzo’s substitute claims would enlarge the
scope of the patent. Cuozzo moved to substitute claim
10 with the following substitute claim 21:

A speed limit indicator comprising:

a global positioning system receiver determining a
vehicle’s present location, a vehicle’s present
speed and a speed limit at the vehicle’s present
location;

a display controller connected to said global position-
ing system receiver, wherein said display control-
ler adjusts a colored display in response to signals
indicative of the speed limit at the vehicle’s pre-
sent location from said global positioning system
receiver to continuously update the delineation of
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which speed readings determined by the global
positioning system receiver are in violation of the
speed limit at the vehicle’s present location; and

a speedometer integrally attached to said colored dis-
play,

wherein the speedometer comprises a liquid crystal
display, and

wherein the colored display is the liquid crystal dis-
play.

J.A. 357-58.

The statute and PTO regulation bar amendments
which would broaden the scope of the claims. 35
U.S.C. § 316(d)(3); 37 C.F.R. § 42.221(a)(2)(ii). In the
past, we have construed this requirement in the con-
text of reissues and reexaminations. In both contexts,
we have applied the test that a claim “is broader in
scope than the original claims if it contains within its
scope any conceivable apparatus or process which
would not have infringed the original patent.” Tillot-
son, Ltd. v. Walbro Corp., 81 F.2d 1033, 1037 n.2
(Fed. Cir. 1987) (in the reissue context); see In re
Freeman, 30 F.3d 1459, 1464 (Fed. Cir. 1994) (quoting
Tillotson, 831 F.2d at 1037 n.2) (in the reexamination
context). The same test applies in the context of
IPRs. Therefore, we inquire whether Cuozzo’s pro-
posed substitute claims would encompass any appa-
ratus or process that would not have been covered by
the original claims.” The Board held that claim 21

10 Cuozzo argues that its substitute claim is narrowing because it
is limited to the single-LCD embodiment and no longer would en-
compass the mechanical embodiment. This argument misstates the
test for broadening. “[A] claim is broadened if it is broader in any
respect than the original claim, even though it may be narrowed in
other respects.” In re Rogoff, 46 C.C.P.A. 733, 261 F.2d 601, 603
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was broadening because it would encompass a single-
LCD embodiment wherein both the speedometer and
the colored display are LCDs, which was not within
the original claims. Cuozzo argues that the proposed
claims were not broadening and instead copied limita-
tions from two dependent claims in the patent.

Based on the proper construction of the phrase “in-
tegrally attached,” we agree with the PTO that Cuoz-
zo’s proposed amendment is broadening. Cuozzo it-
self argues that the motion to amend was denied sole-
ly because of the PTO’s interpretation of “integrally
attached,” and argues only that a remand is necessary
if we were to reverse the Board’s claim construction
(which we have not done). Cuozzo admits that the
Board’s construction of “integrally attached” “ex-
cludes the single LCD embodiment of the invention in
which the speedometer includes an LCD that is the
colored display.” Appellant Br. 33. Proposed claim 21
recites “a speedometer integrally attached to said col-
ored display, wherein the speedometer comprises a
liquid crystal display, and wherein the colored display
is the liquid crystal display.” J.A. 358 (emphasis add-
ed). The word “the,” emphasized in the quoted lan-
guage above, requires a single-LCD embodiment that
includes both the speedometer and the colored display
in one LCD. Because proposed claim 21 would en-
compass an embodiment not encompassed by claim
10, it is broadening, and the motion to amend was
properly denied.

AFFIRMED

(1958); see also Senju Pharm. Co., Ltd. v. Apotex Inc., 746 F.3d
1344, 1352 (Fed. Cir. 2014).



95a
NEWMAN, Circuit Judge, dissenting.

I respectfully dissent, for several of the panel ma-
jority’s rulings are contrary to the legislative purpose
of the Leahy-Smith America Invents Act, Pub. L. No.
112-29, 125 Stat. 284 (2011) (effective September 16,
2012).

The America Invents Act established a new Inter
Partes Review system for the purpose of “providing
quick and cost effective alternatives to litigation.”
H.R. Rep. No. 112-98, pt. 1, at 48 (2011), 2011
U.S.C.C.A.N. 67, 78. This purpose was achieved by
providing a new adjudicatory proceeding in the ad-
ministrative agency, the Patent and Trademark Office
in the Department of Commerce, whereby a newly
formed Patent Trial and Appeal Board (PTAB) serves
as a surrogate for district court litigation of patent
validity. The goal is improved service to technology-
based innovation, and thus to the nation. The panel
majority thwarts the statutory plan in several ways.

First, the panel majority holds that the PTAB, in
conducting its adversarial proceedings, need not and
should not apply the same legal and evidentiary
standards as would apply in the district court. In-
stead, the panel majority authorizes and requires
treating the claims of an issued patent in the same
way as pending claims in the patent application stage,
where claims are subject to the “broadest reasonable
interpretation” examination protocol. The panel ma-
jority thus precludes achieving review of patent valid-
ity in Inter Partes Review comparable to that of the
district courts, where validity is determined based on
the correct claim construction, not an artificially
“broadest” construection.
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This court has approved the use of “broadest rea-
sonable interpretation” as an expedient in examina-
tion and reexamination, but our approval was based
on the unfettered opportunity to amend in those pro-
ceedings. That opportunity is not present in Inter
Partes Review; amendment of claims requires per-
mission, and since the inception of Inter Partes Re-
view, motions to amend have been granted in only two
cases, although many have been requested.’

The purpose of Inter Partes Review is to “convert”
inter partes reexamination “from an examinational
proceeding to an adjudicative proceeding.” H.R. Rep.
No. 112-98, pt. 1, at 46. See also 157 Cong. Rec. S1111
(Mar. 2, 2011) (statement of Sen. Leahy) (the purpose
is to “decrease[] the likelihood of expensive litigation
because it creates a less costly, in-house administra-
tive alternative to review patent validity claims”). By
refusing to apply to Inter Partes Review the proce-
dural and substantive law of the district courts, the
panel majority defeats the legislative purpose, for the
PTO tribunal cannot serve as a surrogate for district
court litigation if the PTAB does not apply the same
law to the same evidence.

Second, and as a further departure from the legis-
lative plan, the panel majority holds that the “final
and nonappealable” statutory provision relating to

! See Andrew Williams, PTAB Update — The Board Grants Its
Second Motion to Amend (At Least in Part), PATENT DOCS (Jan. 8,
2015),  http://www.patentdoes.org/2015/01/ptab-update-the-board-
grants-its-second-motion-to-amend-at-least-in-part.html; see also
Jennifer E. Hoekel, PTAB Grants First Opposed Motion to Amend
Claims — Patent Trial and Appeal Board, THE NATIONAL LAW RE-
VIEW (Jan. 14, 2015), http:/www.natlawreview.com/article/ptab-
grants-first-opposed-motion-to-amend-claims-patent-trial-and-
appeal-board.
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whether to institute Inter Partes Review means that
“§ 314(d) . . . must be read to bar review of all institu-
tion decisions, even after the Board issues a final de-
cision.” Mayj. op. at 1289. Does this mean that such
decisions can never be judicially reviewed, even if con-
trary to law, even if material to the final appealed
judgment? This ruling appears to impede full judicial
review of the PTAB’s final decision, further negating
the purpose of the America Invents Act to achieve
correct adjudication of patent validity through Inter
Partes Review in the administrative agency.

Several other aspects of the America Invents Act
are incorrectly or confusingly treated. For example,
as Cuozzo points out, here the PTAB decision relies
on arguments and evidence that had not been raised
in the petition to institute, although the statute re-
quires that all arguments and evidence must be pre-
sented in the petition. The panel majority holds that
“[t]he fact that the petition was defective is irrelevant
because a proper petition could have been drafted.”
Maj. op. at 1290. Such broad and conflicting depar-
ture from the statutory provisions cannot have been
intended.

Inter Partes Review is intended as a far-reaching
and powerful surrogate for district court validity de-
terminations. The plan is that an adversarial proceed-
ing in the PTO will resolve most issues of patent va-
lidity, without the disruption and expense and delay of
district court litigation. I write in dissent because the
court today moves Inter Partes Review in directions
contrary to the language and intent of the America
Invents Act, thereby impeding its purpose to serve as
a surrogate for district court litigation.
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I

Inter Partes Review as surrogate for
district court litigation

The goal of Inter Partes Review is to rehabilitate
the innovation incentive, by reinforcing valid patents
and eliminating invalid patents through an expedi-
tious and cost-effective alternative to litigation, on
whose results the innovation community can rely. To
this end, the new Inter Partes Review proceedings
provide for discovery, expert testimony, depositions,
subpoenas, briefs, and oral argument by adversaries.
See Abbott Labs. v. Cordis Corp., 710 F.3d 1318, 1326
(Fed. Cir. 2013) (the America Invents Act created an
adversarial proceeding as in the district courts, where
all appropriate evidence can be adduced).

Inter Partes Review is limited to patent validity,
for validity is a central issue in patent litigation, and
often is dispositive of the entire litigation. To serve as
a reliable substitute for district court validity deter-
mination, the legislation was designed to achieve the
same correct decision as would be obtained in a dis-
trict court on the same evidence and the same law.
However, this court holds that PTAB adjudication
need not conform to the law and consider the same
evidence as in the courts. Instead, the panel majority
authorizes the PTAB to employ the expedients and
shorteuts that were developed for the give-and-take of
examination and reexamination, instead of determin-
ing validity as a matter of fact and law, as required in
the courts.

Although the PTAB is authorized to apply trial and
evidentiary procedures, my colleagues hold that the
PTAB need not apply the same rules of law and evi-
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dence as in the distriet courts. It is critical to the suc-
cess of Inter Partes Review that it serve its purpose
as a district court surrogate, yet it is not disputed that
the “broadest reasonable interpretation” of claims
and technology can differ from the ultimately correct
decision on the standards of Phillips v. AWH Corp.,
45 F.3d 1303 (Fed. Cir. 2005) (en banc). This built-in
discrepancy defeats the legislative purpose of substi-
tuting administrative adjudication for district court
adjudication, for a PTAB decision based on this artifi-
cial “broadest” standard cannot substitute for litiga-
tion directed to the correct result.

A

My colleagues argue that Inter Partes Review is
simply a reexamination of the patent, and thus should
be conducted on the same broadest reasonable inter-
pretation as for reexamination. This argument is ne-
gated by the heavy legislative emphasis on differences
from reexamination as achieved by these new proce-
dures.

The House Report states that the America Invents
Act “converts” Inter Partes Reexamination “from an
examinational proceeding to an adjudicative proceed-
ing.” H.R. Rep. No. 112-98, pt. 1, at 46 (2011), 2011
U.S.C.C.A.N. 67, 77; see also id. at 75 (describing
post-grant review and Inter Partes Review as “adju-
dicative systems”). The Report further explains:

Unlike reexamination proceedings, which pro-
vide only a limited basis on which to consider
whether a patent should have issued, the post-
grant review proceeding permits a challenge on
any ground related to invalidity under section 282.
The intent of the post-grant review process is to
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enable early challenges to patents . ... The Com-
mittee believes that this new, early-stage process
for challenging patent validity . . . will make the
patent system more efficient and improve the
quality of patents and the patent system.

Id. at 46. It is undisputed that Congress intended
that Inter Partes Review would differ from examina-
tion or reexamination, and that these new proceedings
would be adjudicative, like the validity proceedings in
the district courts. In the PTAB’s words, “[a]n inter
partes review is neither a patent examination nor a
patent reexamination,” but is “a trial, adjudicatory in
nature [which] constitutes litigation.” Google Inc. v.
Jongerius Panoramic Techs., LLC, IPR2013-00191,
Paper No. 50, at 4 (PTAB Feb. 13, 2014).

To implement the intent of the America Invents
Act, the administrative judges of the PTAB must ap-
ply the same procedural and substantive law as the
district courts. By adopting the examination protocol
of broadest reasonable interpretation, the PTO and
the panel majority negate the legislative purpose, for
the PTAB tribunals cannot serve as a surrogate for
district court litigation if the PTAB does not apply the
same law to the same evidence. Instead, Inter Partes
Review will merely become another mechanism for
delay, harassment, and expenditure, despite the Con-
gressional warning:

While this amendment is intended to remove cur-
rent disincentives to current administrative pro-
cesses, the changes made by it are not to be used
as tools for harassment or a means to prevent
market entry through repeated litigation and ad-
ministrative attacks on the validity of a patent.
Doing so would frustrate the purpose of the sec-
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tion as providing quick and cost effective alterna-
tives to litigation.

H.R. Rep. No. 112-98, pt. 1, at 48 (2011), 2011
U.S.C.C.A.N. 67, 78.

The broadest reasonable interpretation standard is
not a rule of law, but a pragmatic protocol applied in
patentability examination and reexamination. See In
re Yamamoto, 740 F.2d 1569, 1571 (Fed. Cir. 1984)
(giving claims their broadest reasonable interpreta-
tion “serves the public interest by reducing the possi-
bility that claims, finally allowed, will be given broad-
er scope than is justified”); see also, e.g., In re Hyatt,
211 F.3d 1367, 1372 (Fed. Cir. 2000); In re Zletz, 893
F.2d 319, 322 (Fed. Cir. 1989). The broadest reasona-
ble interpretation is an examination expedient, not a
canon of construction. It serves not to state the cor-
rect meaning of the claim, but to provide a framework
for clarification and amendment.

Contrary to the panel majority’s theory, the differ-
ences between reexamination and the new post-grant
proceedings are very relevant to Inter Partes Review.
The standard for adjudication of validity is set forth in
Phillips v. AWH Corp., where claims are given their
correct construction as understood by a person of or-
dinary skill in the field of the invention. Adoption of a
broadest interpretation renders the PTAB rulings le-
gally unreliable, leaving the parties to district court
proceedings, whatever the decision of the PTAB.
That was not the legislative plan.

B

The panel majority holds that it is irrelevant that
the America Invents Act does not mention a “broadest
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reasonable interpretation” standard, stating that en-
dorsement of this approach is “implicit” in the legisla-
tive silence. Maj. op. at 1281. To the contrary, the
language of the America Invents Act demonstrates
that Congress did not intend that the PTAB tribunals
would construe claims differently from the district
courts.

While the reexamination, interference, and reissue
statutes and regulations refer to the “patentability” of
a claim, 35 U.S.C. §§ 305; 135; 37 C.F.R. § 1.97, the
term “validity” is used throughout the Inter Partes
Review statute. 35 U.S.C. § 316. The distinction is
carefully made in the statute, for “validity” is the
province of adjudication, while “patentability” applies
to examination. See In re Donaldson Co., Inc., 16
F.3d 1189, 1193 (Fed. Cir. 1994) (referring to “a pa-
tentability determination in the PTO or . . . a validity
or infringement determination in a court”). This dis-
tinction is significant.

The America Invents Act refers to the “proper
meaning of a patent claim,” see 35 U.S.C. § 301(d) (re-
ferring to “the proper meaning of a patent claim in a
proceeding that is ordered or instituted pursuant to
section 304, 314, or 324”). The “proper meaning of a
patent claim” is the correct meaning. Correctness is
the province of the courts, and correctness is the pur-
pose of Inter Partes Review.

C

The panel majority further argues that the Federal
Circuit has “approved” the “broadest reasonable in-
terpretation” standard in “a variety of [PTO] proceed-
ings.” Maj. op. at 1279-80. Indeed we have, explain-
ing in In re Yamamoto that the expedient of broad
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interpretation during examination and reexamination
is based on the ready ability to amend claims, the
Yamamoto court stressing this difference from judi-
cial proceedings:

An applicant’s ability to amend his claims to
avoid cited prior art distinguishes proceedings be-
fore the PTO from proceedings in federal district
courts on issued patents. When an application is
pending in the PTO, the applicant has the ability
to correct errors in claim language and adjust the
scope of claim protection as needed. This oppor-
tunity is not available in an infringement action in
district court.

740 F.2d at 1572.

In routine examination and reexamination, the
amendment of a claim is a fluid, back-and-forth pro-
cess between an examiner and the applicant, who may
present proposed amendments and new claims.
Reexamination is “conducted according to the proce-
dures established for initial examination under the
provisions of Sections 132 and 133.” 35 U.S.C. § 305.
The focus of reexamination proceedings “returns es-
sentially to that present in an initial examination.” In
re Ktter, 756 F.2d 852, 857 (Fed. Cir. 1985). It is sig-
nificant that when claims in reexamination are not eli-
gible for amendment, as when a patent has expired,
the PTO instructs examiners not to use the broadest
reasonable interpretation. MPEP § 2258 G states:

In a reexamination proceeding involving claims of
an expired patent, claim construction pursuant to
the principle set forth by the court in Phillips v.
AWH Corp., 415 F.3d 1303, 1316 (Fed. Cir. 2005)
(words of a claim “are generally given their ordi-
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nary and customary meaning” as understood by a
person of ordinary skill in the art in question at
the time of the invention) should be applied since
the expired claims are not subject to amendment.

The panel majority is incorrect in stating that Inter
Partes Review proceedings are “not materially differ-
ent” from pre-AIA proceedings with respect to the
opportunity to amend. Maj. op. at 1280.

It is reported that the ability to amend claims in
Inter Partes Review proceedings, as administered by
the PTO, is almost entirely illusory. Amendment re-
quires permission, 37 C.F.R. § 42.20(b), and to date
motions to amend have been granted in only two cas-
es, see supra note 1. Patent owners are limited to
“one motion to amend,” and are presumptively limited
to substituting one issued claim for one amended
claim. 37 C.F.R. § 42.221(a)(3). Additional motions to
amend are allowed only “to materially advance the
settlement of a proceeding” or “as permitted by regu-
lations prescribed by the Director.” 35 U.S.C.
§ 316(d)(2).

It is beyond debate that Inter Partes Review does
not allow the kind of iterative amendment process
that initially justified adoption of a “broadest reason-
able interpretation” protocol in examination and reex-
amination.

D

The panel majority states that the PTO is acting
within its rulemaking authority. The Supreme Court
has stated that “although an agency’s interpretation
of the statute under which it operates is entitled to
some deference, ‘this deference is constrained by our
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obligation to honor the clear meaning of a statute, as
revealed by its language, purpose, and history.” Se.
Cmty. Coll. v. Davis, 442 U.S. 397, 99 S.Ct. 2361, 60
L.Ed.2d 980, (1979) (quoting Teamsters v. Daniel, 439
U.S. 551, 566 n.20, 99 S.Ct. 790, 58 L.Ed.2d 808
(1979)); see also Muwwakk:l v. Office of Pers. Mgmdt.,
18 F.3d 921, 925 (Fed. Cir. 1994) (“When an agency’s
interpretation of a statute it is entrusted to adminis-
ter is contrary to the intent of Congress, as divined
from the statute and its legislative history, we owe it
no deference.”).

In promulgating 37 C.F.R. § 42.300(b), the PTO
departed from the purpose of the America Invents
Act to create a reliable substitute for district court
litigation. The invocation of the “broadest” construec-
tion rather than the correct construction is incon-
sistent with the language, purpose and history of the
America Invents Act. Regulations must implement
the statute they seek to serve, not defeat it. See
Ernst & Ernst v. Hochfelder, 425 U.S. 185, 213-14, 96
S.Ct. 1375, 47 L.Ed.2d 668 (1976) (“The rulemaking
power granted to an administrative agency charged
with the administration of a federal statute is not the
power to make law. Rather, it is the power to adopt
regulations to carry into effect the will of Congress as
expressed by the statute.”). Pending potential legis-
lative action, it is our obligation to interpret the stat-
ute in accordance with its legislative purpose.®

2 On December 5, 2013, the House passed H.R. 3309, amending
section 316(a) to state that in Inter Partes Review “each claim of a
patent shall be construed as such claim would be in a civil action to
invalidate a patent under section 282(b), including constructing each
claim of the patent in accordance with the ordinary and customary
meaning of such claim as understood by one of ordinary skill in the
art and the prosecution history pertaining to the patent ....” H.R.
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In sum, the procedure whereby claims are given
their broadest reasonable interpretation instead of
their correct construction defeats the purpose of Inter
Partes Review as a surrogate for district court litiga-
tion.

II

The nonappealable decision to institute Inter
Partes Review

The America Invents Act states that the PTO’s de-
cision whether to institute Inter Partes Review is “fi-
nal and nonappealable.” 35 U.S.C. § 314(d). The pan-
el majority holds that this means that rulings in con-
nection with the institution of Inter Partes Review,
whether review is granted or denied, cannot be ap-
pealed to any court, either by interlocutory appeal or
on appeal of final judgment. That is not what the
statute states, or requires.

The panel majority “conclude[s] that § 314(d) pro-
hibits review of the decision to institute IPR even af-
ter a final decision. On its face, the provision is not
directed to precluding review only before a final deci-
sion. It is written to exclude all review of the decision
whether to institute review.” Maj. op. at 1276. On
this conclusion, the panel majority holds that we are
barred by § 314(d) from reviewing compliance with
the statutory limits of Inter Partes Review.

The majority acknowledges that situations may
arise “where the PTO has clearly and indisputably ex-

Rep. No. 113-279, at 13-14 (2013). The corresponding Senate bill
was reported to have stalled for reasons unrelated to this section.
This proposed clarification is further evidence of legislative intent.
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ceeded its authority,” and suggests that possibly
“mandamus may be available to challenge the PTO’s
decision to grant a petition to institute IPR after the
Board’s final decision.” Maj. op. at 1290. This hint is
disputed by the PTO, pointing to the Federal Circuit’s
strict requirements for mandamus.

The ultimate authority regarding what a statute
says and how it applies is the judiciary. The purpose
of the “nonappealable” provision apparently is to bar
interlocutory proceedings and harassing filings by
those seeking to immobilize the patent or exhaust the
patentee. The bar of interlocutory appeals is routine.
However, sensitive scrutiny is required, not blanket
enlargement for all circumstances. In Bowen v. Mich-
1gan Academy of Family Physicians, 476 U.S. 667,
106 S.Ct. 2133, 90 L.Ed.2d 623 (1986) the Court ex-
plained that “[flrom the beginning ‘our cases [have
established] that judicial review of a final agency ac-
tion by an aggrieved person will not be cut off unless
there is persuasive reason to believe that such was the
purpose of Congress’.” Id. at 670, 166 S.Ct. 2133 (al-
teration in original) (quoting Abbott Labs. v. Gardner,
387 U.S. 136, 140, 87 S.Ct. 1507, 18 L.Ed.2d 681
(1967)).

Cuozzo points out that here the PTAB decision re-
lies on arguments that had not been raised in the peti-
tion for review, contrary to the requirements of the
statute. 35 U.S.C. § 312(a)(3) (the petition must iden-
tify the grounds and evidence as to each challenged
claim). The panel majority holds that “[t]he fact that
the petition was defective is irrelevant because a
proper petition could have been drafted.” Maj. op. at
1290. Is this prohibited appellate review of the non-
appealable petition? Or simply a curious departure
from the fundamental rule of administrative action,
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that agency decisions must be reviewable on appeal?
In Block v. Community Nutrition Institute, 467 U.S.
340 (1984), the Court elaborated on the principle of
judicial review of agency determinations. The Court
summarized:

Whether and to what extent a particular statute
precludes judicial review is determined not only
from its express language, but also from the
structure of the statutory scheme, its objectives,
its legislative history, and the nature of the ad-
ministrative action involved.

Id. at 345, 104 S.Ct. 2450.

The statute requires thoughtful adjustment to the
legislative purpose, not heavy-handed foreclosure of
all review of anything related to the petition.

Conclusion

The America Invents Act has the purpose of
“providing quick and cost effective alternatives to liti-
gation.” H.R. Rep. No. 112-98, pt. 1, at 48 (2011), 2011
U.S.C.C.A.N. 67, 78. The PTO is authorized to review
the validity of issued patents in accordance with new
procedures, to reach the correct decision, but faster,
cheaper, and sooner than in the distriet court. The
panel majority fails to implement the statutory pur-
pose.
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UNITED STATES PATENT AND TRADEMARK
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35 U.S.C. § 318(a) and 37 C.F.R. § }2.73
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BACKGROUND

A. Introduction

Petitioner, Garmin International Inc. and Garmin
USA, Inc. (“Garmin”), filed a petition on September
16, 2012, for inter partes review of claims 1-20 of Pa-
tent 6,778,074 (“the ’074 Patent”) pursuant to 35
U.S.C. §§ 311 et seq. On January 9, 2013, the Board
denied the petition as to claims 1-9, 11-13, 15, 16, and
18-20, and instituted trial for claims 10, 14, and 17, on
two grounds of unpatentability. Paper 15.

After institution of trial, Cuozzo Speed Technolo-
gies LLC, (“Cuozzo”) filed a Patent Owner Response
(“PO Resp.”). Paper 31. Cuozzo also filed a Motion to
Amend Claims by substituting proposed new claims
21-23 for claims 10, 14, and 17. Paper 32. Garmin
filed a Reply (Paper 40) to the Patent Owner Re-
sponse, and also its Opposition (Paper 39) to Cuozzo’s
Motion to Amend Claims. Cuozzo then filed a Reply
(Paper 44) to Garmin’s Opposition to Cuozzo’s Motion
to Amend Claims.

Oral hearing was held on August 16, 2013."

The Board has jurisdiction under 35 U.S.C. § 6(c).
This final written decision is issued pursuant to 35
U.S.C. § 318(a) and 37 C.F.R. § 42.73.

Garmin has shown that claims 10, 14, and 17 are
unpatentable.

Cuozzo’s Motion to Amend Claims is denied.

! A transeript of the oral hearing is included in the record as Ex-
hibit 3005.
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B. The Invention of the 074 Patent?

The disclosed invention of the ’074 Patent relates
to a speed limit indicator and method for displaying
speed and the relevant speed limit for use in connec-
tion with vehicles. Ex. 3006, 1:9-11. Specifically, the
speed limit indicator and the method for displaying
speed and the relevant speed limit have particular
utility in connection with displaying the current speed
of a vehicle and how it relates to the legal speed limit
at the current location of a vehicle. Ex. 3006, 1:11-16.
The invention eliminates the need for the driver to
take his or her eyes off the road to look for speed limit
signs, and resolves any confusion that might exist as
to what is the current legal speed limit. Ex. 3006,
1:22-25. The specification states that by allowing the
driver to keep his or her eyes on the road more, the
speed limit indicator reduces the chance of an acci-
dent. Ex. 3006, 1:27-29.

Only one embodiment is described in the specifica-
tion of the 074 Patent with a meaningful degree of
specificity. It is a mechanical embodiment that does
not make use of a liquid crystal display for displaying
speed or how the current speed relates to the speed
limit for the current location of the vehicle.

Figure 1 is reproduced below:

FIG. |

2 The Board has added a copy of the 074 patent as Exhibit 3006.
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Figure 1 illustrates a specifically disclosed embod-
iment. In that embodiment, speedometer 12 is
mounted on dashboard 26. Ex. 3006, 5:8-9. It has a
backplate 14 made of plastic, speed denoting mark-
ings 16 painted on backplate 14, a colored display 18
made of a red plastic filter, and a plastic needle 20 ro-
tatably mounted in the center of backplate 14. Ex.
3006, 5:8-11. A global positioning system receiver 22
is positioned adjacent to speedometer 12, and other
gauges typically present on a vehicle dashboard 26
are also provided. Ex. 3006, 5:13-15.

Figure 2 is reproduced below

FLCW CHART

UPLOADING _/‘38

UNIT 4-2\

G.P.S. TRACKS VFHICLE LOCATION

40
\ 44“\ 4~6\
REGIONAL CORRELATES VEHICLE LOCATION =
SPEED LIMIT|— TO GURRENT SPEED LIMIT IN ONE
DATABASE WHICH VEHICLE IS TRAVELING GENERATOR
SPEED LIMIT INFORMATION IS

SENT TO SPEEDOMETER's AR
FILTER CONTROL UNIT

3 50
VEHICLE SPEED UP TG SPEED VEHICLE SPEED ABOVE PQOSTED
LIMIT IS DISPLAYED ON WHITE SPEED LIMIT IS DISPLAYED
SPEEDOMETER REGION ON RED SPEEDOMETER REGION
sq.

FILTER CONTROL UNIT
ROTATES RED DISC
TO CURRENT SPEED LIMIT

FIG. 2
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Figure 2 illustrates in block diagram form the
steps carried out by a speed limit indicator shown in
Figure 1. Referring to the flowchart of Figure 2, the
specification of the 074 Patent describes operation of
the speed limit indicator as follows (Ex. 3006, 5:25-39,
emphasis added):

Uploading unit 38 uploads current data to
a regional speed limit database 40. The
global positioning system receiver 42
tracks the vehicle’s location and speed, and
identifies the relevant speed limit from the
database for that location. The global po-
sitioning system receiver compares the
vehicle’s speed and the relevant speed lim-
it 44, and uses a tone generator 46 to gen-
erate a tone in the event that the vehicle’s
speed exceeds the relevant speed limit.
The speed limit information is sent from
the global positioning system receiver to a
filter control unit 48. The control unit
adjusts the colored filter so that the
speeds above the legal speed limit are
displayed in red 50 while the legal
speeds are displayed in white 52. This is
accomplished by the control unit rotat-
ing the red filter disc 54 to the appropri-
ate degree.

Thus, in the step shown in block 54, a filter control
unit rotates a red filter disc, which is element 18 in
Figure 1, to cover portions of the speed display on
speedometer 12, such that readings covered or over-
lapped by the red filter disc reflect speeds above the
speed limit for the current location of the vehicle.
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In column 6 of the ’074 Patent, lines 31-34, there is
brief mention of a different embodiment. It also is
stated generally (Ex. 3006, 6:11-14):

And although a red filter disc has been described,
it should be appreciated that the colored display
herein described could also take the form of a liq-
uid crystal display.

In that regard, claim 12, which depends on claim
10, also recites that “said colored display is a liquid
crystal display.” Ex. 3006, 7:15-16. The above-quoted
text does not describe any specific implementation
and indicates only generally that a liquid crystal dis-
play may be used in place of the red filter disc. That
does not describe an embodiment in which the speed
readings themselves “and” the delineation of which
speeds are above the speed limit at the current loca-
tion are both shown on the same liquid erystal display.
As is noted by Garmin (Reply at 3, n.1), the liquid
crystal display simply may provide colored lighting to
a conventional mechanical speedometer needle and
backplate.

Similarly, claim 18, which depends on claim 10, re-
cites “wherein said speedometer comprises a liquid
crystal display,” but does not provide any manner of
specific implementation. It only indicates, generally,
that the speedometer may include a liquid crystal dis-
play. That does not describe an embodiment in which
the speed readings themselves “and” the delineation
of which readings are above the speed limit are both
shown on the same liquid crystal display.

During oral argument, counsel for Cuozzo
acknowledged that even if the features added by de-
pendent claims 12 and 18 are considered together, the
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combination does not require use of one liquid crystal
display to show both speed readings themselves and a
delineation of whether the current speed exceeds an
applicable speed limit for the current location of the
vehicle. Ex. 3005, 78:6-9.

C. The Alleged Grounds of Unpatentability

The prior art references as applied to claims 10, 14,
and 17 are:

Aumayer U.S. 6,633,811  Oct. 14, Ex.
2003; filed 1001
Oct. 19, 2000

Awada U.S. 6,515,596  Feb. 4, 2003; Ex.
filed Mar. 8, 1010

2001
Tegethoff German DE Sept. 24, Ex.
19755470 A1 1998 1002
English Ex.
Translation 1003
Evans U.S. 3,980,041  Sept. 14, Ex.
1976 1009
Wendt U.S. 2,711,153  June 21, Ex.
1955 1011

Citations to Tegethoff refer to its English transla-
tion, Ex. 1003.

The Board instituted trial on the following grounds
of unpatentability:
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. Claims
Reference(s) Basis Challenged
Aumayer, Evans, and
Wendt § 103 10, 14, 17
Tegethoff, Awada, Evans,
and Wendt 3103 110,14,17

DISCUSSION

An appropriate construction of the term “integrally
attached” in independent claim 10 is central to the pa-
tentability analysis of claims 10, 14, and 17.

Claim 10 is reproduced below (emphasis added):
10. A speed limit indicator comprising:
a global positioning system receiver;

a display controller connected to said global posi-
tioning system receiver, wherein said display control-
ler adjusts a colored display in response to signals
from said global positioning system receiver to con-
tinuously update the delineation of which speed read-
ings are in violation of the speed limit at a vehicle’s
present location; and

a speedometer integrally attached to said col-
ored display.

Claim 10 requires that a speedometer be “integral-
ly attached” to a colored display, which is adjustable
to update continuously the delineation of which
speeds are in violation of the speed limit at the vehi-
cle’s present location. Claim 14 depends on claim 10,
and claim 17 depends on claim 14.
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A. Claim Construction
Principles of Law

In an wnter partes review, claim terms in an unex-
pired patent are interpreted according to their broad-
est reasonable construction in light of the specifica-
tion of the patent in which they appear. 37 C.F.R.
§ 42.100(b); Office Patent Trial Practice Guide, T7
Fed. Reg. 48756, 48766 (Aug. 14, 2012). Claim terms
are also given their ordinary and customary meaning
as would be understood by one of ordinary skill in the
art in the context of the entire disclosure. In re
Translogic Tech., Inc., 504 F.3d 1249, 1257 (Fed. Cir.
2007).

If an inventor acts as his or her own lexicographer,
the definition must be set forth in the specification
with reasonable clarity, deliberateness, and precision.
Renishaw PLC v. Marposs Societa’ per Azioni, 158
F.3d 1243, 1249 (Fed. Cir. 1998). Neither Petitioner
nor Patent Owner contends that the specification of
the ’074 Patent, as filed, coined a new meaning for any
term.

If a feature is not necessary to give meaning to
what the inventor means by a claim term, it would be
“extraneous” and should not be read into the claim.
Renishaw PLC, 158 F.3d at 1249; E.I. du Pont de
Nemours & Co. v. Phillips Petroleum Co., 849 F.2d
1430, 1433 (Fed. Cir. 1988). The construction that
stays true to the claim language and most naturally
aligns with the inventor’s description is likely the cor-
rect interpretation. See Rewnishaw PLC, 158 F.3d at
1250.
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Board’s Construction of “integrally attached”

According to plain and common usage, the central
characteristic of “integrally attached” stems from the
word “attached.” That is because the term “integral-
ly” modifies “attached” by specifying a form of at-
tachment. The general characteristic of two compo-
nents being “attached” to each other cannot be elimi-
nated whatever is the effect of adding “integrally” to
modify “attached.”

For a speedometer to be “integrally attached” to a
colored display, there must be a speedometer and a
colored display that are separately identifiable from
each other, or else “attached” effectively would be
read out of the claim. Adding the modifier “integral-
ly” does not negate or nullify “attached.” That does
not mean the speedometer and the colored display
may not share any part. But it does mean that the
sharing may not be so substantial, e.g., the entirety of
the colored display is subsumed within the speedome-
ter, that the speedometer and the colored display lose
their separate identities. It would be illogical to re-
gard one unit as being “attached” to itself.

The Board construes “integrally attached” as ap-
plied to the colored display and the speedometer in
the context of the disclosure of the 074 Patent as
meaning:

discrete parts physically joined together as a unit
without each part losing its own separate identity.

In the joined unit, the colored display is still the col-
ored display and the speedometer is still the speed-
ometer; each retains its own separate identity. That
is consistent with the specification. With reference to
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Figure 1, the specification of the '074 Patent discloses
that colored display 18 in the form of a red plastic fil-
ter is a separate item from backplate 14, speed denot-
ing marking 16 on backplate 14, and needle 20. Ex.
3006, 5:9-12. All of those other components, exclusive
of the red plastic filter, form the speedometer, which
is separate from the colored display.

Cuozzo’s Construction of “integrally attached”

Cuozzo disagrees with the Board’s construction,
and argues that “integrally attached” should be con-
strued to mean: joined or combined to work as a
complete unit. PO Resp. 3. On the surface, it would
appear that the difference between the Board’s con-
struction and Cuozzo’s construction is that Cuozzo’s
construction is broader and encompasses the Board’s
construction, because Cuozzo’s construction does not
require two separate parts to retain their separate
identities. In actuality, however, Cuozzo’s construc-
tion is not broader.

If Cuozzo’s construction is broader and encom-
passes the Board's construction, then whatever prior
art that applies under the Board’s construction still
applies under Cuozzo’s construction and claims 10, 14,
and 17 would be equally unpatentable. Responding to
the Board’s inquiry at oral argument, counsel for
Cuozzo acknowledged that Cuozzo’s construction is
“not” just broader than the Board’s construction. Ex.
3005, 62:6-22.

Cuozzo’s construction is diametrically different
from the Board’s construction, because Cuozzo reads
its construction as requiring an “integral display” in
the sense that there are no longer separate identities
between the speedometer and the colored display.
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Cuozzo’s arguments are directed to an “integral dis-
play” rather than a speedometer that is “integrally
attached” to a colored display as actually is recited in
claim 10.

Cuozzo’s construction reads out the “attached”
portion of the “integrally attached” recitation in the
claim. Cuozzo effectively converts the claim feature
actually claimed to an “integral display” that shows
both current speed readings and the delineation of
which speed readings are in violation of the speed lim-
it. During oral argument, counsel for Cuozzo indicat-
ed that under Cuozzo’s construction, there has to be a
display that both functionally and structurally inte-
grates the speedometer and the colored display, such
that there only is a single display. Ex. 3005, 36:3-
37:18.

The Specification and Prosecution History

The term “integrally attached” does not appear in
the specification and original claims of the application,
which was filed on March 18, 2002, and later issued as
the ’074 Patent. The term was proposed during exam-
ination by amendment to application claims 1 and 11
to distinguish over Awada.? Ex. 1013, 1-3. In the re-
marks submitted with that amendment, support for
the feature that the speedometer is “integrally at-
tached” to the colored display is said to exist in parts
of the specification that are now column 5, lines 9-12,
column 5, lines 45-49, and Figures 1, 3, and 4 of the
’074 Patent. Ex. 1013, 7:23-25.

The above-quoted portions of the specification de-
scribe speedometer backplate 14, speed denoting

3 Application claim 11 issued as patent claim 10.
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markings 16 painted on backplate 14, and plastic nee-
dle 20, as separate and discrete elements from the
colored display 18, which is a rotatable red plastic fil-
ter. The specification of the ’074 Patent discloses that
colored display 18, in the form of a red plastic filter, is
a separate item from backplate 14, speed denoting
marking 16 on backplate 14, and needle 20, which
form a speedometer separate from the red plastic fil-
ter. Ex. 3006, 5:9-12.

Thus, Cuozzo relied on separate and discrete com-
ponents, joined as one unit, as providing written de-
scription support for “integrally attached.”

We are cognizant that the specification of the 074
Patent states: “Speedometer 12 has a backplate 14
made of plastic, speed denoting markings 16 painted
on backplate 14, a colored display 18 made of a red
plastic filter, and a plastic needle 20 rotatably mount-
ed in the center of backplate 14.” Ex. 3006, 5:9-12.
That is an expression that speedometer 12 includes
colored display 18, which appears to be contrary to
the Board’s construction of “integrally attached.” But
there is no such inconsistency, as is explained below.

With respect to the mechanical embodiment shown
in Figure 1 and described in column 5, lines 9-12, and
column 5, lines 45-49, even though there is language
referring to speedometer 12 as including colored dis-
play 18, there is no language referring to speedometer
12 as being “integrally attached” to the colored dis-
play 18. Had there been such language, coexistent
with language noting that the speedometer includes
the colored display, we would accord it appropriate
weight.
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Speedometer 12 is a speedometer with or without
red plastic filter 18. It is speedometer 12 without the
red plastic filter 18 that is “integrally attached” to the
colored display that is red plastic filter 18. Cuozzo
does not contend, and reasonably cannot contend, that
speedometer 12 is not a speedometer unless colored
display 18 is a component of the speedometer. The
construction that stays true to the claim language,
e.g., “integrally attached,” and most naturally aligns
with the inventor’s description is likely the correct in-
terpretation. See Renishaw PLC, 158 F.3d at 1250. It
is illogical to regard an apparatus as being attached to
a component completely contained within itself.

When amending application claims to distinguish
the claimed invention from Awada, the applicant stat-
ed, Ex. 1013, 7:25-8:2:

The cited Awada (6,515,596) lacks a speedometer
integrally attached to the speed limit display (col-
umn 2, lines 40-42 and Figs. 1 and 4-6). The vehi-
cle’s driver is forced to look in two separate loca-
tions and then mentally compare the speed limit
with his vehicle’s speed to determine how close he
is to speeding if he is not already doing so suffi-
ciently to activate the light and/or tone.

Figure 1 of Awada is reproduced below:

o
¥

|4
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Figure 1 illustrates a display 110, separate and
remote from the speedometer, which shows the speed
limit. Display 110 showing the speed limit is located
at a substantial distance from the speedometer, which
is located at a conventional location within the dash-
board of the vehicle. “Integrally attached” would re-
quire the speedometer and the display 110 to be com-
bined physically as one unit, without each losing its
own separate identity, thus providing a distinction
from Awada’s arrangement. It is not necessary to
read into the claims an “integral display” to provide
such a distinction, and converting “integrally at-
tached” to “integral display” would read out of the
claims the plain and ordinary meaning of “attached.”

Expert testimony

We also have considered Cuozzo’s argument that
the disclosure in the ’074 Patent as filed would teach
one with ordinary skill in the art to combine the
speedometer readout with speed limit information on
the colored display, resulting in an electronic embod-
iment making use of a common LCD (liquid crystal
display) shared by the speedometer and the colored
display. Cuozzo states:

Prof. Morris explained how these disclosures, in
his opinion, would teach one of skill in the art “to
combine the speedometer readout with the speed
limit information on the LCD.” Morris Decl., Ex-
hibit 2002 to Paper 21, at 11 27-29. The resulting
electronic embodiment would have a common
LCD component shared by the speedometer and
colored display.

PO Resp. 5:12-17.
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Cuozzo’s argument and the supporting testimony
of Prof. Morris are unpersuasive.

Prof. Morris states: “It is my opinion that it would
be natural for one skilled in the art at the time of the
invention to combine the speedometer readout with
the speed limit information on the LCD.” Ex. 2002
128. Prof. Morris further states: “It is my opinion
that the mention of an LCD in confirmed claims 12
and 18 and col. 3, lines 4-6 and col. 6, lines 10-14 of the
074 [Patent] implies that there is an electronic em-
bodiment to one skilled in the art at the time of the
invention.” Ex. 2002 1 29.

The language of Prof. Morris’s statements is
vague. It is uncertain just how much is deemed to be
described by the disclosure itself, and how much is
filled-in or completed by one with ordinary skill in the
art, who possesses ordinary creativity and is not an
automaton. KSR Int’l Co. v. Teleflex Inc., 550 U.S.
398, 421 (2007). What would have been obvious to one
with ordinary skill in the art does not establish what
actually is described in the specification. Lockwood v.
Am. Awrlines, Inc., 107 F.3d 1565, 1572 (Fed. Cir.
1997). In any event, even assuming that such an em-
bodiment is deemed to have been disclosed, the speci-
fication explains inadequately why such an embodi-
ment would be covered by the claim language at issue,
i.e., “integrally attached” as applied to the speedome-
ter and a colored display.

Furthermore, it is undisputed that an electronic
embodiment is disclosed in the specification, just not
an electronic embodiment that makes use of the same
liquid crystal display to show current speed readings
of the speedometer and delineations of which speed
readings are in violation of the speed limit at the pre-
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sent location of the vehicle. Prof. Morris’s testimony
refers broadly to an electronic embodiment, not spe-
cifically to an electronic embodiment that makes use
of a common liquid crystal display for showing speed
readings and delineations of which speed readings are
in violation of the speed limit.

Even assuming that an electronic embodiment of
the right type is deemed to have been disclosed, it is
explained inadequately why such an embodiment
would be covered by the claim language at issue, i.e.,
“integrally attached” as applied to the speedometer
and a colored display.

We find the following testimony of Prof. Morris, on
cross-examination, meaningful and instructive (em-
phasis in original):

Q But the claims never specifically recite that
the speedometer and the colored display are
implemented on the same LLCD; right?

MR. CONNOR: Objection to form.

A T never saw that specific thing said, that they
should be, said they should be integrated. The
amendment said that they were integrally at-
tached or the important feature was that they
were integrated in the same place, but I never
saw the specific words put all these on the same
LCD display.

Ex. 1021, 11:41:2-12. Thus, even Cuozzo’s own expert,
Prof. Morris, recognizes a distinction between (1) a
speedometer that is “integrally attached” to a colored
display, and (2) an integrated or integral electronic
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display using a single liquid crystal display. The for-
mer is what is claimed, not the latter.

Consistent with the Board’s claim construction,
Prof. Morris states that it would be “uncommon” to
refer to two things displayed on a common display as
attached. Ex. 1021, 18:69:2-6. Prof. Morris addition-
ally states that he would not use the term “attached”
to refer to the relationship between two items that are
graphically displayed on the same display. Ex. 1021,
18:70:23-18:71:2.

Prof. Morris further states: “It is further my opin-
ion that the Amendment [Ex. 1013 discussed previ-
ously] provides a reasonable basis for finding that the
inventor added the term ‘integrally’ to claim 10 to lim-
it the attachment to an integrated display that dis-
plays the speed and speed limit in the same location.”
Ex. 2002 1 32. The language used by Prof. Morris ac-
tually comports more with the Board’s construction of
“integrally attached,” not Cuozzo’s construction.
Prof. Morris refers to displaying speed and speed lim-
it “in the same location,” which is not the same as us-
ing the same liquid crystal display to show speed and
speed limit. We decline to equate one to the other.

District Court Interpretations

Cuozzo argues that its construction of “integrally
attached” is supported by a U.S. District Court’s con-
struction of “integrally connecting” in Safety Rail
Source, LLC v. Bilco Co., 6566 F.Supp.2d 468 (D.N.J.
2009). PO Resp. 8:16-18. According to Cuozzo, the
District Court concluded that “integrally connecting”
requires the connected pieces be joined to make up a
single complete piece or unit, such that the connection
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becomes part of the single complete unit. PO Resp.
9:5-8.

Cuozzo also cites to Sci. Specialties Inc. v. Thermo
Fisher Sci. Inc., 684 F.Supp.2d 1187, 1191-1193 (N.D.
Cal. 2010), for its determination that “integral and in-
tegrally must mean something more than contiguous.”
PO Resp. 9, n.3.

The Board’s construction of “integrally attached”
in this case is not at odds with the District Court’s
construction of “integrally connecting” in Safety Rail
Source, LLC. According to Cuozzo, the District Court
stated that weight must be given to “integrally.” PO
Resp. 8:18-20. The Board has given due weight to “in-
tegrally” as a modifier to “attached.” The two parts
must be physically joined together as one unit.

Cuozzo’s arguments are unpersuasive. The terms
at issue are different. “Attached” is not the same as
“connecting.” “Integrally attached” is not the same
as “integrally connecting.” The involved patents all
have different disclosures. The field of invention and
the level of ordinary skill in the art have not been
shown to be the same for all cases. The arguments
presented by the parties and the expert testimony on
the issue have not been shown to be the same for all
cases. Each case must be decided on its own facts.
Also, Cuozzo presents the terms at issue out of con-
text, without the preceding and succeeding text in the
involved claim or claims. There is not an adequate
basis to make a proper comparison. Furthermore,
district courts do not apply the rule of broadest rea-
sonable interpretation for construing claim terms.
Additionally, in the Board’s construction, “integrally”
has a significance that is more than just “contiguous.”
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Doctrine of Claim Differentiation

Cuozzo argues that the doctrine of claim differen-
tiation supports its claim construction. PO Resp. 9-13.
The argument is without merit.

An independent claim is presumed to be broader
than a claim dependent thereon. Under the doctrine
of claim differentiation, when a dependent claim adds
a limitation relative to the independent claim on which
it depends, there is a rebuttable presumption that the
independent claim does not require that limitation.
Bancorp Servs. L.L.C. v. Sun Life Assur. Co. of Can.,
687 F.3d 1266, 1275 (Fed. Cir. 2012); Phillips v. AWH
Corp., 415 F.3d 1303, 1315 (Fed. Cir. 2005). Cuozzo
provides a diagram, reproduced below (PO Resp. 11):
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The diagram illustrates the relationship between
certain claims. We agree with Cuozzo’s assertion that
because each of dependent claims 12 and 18 addition-
ally recites a liquid crystal display relative to inde-
pendent claim 10, independent claim 10 is presumed
not to require that liquid crystal display and, thus,
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may read on a mechanical embodiment. We also
agree with Cuozzo’s assertion that because each of
dependent claims 14-16 additionally recites mechani-
cal components for the colored display or the speed-
ometer, independent claim 10 is presumed not to re-
quire those mechanical components and, thus, also
may read on an electronic embodiment employing a
liquid crystal display. It reasonably is not disputable,
and has not been disputed by Garmin, that independ-
ent claim 10 reads on a mechanical embodiment as
well as an electronic embodiment having at least one
liquid crystal display, which either is the colored dis-
play (claim 12) or is comprised within the speedome-
ter (claim 18).

The rest of Cuozzo’s application of the doctrine of
claim differentiation, however, is misplaced, as ex-
plained below, even though Cuozzo correctly notes
that dependent claim 12 adds the feature that said
colored display of claim 10 is a liquid crystal display,
and that dependent claim 18 adds the feature that the
speedometer of claim 10 comprises a liquid crystal
display. PO Resp. 12:5-7.

Cuozzo contends that neither claim 12 nor claim 18,
presumably via the respective feature added thereby,
requires the speedometer’s liquid crystal display to be
separate from the colored display’s liquid crystal dis-
play. PO Resp. 12:7-8. On that basis, Cuozzo asserts
that claim 18 encompasses a single electronic display
that itself operates as a speedometer, or at least the
display portion of a speedometer, and a colored dis-
play. PO Resp. 12:15-17. Therefore, Cuozzo argues
that because independent claim 10 is presumed to be
broader than dependent claim 18, claim 10 also must
not require the liquid crystal display of the speedome-
ter and the liquid crystal display of the colored dis-
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play to be separate. PO Resp. 12:18 to 13:2. Cuozzo
thus reasons that the “integrally attached” feature of
independent claim 10 “must encompass a single elec-
tronic display that itself operates as a speedometer
(or at least display portion of a speedometer) and a
colored display.” PO Resp. 13:3-7.

To the extent that it can be understood, we re-
phrase, more clearly, the reasoning of Cuozzo as fol-
lows:

Because a feature added by dependent claim 12 or
by dependent claim 18 does not include a re-
quirement that the liquid crystal display of the
speedometer (claim 18) and the liquid crystal dis-
play that is the colored display (claim 12) are sep-
arate liquid crystal displays, independent claim 10
also must not have that requirement. Thus, claim
10 must read on a single electronic display that
operates as the speedometer display and as the
colored display.

The doctrine of claim differentiation does not stand
for the proposition that if a dependent claim does not
add a certain limitation by further recitation, then the
independent claim on which it depends is presumed to
be without that limitation. The failure of a dependent
claim to add a requirement in its recitations relative
to an independent claim on which it depends cannot
negate or nullify a limitation that is already in the in-
dependent claim. The doctrine of claim differentiation
cannot broaden claims beyond their correct scope, de-
termined in light of the specification and the prosecu-
tion history and any relevant extrinsic evidence. Mul-
tiform Desiccants, Inc. v. Medzam, Ltd., 133 F.3d
1473, 1480 (Fed. Cir. 1998).
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A correct application of the doctrine of claim dif-
ferentiation supports the Board’s claim construction.
Claim 13 indirectly depends on claim 10 through claim
12, and claim 13 specifies that the display controller
adjusts the liquid crystal display independently of the
speedometer. Claim 17 indirectly depends on claim 10
through claim 14, and claim 17 specifies that the dis-
play controller rotates the colored filter independent-
ly of the speedometer. Such a claim structure means
claim 10 must be sufficiently broad to cover the case
in which the speedometer and the colored display re-
tain their separate identities and are independently
operable. Claim 10 cannot require a single integral
display.

B. Antedating Aumayer and Awada

Aumayer has an effective filing date of October 19,
2000. Awada has an effective filing date of March 8,
2001. Both Aumayer and Awada qualify as prior art
under 35 U.S.C. § 102(e)(2), because the effective fil-
ing date of each is earlier than the effective filing date
of the ’074 Patent.

Cuozzo has sought to disqualify Aumayer and
Awada as prior art, by demonstrating a date of inven-
tion prior to the effective filing date of the references,
because 35 U.S.C. § 102(e)(2) requires a prior art pa-
tent to have been filed “before the invention by the
applicant for patent.” See, e.g., Loral Fairchild Corp.
v. Matsushita Elec., 266 F.3d 1358, 1362 (Fed. Cir.
2001); Mahurkar v. C.R. Bard, Inc., 79 F.3d 1572,
1577 (Fed. Cir. 1996). Priority of invention goes to
the first party to reduce to practice unless the other
party can show that it was the first to conceive the in-
vention and that it exercised reasonable diligence in
later reducing that invention to practice. Brown wv.
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Barbacid, 276 F.3d 1327, 1337 (Fed. Cir. 2002);
Cooper v. Goldfarb, 154 F.3d 1321, 1327 (Fed. Cir.
1998); Mahurkar, 79 F.3d at 1577.

Conception

An inventor’s testimony, standing alone, is insuffi-
cient to prove conception, as some form of corrobora-
tion is required. Mahurkar, 79 F.3d at 1577; Price v.
Symsek, 988 F.2d 1187, 1194 (Fed. Cir. 1993). A rule
of reason applies to determine whether the inventor’s
testimony has been corroborated. Price, 988 F.2d at
1194. The requirement for corroboration of inventor’s
testimony arose out of a concern that inventors testi-
fying at trial would be tempted to remember facts fa-
vorable to their case by the lure of protecting their
patent or defeating another’s patent. Mahurkar, 79
F.3d at 1577.

Cuozzo’s inventor, Giuseppe A. Cuozzo, states in
his declaration (Ex. 3001, 11 8-9) that on November
28, 1999, he was pulled over and ticketed by a police
officer for speeding, and that while the officer was
writing the ticket:

I [Giuseppe A. Cuozzo] came up with the idea of
using GPS technology combined with instrumen-
tation for displaying a speed limit and its relation
to vehicle speed in a manner that would alert a
driver as to whether he or she was speeding with-
out requiring the driver to refer to roadside speed
limit signs.

The above-noted testimony of the inventor lacks
corroboration. The driving record of the inventor,
submitted as Exhibit B of Exhibit 3001, corroborates
only that the inventor received a speeding ticket on
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November 28, 1999, not anything that Giuseppe A.
Cuozzo conceived on that day. In that regard, there is
only what the inventor himself states he conceived on
that day.

Furthermore, Cuozzo has not explained adequately
how the above-quoted idea properly accounts for (1) a
colored display and adjustments of the colored dis-
play, as are recited in independent claim 10 and car-
ried into dependent claims 14 and 17, (2) a colored fil-
ter as is recited in claim 14, and (3) a display control-
ler that rotates the colored filter independently of the
speedometer to update continuously the delineation of
which speed readings are in violation of the speed lim-
it at the vehicle’s present location.

Accordingly, Cuozzo has not established that
Giuseppe A. Cuozzo conceived of the invention of
claims 10, 14, or 17, as of November 28, 1999.

Cuozzo also submitted the inventor’s written dis-
closure to the Invention Submission Corporation, Ex-
hibit E of Exhibit 3001, titled “Disclosure To ISC And
Record Of Invention,” to show conception. Garmin
does not dispute the sufficiency of the content of that
disclosure for showing conception of the subject mat-
ter of claims 10, 14, and 17, and we are satisfied with
the sufficiency of its technical content. In that re-
gard, for purposes of antedating a prior art reference,
the evidence of prior invention may be sufficient if it
demonstrates obviousness of the claimed invention.
E.g., In re Spiller, 500 F.2d 1170, 1178 (CCPA 1974);
In re Stryker, 435 F.2d 1340, 1341 (CCPA 1971).

However, the date of that invention disclosure
needs corroboration other than the inventor’s own
representation. The disclosure document is a form
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including a series of questions with spaces filled-in by
answers in handwriting presumably by the inventor
Giuseppe A. Cuozzo, and the date of the document is
partially filled-in by handwriting as “30™” day of
“OCTOBER?” 20“00.” Exhibit E of Exhibit 3001. We
recognize that our reviewing court has set forth clear-
ly that corroboration is not required when a party
seeks to prove conception through the use of physical
exhibits. Mahurkar, 79 F.3d at 1577. But that prin-
ciple is directed to the technical content of a docu-
ment, not to the date or origin of the document.

The law requires sufficient proof for the date and
identity of a physical exhibit offered to show concep-
tion. In that regard, the Federal Circuit stated “[t]his
rule is not new to patent law” and observed:

[Clonception by an inventor, for the purpose of
establishing priority, can not be proved by his
mere allegation nor by his unsupported testi-
mony where there has been no disclosure to
others or embodiment of the invention in some
clearly perceptible form, such as drawings or
model, with sufficient proof of identity in point
of time. For otherwise[,] such facile means of es-
tablishing priority of invention would, in many
cases, offer great temptation to perjury, and
would have the effect of virtually precluding the
adverse party from the possibility of rebutting
such evidence. Hence it has been ruled in many
cases that the mere unsupported evidence of the
alleged inventor, on an issue of priority, as to . . .
conception and the time thereof, can not be re-
ceived as sufficient proof of . . . prior conception.

Price v. Symsek, 988 F.2d at 1194-95 (emphases add-
ed) (citations omitted).
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The signature of a witness appears on the front
page of the invention disclosure document, at a loca-
tion just below the filled-in date of October 30, 2000.
If the signature is authenticated by testimony of the
witness, it would serve as effective corroboration that
the document existed on October 30, 2000. However,
Cuozzo offered no testimony from the witness and has
not indicated the identity of the witness who presum-
ably witnessed the document on October 30, 2000.
Cuozzo also has not represented, much less estab-
lished, that the copy of the invention disclosure docu-
ment was obtained from files that have been main-
tained regularly or continuously as a routine business
record, which may serve as circumstantial evidence of
corroboration under a rule of reason analysis.

On this record, and under a rule of reason analysis,
the earliest date of conception we accord Cuozzo is
December 8, 2000. The record includes a letter from a
patent attorney to the inventor, Exhibit H of Exhibit
3001, dated December 8, 2000, which refers to the in-
ventor’s “Disclosure to ISC and Record of Invention.”
A pertinent part of that letter is reproduced below
(emphasis in original):

You authorized ISC to provide us with infor-
mation we require and have authorized us to pro-
vide ISC with information concerning the work we
are performing on your behalf. We have received
from ISC your “Disclosure to ISC and Record of
Invention” and other materials relating to your
invention and your relationship with ISC. We will
immediately commence the preliminary patenta-
bility search.

Corroboration can be by independent circumstan-
tial evidence. Lacotte v. Thomas, 758 F.2d 611, 613
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(Fed. Cir. 1985). The source and content of the letter
constitutes sufficient independent circumstantial evi-
dence to corroborate the existence of inventor’s “Dis-
closure To ISC and Record of Invention” that is Ex-
hibit E of Exhibit 3001, as of December 8, 2000.

Reasonable Diligence

We now turn to the issue of reasonable diligence
toward reduction to practice. During the period in
which reasonable diligence must be shown, there must
be continuous exercise of reasonable diligence. In re
Meclntosh, 230 F.2d 615, 619 (CCPA 1956); see also
Burns v. Curtis, 172 F.2d 588, 591 (CCPA 1949) (re-
ferring to “reasonably continuous activity”). A party
alleging diligence must account for the entire critical
period. Gnriffith v. Kanamuru, 816 F.2d 624, 626
(Fed. Cir. 1987); Gould v. Schawlow, 363 F.2d 908, 919
(CCPA 1966).

Even a short period of unexplained inactivity is
sufficient to defeat a claim of diligence. Morway v.
Bondzi, 203 F.2d 742, 749 (CCPA 1953); Ireland wv.
Smith, 97 F.2d 95, 99-100 (CCPA 1938). In In re
Mulder, 716 F.2d 1542, 1542-46 (Fed. Cir. 1983), the
Federal Circuit affirmed a determination of lack of
reasonable diligence, where the evidence of record
was lacking for a two-day critical period. Likewise, in
Rieser v. Williams, 255 F.2d 419, 424 (CCPA 1958),
there was no diligence where no activity was shown
during the first 13 days of the critical period.

A party alleging diligence must provide corrobora-
tion with evidence that is specific both as to facts and
dates. Gould v. Schawlow, 363 F.2d at 920; Kendall v.

Searles, 173 F.2d 986, 993 (CCPA 1949). The rule of
reason does not dispense with the need for corrobora-
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tion of diligence that is specific as to dates and facts.
Gould, 363 F.2d at 920; Kendall, 173 F.2d at 993; see
also Coleman v. Dines, 754 F.2d 353, 360 (Fed. Cir.
1985).

The record shows two extended periods of little ac-
tivity, which have not been explained adequately. The
first is approximately a two-month period extending
from January 2001 to March 2, 2001, and the second is
approximately a five-month period extending from
March 10, 2001, to August 8, 2001. Both periods are
subsequent to the effective filing date of Aumayer,
and only the second period is subsequent to the effec-
tive filing date of Awada.

First Gap in Showing of Diligence

Inventor Mr. Cuozzo states in Paragraph 16 of his
declaration, Exhibit 3001:

16. I received a preliminary report in January
2001 that identified several patents as potential
prior art. I analyzed these patents and, on March
2, 2001, T sent my analysis to Monica Bealles, ISC
Patent Services Coordinator, to forward to Mr.
Kaardal [patent attorney], which she did on
March 7, 2001. Exhibit I is a copy of my analysis,
which I faxed to Ms. Bealles along with a copy of
her forward to Mr. Kaardal.

The testimony is not specific as to when in January
of 2001, Mr. Cuozzo received the preliminary report.
On the issue of diligence, because Cuozzo would bene-
fit with a later date of receipt of the preliminary re-
port, we fairly can assume only the earliest day in
January as the date of receipt of the report. Cf,
Haultain v. De Windt, 254 F.2d 141, 142 (CCPA 1958)
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(Where testimony places a date to be proven within a
time period, no date earlier than the last day has been
proven.).

Cuozzo has not explained why it took as long as
two months for the inventor to provide comments on
the preliminary report, which identified several pa-
tents as potential prior art. Specific facts have not
been provided for the circumstances and activities
that occurred during those two months. For instance,
it has not been indicated, even generally, on which
days Mr. Cuozzo reviewed and prepared comments on
the preliminary search report and why he did not do
so on other days. We cannot conclude that during the
two-month period from January 1, 2001, to March 2,
2001, there was reasonably continuous activity toward
reducing the invention to practice, sufficient to sup-
port a determination of reasonable diligence.

Second Gap in Showing of Diligence

Mr. Cuozzo explains that on March 10, 2001, he re-
ceived yet another “Preliminary Patentability Search
Report” stating that “utility patent protection could
potentially be obtainable for your invention.” Ex.
3001 117. Mr. Cuozzo explains that in light of the
“good news” that his invention was potentially patent-
able, he then discussed the patent application process
with ISC, and was informed that patenting referral
services could not begin until he paid a minimum of
$ 3,500 to ISC, and that the total cost was $ 9,945. Ex.
3001 7118. Mr. Cuozzo states that on August 8, 2001,
he delivered a cashier’s check to ISC for $ 9,545 and
also paid the balance of $ 400 in cash. Ex. 3001 1 19.
Thus, approximately five months passed between the
time when Mr. Cuozzo received notice, on March 10,
2001, in a patentability search report that a utility pa-
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tent was potentially obtainable for his invention, to
the time when Mr. Cuozzo commenced the patenting
process with ISC on August 8, 2001, by paying the ad-
vance fee that was required by ISC.

To explain the extended duration of that time, Mr.
Cuozzo stated in Paragraph 19 of his declaration, Ex-
hibit 3001:

The cost of the ISC Submission Agreement and
patent services presented a significant financial
obstacle to me, as I had insufficient income and
financing through ISC was not an option. My only
option was to use money that was in a trust ac-
count set up by my parents when I was a child.
Gathering that money from the trust account and
convincing my parents that I needed to do that
took a few months.

The burden is on Cuozzo to show reasonable dili-
gence covering the entirety of the approximately five-
month critical period. The above-quoted testimony is
not specific as to either dates or facts. The time of
concern covers the period from March 10, 2001, to
August 8, 2001. The testimony indicates that the only
obstacle standing in the way of commencing the pa-
tenting process was a minimum advance payment of
$ 3,500, even though the entire cost would be $ 9,945,
and that there was enough money in the trust account
to cover the entire cost.

It is not clear, however, whether Mr. Cuozzo had
authority to draw from the trust account or must ob-
tain approval from his parents. While the Patent
Owner Response states, on page 21, that the trust ac-
count was not accessible to Mr. Cuozzo, and cites to
Paragraph 19 of Mr. Cuozzo’s declaration, the testi-
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mony from Paragraph 19 of the declaration does not
so indicate. On cross-examination, Mr. Cuozzo indi-
cated that his parents exercised no control over the
amount and frequency of payments from the trust ac-
count, which were fixed, and that he actually bor-
rowed the money directly from his parents and then
paid them back with money from his trust account
when it was paid to him. Ex. 1024, 2-4.

Whether it is obtaining approval from parents to
withdraw money from his trust account, or borrowing
money from his parents to be paid back by future
payments from his trust account, the declaration of
Mr. Cuozzo does not present sufficient facts and dates
for the approximately five-month critical period. The
issue here lies with insufficieney of proof, and not with
recognizing that efforts to obtain money to prepare
and file a patent application do constitute qualifying
activity. It is fund raising for purposes of commercial
development, which does not constitute qualifying ac-
tivity for diligence. See, e.g., Scott v. Koyama, 281
F.3d 1243, 1247-48 (Fed. Cir. 2002), Griffith, 816 F.2d
at 627.

Additionally, Cuozzo has not made known what
other efforts, if any, Mr. Cuozzo made during the ap-
proximately five-month period, to secure the neces-
sary funding, or at least the $ 3,500 required to initi-
ate the patenting process. On cross-examination, Mr.
Cuozzo stated that he did not try to borrow money
from anyone else. Ex. 1024, 4:106:11-13. The evi-
dence does not support a conclusion that there was
reasonably continuous activity in the approximately
five-month period to secure funding to begin the pa-
tenting process, sufficient to support a determination
of reasonable diligence from March 10, 2001, to Au-
gust 8§, 2001.
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Cuozzo has not antedated successfully either
Aumayer or Awada. At this stage in the proceeding,
both Aumayer and Awada remain as applicable prior
art against Cuozzo.

C. Claims 10, 14, and 17 as unpatentable over
Aumayer, Evans, and Wendt

Aumayer

Aumayer discloses a method for displaying vehicle
speed. Ex. 1001, Abstract: 1-5. Also, it discloses dis-
playing to the driver the speed limit at the current lo-
cation of the vehicle, as it states: “In addition, speed
limits at the current location may be displayed on the
speed scale itself by highlighting an appropriate scale
mark or producing a scale mark of a different length
or color.” Ex. 1001, Abstract: 9-12. Aumayer further
states that the current location of the vehicle may be
determined by an on-board GPS. Ex. 1001, Abstract:
12-13.

Aumayer discloses that the speed limit at the cur-
rent location of the vehicle is retrieved from a data
storage media according to the current location. Ex.
1001, Abstract: 13-15, 4:45-53. Aumayer discloses an
electronic embodiment of its invention, which makes
use of a liquid crystal display, a plasma screen, or a
cathode ray tube. Ex. 1001, 7:34-37. Figure 2d of
Aumayer is reproduced below:

~=101
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Figure 2d illustrates an embodiment of Aumayer’s
electronic display. Aumayer describes that the de-
termined speed limit of 80 km/hr for the vehicle’s cur-
rent location is shown by the speed scale value 124
and speed scale mark 127 at the speed limit, both of
which are highlighted or emphasized such as by use of
color different from that used for the remainder of the
display device, by enlargement, and/or by widening,
on the electronic display. Ex. 1001, 6:21-27. Aumayer
states expressly that the speed limit is highlighted or
emphasized by the scale mark 127. Ex. 1001, 6:33-35.

Aumayer discloses continuously updating the ap-
plicable speed limit, based on the vehicle’s current lo-
cation. It states (Ex. 1001, 2:36-42):

It is especially advantageous if an acoustic
and/or optical warning signal is produced when
the display of the actual vehicle speed and/or the
speed limits or maximum allowed speed value
changes. The user of the vehicle is thus signaled
that he should now consider another speed limit
and/or other physical units being used in the re-
gion in which the vehicle is now currently located.

Aumayer also discloses updating the stored speed
limit data in the vehicle by a radio connection or a da-
ta carrier, as it recognizes that maximum speed val-
ues may change and desires to display “the correct
speed limits.” Ex. 1001, 2:57-61.

Aumayer further states that “it is also possible to
use a commercial combined apparatus with mechani-
cal display elements for the display device 211.” Ex.
1001, 7:42-44. Specific details of that mechanical em-
bodiment are not described. However, Aumayer
states that, for example, “a speed limit can be made
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visible by background lighting in a different color at
the scale mark associated with the corresponding
speed limit.” Ex. 1001, 7:48-51.

As discussed above, Aumayer describes every fea-
ture of claim 10, except for the requirement that the
speedometer is “integrally attached” to a colored dis-
play that delineates which speed readings are in viola-
tion of the speed limit at the vehicle’s present loca-
tion. The single electronic display screen of Aumayer,
showing both the image of a speedometer and a col-
ored scale mark indicating the current speed limit,
does not meet the claim recitation of a speedometer
that is “integrally attached” to a colored display that
delineates which speed readings are in violation of the
speed limit at the vehicle’s present location. The
speedometer and the colored display are not discrete
components joined to each other with each retaining
its own separate identity.

Aumayer states that “it is also possible to use a
commercial combined apparatus with mechanical dis-
play elements for the display device 211.” Ex. 1001,
7:42-44. Aumayer also states that “a speed limit can
be made visible by background lighting in a different
color at the scale mark associated with the corre-
sponding speed limit.” Ex. 1001, 7:48-51. But none of
that indicates that a colored display necessarily is at-
tached integrally to the speedometer.

Evans

Evans discloses a combined vehicle speedometer
and speed warning indicator. Ex. 1009, 1:68 to 2:23.
The speed warning indicator is installed on the speed-
ometer cover. KEx. 1009, 2:16-17. It comprises a
transparent plate attached to the front cover of the
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speedometer. Ex. 1009, 2:1-3. Evans describes the
speed warning indicator as follows, Ex. 1009, 2:3-8
(emphasis added):

The plate bears warning indicia, for example, a
special color and/or a plurality of marks, spac-
es, ridges, etec. so that when the speedometer dial
is viewed through it, a portion of the dial repre-
senting speeds in excess of a predetermined limit
are demarked by the warning indicia.

Evans describes that a driver can tell what speeds
are under or in excess of the speed limit by making a
swift reference to the speedometer through the indi-
cator and seeing whether the speedometer needle is in
or out of the warning area on the indicator plate. Ex.
1009, 2:9-13. Evans further describes that the indica-
tor plate can be made adjustable for changes in the
speed limit. Ex. 1009, 2:18-19. As shown in Figure 3,
reproduced below, the red colored plate 12 is posi-
tioned on speed dial 30 so that only the portion of the
dial that contains numbers representing speeds in ex-
cess of the speed limit is overlaid by the plate:

F e F

Figure 3 illustrates the speedometer display and
colored plate combination of Evans. The colored plate
12 of Evans is a fixed structure integrally attached to
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the speedometer. Although the plate may be removed
and replaced, in its operational state it is a fixed, non-
moveable, and non-adjustable structure. In that re-
spect, Evans states, Ex. 1009, 3:37-44:

It will be understood that plate 12 can, if desired,
be removed from cover 24 and either another sim-
ilar plate of different configuration can be substi-
tuted or plate 12 can be recut and repositioned or
merely repositioned on cover 24 so as to extend
over another range of speed numbers on dial 30.
For example this would be desirable in the event
that the 55 mph current speed limit were abol-
ished.

Wendt

Wendt’s invention relates to an automobile speed
limit indicator adapted to be used “upon the speedom-
eter of any automobile by being readily attached and
adjusted at all times to indicate the proper speed limit
by means of a pointer.” Ex. 1011, 1:15-20. The speed
limit indicator is attachable by a suction cup to the
glass cover of a speedometer, and includes a moveable
pointer preferably provided with a handle or a knob.
Ex. 1011, 2:30-41; 3:12-16. Figure 4 is shown below:
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Figure 4 illustrates a front plan view of the speed
limit indicator already attached to the glass cover of a
speedometer. Wendt describes that when the vehicle
operator observes that the speed limit is 20, he turns
the pointer 16 to the speedometer indication 20, and
that if the speed limit changes to 25, 30, or 35, or
whatever it may be, the driver again should adjust the
pointer by rotating the knob 17. Ex. 1011, 3:17-25.

The Obviousness Reasoning

In an obviousness analysis, it is not necessary to
find precise teachings in the prior art directed to the
specific subject matter claimed because inferences
and creative steps that a person of ordinary skill in
the art would employ can be taken into account. See
KSR Int’l Co., 550 U.S. at 418. A basis to combine
teachings need not be stated expressly in any prior
art reference. In re Kahn, 441 F.3d 977, 987-88 (Fed.
Cir. 2006). There need only be an articulated reason-
ing with rational underpinnings to support a motiva-
tion to combine teachings. Id. at 988. Also, the level
of ordinary skill in the art usually is evidenced by the
references themselves. See Okajima v. Bourdeau,
261 F.3d 1350, 1355 (Fed. Cir. 2001); In re GPAC Inc.,
57 F.3d 1573, 1579 (Fed. Cir. 1995); In re Oelrich, 579
F.2d 86, 91 (CCPA 1978).

As discussed above, Evans describes a colored
plate for indicating the speed limit, which plate is at-
tached integrally to the speedometer in a fixed posi-
tion but replaceable by a plate having a different
shape to reflect a different speed limit. Also as dis-
cussed above, Wendt describes use of a rotatable
pointer for indicating the applicable speed limit dy-
namically. Such disclosures of Evans and Wendt logi-
cally would have suggested to one with ordinary skill
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in the art that the colored plate of Evans can be made
dynamiecally-adjustable by the driver.

In light of Aumayer’s electronic speed limit indica-
tor, which makes use of a GPS receiver to determine a
vehicle’s current location, and which then makes use
of the determined location to look up the applicable
speed limit at that location for display, one with ordi-
nary skill in the art would have known to apply the
same automated approach to the manually-adjustable
colored plate suggested by Evans and Wendt. One
with ordinary skill possesses ordinary creativity and
is not an automaton. KSR Int’l Co., 550 U.S. at 421.
In that connection, one with ordinary skill would have
recognized and appreciated that the manually-
adjustable colored plate of Evans and Wendt can be
improved by adding automatic control if the dynamic
settings are automatically determinable, as in the case
of Aumayer’s device. See, e.g., Leapfrog Enters., Inc.
v. Fisher-Price, Inc., 485 F.3d 1157, 1161-62 (Fed.
Cir. 2007). Cuozzo does not argue that one with ordi-
nary skill in the art would not have known how to im-
plement the automatic control on the manually-
adjustable colored plate of Evans and Wendt.

Cuozzo argues that Aumayer does not disclose up-
dating continuously the delineation of which speed
limit readings are in violation of the speed limit at a
vehicle’s present location, as is recited in claim 10, be-
cause, according to Cuozzo, the speed limit discussed
in Aumayer “is a speed limit for a certain class of road
in a given region and is not based on the ‘vehicle’s
present location.” PO Resp. 25:1-5. Cuozzo notes
that one with ordinary skill would not consider a re-
gion, such as a state, country, or city, as a vehicle’s
present location. PO Resp. 25:9-11.
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The argument is misplaced. Based on facts deter-
mined above with regard to Aumayer, it is indisputa-
ble that Aumayer displays the speed limit for the cur-
rent location of a vehicle as determined by a GPS re-
ceiver, and not merely the speed limit for a certain
class of road in a given region without any connection
to the vehicle’s current location. Cuozzo does not ad-
dress, meaningfully, the portions of Aumayer identi-
fied and discussed above. Rather, Cuozzo focuses on
the manner in which Aumayer obtains the speed limit
for the present location of the vehicle.

Cuozzo has identified nothing in the claims that
precludes a system from first dividing all possible lo-
cations into regions and class of roads within each re-
gion, then storing speed limit information based on
such organization, and then looking up the applicable
speed limit based on a vehicle’s current location as de-
termined by a GPS receiver and where that current
location falls within the classification. Aumayer dis-
closes that a region is an area having the same speed
limit for the same type of streets or roads. Ex. 1001,
8:1-6. Aumayer also discloses that as a vehicle travels
from one class of street or road to another, the speed
limit display will be changed to reflect any change in
the applicable speed limit. Ex. 1001, 5:2-5; 5:63; 2:57-
59. It is inconsequential that Aumayer obtains the
speed limit for a vehicle’s present location by access-
ing a database, which is organized by regions and
class of roads within each region. The updating is as
continuous as it needs to be to indicate the speed limit
at the current location.

Furthermore, Cuozzo has articulated no purpose,
let alone any benefit noted in the disclosure of
Aumayer, for displaying to the driver of a vehicle the
speed limit of any class of road in any region, when
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the vehicle is not presently on that class of road in
that region. That is not the invention or the disclo-
sure of Aumayer.

Cuozzo argues that one with ordinary skill in the
art would not have combined the dynamic, continuous-
ly controlled display system of Aumayer with the im-
movable color plate 12 of Evans or the manually ro-
tated pointer 16 and rubber suction cup unit of
Wendt. PO Resp. 27:6-10. The argument is without
merit. The reasoning for arriving at the invention of
claim 10, based on the collective teachings of Aumay-
er, Evans, and Wendt, is articulated and explained
above and is not undermined by Cuozzo’s argument.
As discussed above, one with ordinary skill would
have recognized that the dynamically-adjustable col-
ored plate suggested by Evans and Wendt can be im-
proved by adding automatic control, if the dynamic
settings are automatically-determinable.

Teaching Away Argument

Cuozzo further argues that all three of Aumayer,
Evans, and Wendt teach away from a combination of
Aumayer, Evans, and Wendt. The argument is not
supported by the respective reference disclosures.

To constitute properly a “teaching away,” the
teaching must be evaluated from a technological per-
spective, not merely a comparative perspective. For
instance, it is not a “teaching away” of significance
unless one with ordinary skill in the art would have
understood the teaching as conveying that the method
or structural configuration at issue reasonably cannot
be expected to achieve what it is required to achieve
according to the claimed invention. See, e.g., Syntex
(U.S.A.) LLC v. Apotex, Inc., 407 F.3d 1371, 1380
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(Fed. Cir. 2005) (“Under the proper legal standard, a
reference will teach away when it suggests that the
developments flowing from its disclosures are unlikely
to produce the objective of the applicant’s invention.”
(citing In re Gurley, 27 F.3d 551, 553 (Fed. Cir.
1994))).

A prior art reference must be considered for eve-
rything it teaches by way of technology and is not lim-
ited to the particular invention it is describing and at-
tempting to protect. EWP Corp. v. Reliance Univer-
sal Inc., 755 F.2d 898, 907 (Fed. Cir. 1985). The use of
patents as references is not limited to what the pa-
tentees describe as their own inventions or to the
problems with which they are concerned, as they are a
part of the literature and are relevant for all they con-
tain. In re Heck, 699 F.2d 1331, 1333 (Fed. Cir. 1983)
(citing In re Lemelson, 397 F.2d 1006, 1009 (CCPA
1968)).

There is no requirement that anything disclosed in
a prior art reference, such as its stated purpose, goal,
or objectives, must be preserved or further developed
by every reliance on its teachings as prior art. All of
the disclosures of a prior art reference, including non-
preferred embodiments, must be considered. In re
Lamberti, 545 F.2d 747, 750 (CCPA 1976); see also In
re Sust, 440 F.2d 442, 446 n.3 (CCPA 1971) (one is not
significantly “taught away” from a “particularly pre-
ferred embodiment” by the suggestion that something
else may be even better).

According to Cuozzo, because Aumayer describes
that its combined instrument (one device for use in
multiple countries) “advantageously comprises a dis-
play screen so that the method according to the inven-
tion can be performed without mechanical or strue-
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tural arrangements,” Ex. 1001, 2:49-53, it teaches
away from combining with Evans and Wendt. PO
Resp. 27:10-20. For reasons discussed above, the ar-
gument is without merit. A mechanical embodiment is
not described as inoperative, just less advantageous
or less preferred.

According to Cuozzo, Evans states that use of a
speedometer of a special design “like the combined
instrument in Aumayer” would be too expensive and
unsuccessful. PO Resp. 28:9-17. That is simply incor-
rect. Evans was issued in 1976 and Aumayer in 2003.
Evans could not have been referring specifically to
the device of Aumayer. Evans does state that certain
specialized speed limit indicator devices have been
used in the past but not extensively or successfully.
Ex. 1009, 1:46-52. That does not teach away from ap-
plying the transparent colored plate of the combined
teachings of Evans and Wendt to the glass cover of
Aumayer’s speed limit indicator.

Evans describes that prior speed limit indicators
were expensive and invariably required disassembly
of the vehicle speedometer or construction of a new
speedometer to substitute for the one with which a
vehicle initially is equipped. Ex. 1009, 1:46-52. That
does not mean the preexisting speed limit indicators
were inoperative or nonfunctional, and certainly not
that Aumayer’s speed limit indicator appearing 27
years later will be inoperative or nonfunctional, par-
ticularly if it is to incorporate the transparent colored
plate according to the combined teachings of Evans
and Wendt.

According to Cuozzo, the device of Wendt was
meant to work with a mechanical speedometer. That
is true, but it does not mean Wendt discloses that its
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device cannot work with a speedometer with an elec-
tronic display. It also does not mean that a combined
device of Evans and Wendt will be inoperative, or
nonfunctional, if applied to the glass cover of an elec-
tronic display.

Cuozzo argues that Wendt teaches away from an
automatically adjusting speed limit display such as
that disclosed by Aumayer, because Wendt discloses
benefits for having the driver manually manipulate
the mechanical pointer to adjust the speed limit indi-
cation. PO Resp. 29:3-10. The pertinent portion of
Wendt is reproduced below (Ex. 1011, 5:8-15):

The present speed indicator, when used on a
speedometer, will discipline the driver and cause
him to look for and observe speed limit signs and
then make a temporary record of the speed limit
by moving the pointer to that point on the speed-
ometer.

It will be a useful aid to the driver to prevent
him from forgetting the speed limit and to remind
him that the speedometer pointer must not pass
the speed limit pointer.

The above-quoted text would not have conveyed to
one with ordinary skill in the art that automatic up-
dating of the speed limit display without driver partic-
ipation cannot be accomplished or would be inopera-
tive or nonfunctional. Rather, one with ordinary skill
in the art would have recognized and appreciated that
automatic updating of the speed limit display provides
the driver of the vehicle a different kind of reminder,
a visual reminder through the automatically updated
display. Also, as discussed above, there is no re-
quirement that in determining obviousness, every
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goal or objective of a prior art reference must be ad-
vanced when relying on any technical disclosure of the
reference. The obviousness analysis is not an attempt
to incorporate every feature of each reference. The
value of a prior art reference is not limited to the par-
ticular invention it is describing and attempting to
protect. EWP Corp., 755 F.2d at 907.

All of Cuozzo’s arguments alleging a “teaching
away” of the combined teachings of Aumayer, Evans,
and Wendt are without merit.

Claim 14 depends on claim 10, and claim 17 de-
pends on claim 14. We are persuaded that claims 10,
14, and 17 would have been obvious over the combined
teachings of Aumayer, Evans, and Wendt. With re-
gard to claims 14 and 17, Cuozzo makes no argument
separate from those it has raised with respect to claim
10 and already discussed above. With respect to claim
14, we note that the colored display according to the
combined teachings of Evans and Wendt is a colored
filter. With respect to claim 17, we note that the col-
ored filter according to the combined teachings of Ev-
ans and Wendt would be rotated independently by a
controller to update continuously the delineation of
which speed readings are in violation of the speed lim-
it at the vehicle’s present location.

D. Claims 10, 14, and 17 as unpatentable over
Tegethoff, Awada, Evans, and Wendt

Tegethoff

Tegethoff discloses an image display system for
use on a vehicle, which includes an image screen and
an image generating computer. Ex. 1003, 4:2:16-18.
The image displayed on the screen imitates analog
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mechanical pointer instruments, and in image form
cannot be distinguished from actual mechanical devic-
es. Ex. 1003, 4:2:34-40.

Figure 2 of Tegethoff is reproduced below:
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Figure 2 illustrates an image of Tegethoff’s speed-
ometer display. Ex. 1003, 5:2:30-32. On the image
shown is a mark 5 for indicating the currently permis-
sible maximum speed for the road section where the
vehicle is located. Ex. 1003, 6:1:9-12. That maximum
speed can be set according to an element for naviga-
tion and a database. Ex. 1003, 6:1:13-15. Tegethoff
describes that the critical markings such as that
showing the speed limit can be colored red. Ex. 1003,
7:1:38-45.

Awada

Awada discloses a method and apparatus for re-
porting the legal speed limit to the driver of a vehicle.
Exhibit 1010, 1:36-38. Awada describes using a GPS
receiver to determine the present location of the vehi-
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cle, and then using that determined position as a
search key in a database to retrieve speed limit for
that location. Ex. 1010, 1:39-43. The retrieved speed
limit then is reported to the driver. Ex. 1010, 1:43-44.
Awada discloses that the database of speed limit in-
formation may be stored locally or stored in a remote
location that is accessible by a wireless communica-
tion link. Ex. 1010, 1:39-47. Awada further discloses
that in one embodiment a warning chime is played
through a speaker or through the earpiece of the
driver’s cellular telephone, if the vehicle exceeds the
speed limit. Ex. 1010, 1:50-55.

Figure 1 of Awada is reproduced below:

Figure 1 illustrates an embodiment of Awada’s
speed limit display. As is depicted in Figure 1, a vehi-
cle is traveling on road 102, which has a posted legal
speed limit 105, and mounted on the dashboard 107 of
the vehicle is a display 110, which shows the driver
the speed limit at the vehicle’s current location. Ex.
1010, 2:24-30. Also mounted on the dashboard is a
warning light 120, which indicates when the vehicle
exceeds the speed limit. Ex. 1010, 2:30-31.



156a

The Obviousness Reasoning

We first address a key argument advanced by
Cuozzo, i.e., that the reference to “maximum permis-
sible speed” in Tegethoff is not directed to the speed
limit contemplated by the claimed invention, i.e., the
legal speed limit. We agree with Cuozzo, that “speed
limit” in claim 10 of the 074 Patent means the legal
speed limit. However, a legislative speed limit is a le-
gal speed limit.

Cuozzo notes that Tegethoff describes that the
“maximum permissible speed” can be set in one of
three ways: (1) manually by the driver, (2) “according
to an element for navigation and a database with traf-
fic control information,” and (3) “by an element for
receiving transmitters outside the vehicle for traffic
control.” PO Resp. 30:11-16. Cuozzo states that none
of those ways suggests that the “maximum permissi-
ble speed” is the legal speed limit. PO Resp. 30:16-18.

Cuozzo's argument is unpersuasive. It fails to ad-
dress other language in the disclosure of Tegethoff.
In particular, Tegethoff states, Ex. 1003, 7:1:38-48
(emphasis added):

With the markings shown above in the shape of
marks or display bars, the coloring can also help
quicker classification of information by the driver.
Thus, for example, warnings that require immedi-
ate action or represent a critical technical or leg-
islative limit, can appear in the color red (e.g., a
maximum speed or the part of the breaking dis-
tance or stopping distance that exceeds the dis-
tance to the vehicle ahead).
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In light of the above-quoted text referring to the
“legislative limit” in the context of a “maximum
speed,” one with ordinary skill in the art would have
recognized that Tegethoff discloses the legislative
speed limit as one form of implementation of what is
referred to as “maximum permissible speed” in the
disclosure of Tegethoff. At the very least, Tegethoff
reasonably would have suggested the legislative speed
limit as the “maximum permissible speed.”

Tegethoff is not sufficiently specific about how its
system obtains the “maximum permissible speed,” for
example, the legislative speed limit. Awada, however,
discloses that the legal speed limit can be obtained by
using a GPS receiver to obtain the present location of
a vehicle, and then using that determined location to
access a speed limit database to retrieve the speed
limit at the vehicle’s current location. Ex. 1010, 1:39-
43, 2:24-42.

In light of Tegethoff and Awada, one with ordinary
skill in the art would have known to use the method
disclosed in Awada to obtain the legal speed limit at
the vehicle’s current location and regard it as the
“maximum permissible speed” in Tegethoff. Teg-
ethoff even specifically mentions the use of “an ele-
ment for navigation” for setting the maximum speed.
Ex. 1003, 6:1:13-16.

As described above, Tegethoff and Awada collec-
tively account for every feature of claim 10, except for
the requirement that the speedometer is “integrally
attached” to a colored display that delineates which
speed readings are in violation of the speed limit at
the vehicle’s present location. The single electronic
display screen of Tegethoff, showing both the image
of a speedometer and a colored scale mark indicating
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the current speed limit, does not meet the claim reci-
tation of a speedometer that is attached integrally to a
colored display that delineates which speed readings
are in violation of the speed limit at the vehicle’s pre-
sent location. As is the case with Aumayer, described
above, the speedometer and the colored display are
not discrete components joined to each other with
each retaining its own identity. Rather, there is a
single integral display, which performs the function of
both the speedometer and colored display.

In light of the colored plate in Evans for indicating
the speed limit, which plate is attached integrally to
the speedometer in a fixed manner but replaceable by
a plate having a different shape to reflect a different
speed limit, and also the rotatable pointer of Wendt
for indicating the applicable speed limit dynamically,
one with ordinary skill in the art would have known to
make Evans’ colored plate manually-adjustable by the
driver to reflect changes in speed limit dynamically.

Based on the combined teachings of Tegethoff and
Awada with regard to a speed limit indicator that
makes use of a GPS receiver to determine a vehicle’s
current location, and then makes use of the deter-
mined location to look up the speed limit at that loca-
tion for display, one with ordinary skill in the art
would have known to apply an automated approach to
the manually-adjustable colored plate of Evans and
Wendt. One with ordinary skill would have recog-
nized that the manually-adjustable colored plate of
Evans and Wendt can be improved by adding auto-
matic control provided by a GPS receiver and elec-
tronically stored speed limit values based on vehicle
location, as is disclosed by Tegethoff and Awada. See,
e.g., Leapfrog Enters., Inc., 485 F.3d at 1161-62.
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Cuozzo argues that Awada merely discusses re-
porting the speed limit to the driver and nowhere
mentions displaying the speed of the vehicle to the
driver, much less delineating which “speed readings”
of the vehicle are in violation of the applicable speed
limit. PO Resp. 32:1-13. The argument is misplaced,
because Awada is relied on solely for its teachings of
how to obtain the speed limit for the current location
of the vehicle. One cannot show non-obviousness by
attacking references individually where the grounds
of unpatentability are based on combinations of refer-
ences. In re Merck, 800 F.2d 1091, 1097 (Fed. Cir.
1986); In re Keller, 642 F.2d 413, 426 (CCPA 1981).

Cuozzo argues that neither Evans nor Wendt dis-
closes or suggests the use of a display controller or a
global positioning system receiver. PO Resp. 32:19 to
33:1. That argument equally is misplaced, as it is also
premised on attacking the references individually
when the ground of unpatentability is based on a
combination of references. Evans and Wendt are not
relied on for teaching or suggesting the use of a dis-
play controller or a global positioning system receiv-
er. Cuozzo’s contention does not undermine the obvi-
ousness rationale based on the combined teachings of
Tegethoff, Awada, Evans, and Wendt.

Cuozzo argues that one with ordinary skill would
not have combined Awada’s dynamic speed limit dis-
play system with the immoveable colored plate 12 of
Evans. PO Resp. 34:10-13; 35:2-4. The argument
again is misplaced, for attacking references individu-
ally cannot show non-obviousness where the ground of
unpatentability is based on a combination of refer-
ences. Kvans and Wendt in combination suggest a
manually-adjustable colored plate for indicating the
speed limit. Cuozzo’s reading of Evans as disclosing
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an “immovable” colored plate that is not combinable
with “dynamic” aspects of Awada’s system fails to
consider the teachings of Evans and Wendt in collec-
tively conveying an adjustable colored plate indicative
of the speed limit.

Cuozzo further makes a number of “teaching
away’ arguments, all of which misapply the concept of
“teaching away” in a similar manner as we have re-
jected its “teaching away” arguments in the context of
Aumayer, Evans, and Wendt.

First, Cuozzo contends that both Tegethoff’s and
Wendt’s manually-adjustable control teach away from
a combination with Awada because the potential to set
the alert at above the speed limit is contrary to
Awada’s goal of being alerted when the speed limit is
exceeded. PO Resp. 33:14 to 34:2; 34:4-6; 34:19 to
35:5. The argument is without merit. Each of Teg-
ethoff and Wendt is concerned with being alerted of
the vehicle’s exceeding the legal speed limit. A manu-
al setting is just one implementation of Tegethoff.
Other implementations rely on a navigation device
and a database. Ex. 1003, 6:1:13-18.

Secondly, Cuozzo argues that Tegethoff and Awada
teach away from mechanical speedometers like those
used in Evans and Wendt. PO Resp. 35:6 to 36:7.
Cuozzo refers to this language in Tegethoff (Ex. 1003,
2:2:33-40):

The object of the present invention is to create a
display system that has the good readability of
analog pointer instruments and, moreover, in an
easily understandable manner provides additional
information that facilitates the safe and economi-
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cal operation of the vehicle. This object is at-
tained with a display system.

Cuozzo also refers to this language in Awada (Ex.
1010, 1:17-20):

In such cases, it would be helpful if the driver
were provided with a constant indication of the
posted speed limit, as a display on the dashboard
of an automobile, for instance.

Cuozzo’s “teaching away” argument is misplaced.
The fact that Tegethoff recognizes a benefit of an
electronic display over a mechanical speedometer
does not mean that elements designed for use with the
latter, such as the manually-adjustable colored dis-
play of Evans and Wendt, have been indicated as un-
usable with a speedometer having an electronic dis-
play. Even though the device of Evans and Wendt is
designed to work with a conventional mechanical
speedometer, one with ordinary skill in the art would
have recognized that the colored display of Evans and
Wendt can be mounted to the glass cover of either a
conventional mechanical speedometer or an electronic
version of the same. With regard to the above-quoted
statement in Awada, Cuozzo fails to point to credible
evidence reasonably indicating that the colored dis-
play according to the combined teachings of Evans
and Wendt cannot be put under automatic control.

In any event, as we already have discussed above,
specific goals and advantages noted in a prior art ref-
erence need not always be preserved when relying on
its technical teachings. A prior art reference must be
considered for everything it teaches by way of tech-
nology and is not limited to the particular invention it
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is describing and attempting to protect. EWP Corp.,
755 F.2d at 907.

According to Cuozzo, Evans states that use of a
speedometer of a special design “like the display sys-
tem in Tegethoff and the automatic display system of
Awada would be too expensive and unsuccessful.” PO
Resp. 36:7-9. That is simply incorrect. Evans issued
in 1976; Tegethoff issued in 1998; and Awada issued in
2003. Evans could not have been referring specifical-
ly to the device of Tegethoff or Awada. Evans does
state that certain specialized speed limit indicator de-
vices have been used in the past but not extensively or
successfully. Ex. 1009, 1:46-52. It is not evident what
that has to do with a teaching away from applying the
transparent colored plate of Evans and Wendt to the
glass cover of an electronic speed limit indicator of
Tegethoff and Awada.

Evans describes that prior speed limit indicators
were expensive and required disassembly of the
speedometer or construction of a new speedometer.
Ex. 1009, 1:46-52. That does not mean preexisting in-
dicators were inoperative or nonfunctional, and cer-
tainly not that Tegethoff’s or Awada’s indicator ap-
pearing twenty-two and twenty-seven years later, re-
spectively, will be inoperative or nonfunctional.

According to Cuozzo, the device of Wendt was
meant to work in conjunction with a standard mechan-
ical speedometer. However, that does not mean
Wendt discloses that its device cannot work with a
speedometer having an electronic display. It also
does not mean that a combined device of Evans and
Wendt will be inoperative, or nonfunctional, if applied
to the glass cover of a speedometer with an electronic
display.
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Cuozzo argues that Wendt teaches away from au-
tomatically adjusting the speed limit display, because
Wendt discloses benefits for having the driver manu-
ally manipulate the mechanical pointer. PO Resp.
37:1-8. We already have rejected that argument in
the context of the obviousness ground over Aumayer,
Evans, and Wendt. We note further that one with or-
dinary skill in the art would have recognized that au-
tomatic updating of the speed limit display provides
the driver a different kind of reminder than that pro-
vided by physical manipulation.

Cuozzo’s arguments alleging a “teaching away”
from a combination of Aumayer, Evans, and Wendt
that meets the claimed invention are unpersuasive.

We are persuaded that claims 10, 14, and 17 would
have been obvious over Tegethoff, Awada, Evans, and
Wendt. With regard to claims 14 and 17, Cuozzo
makes no argument separate from those it has raised
for claim 10.

E. Cuozzo’s Motion to Amend Claims

Cuozzo filed a motion (Paper 32) to amend claims.
Cuozzo seeks to replace claim 10 with substitute claim
21, claim 14 with substitute claim 22, and claim 17
with substitute claim 23. Claims 22 and 23 each de-
pend on claim 21.

With respect to claim 10, substitute claim 21 adds:

wherein the speedometer comprises a liquid crys-
tal display, and wherein the colored display is the
liquid erystal display.

The above-noted addition represents more than
just incorporating the limitations of original depend-
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ent claims 12 and 18 into independent claim 10, be-
cause claim 18 recited only that the speedometer
comprises a liquid crystal display, not also that the
colored display is that same liquid crystal display.

Also included within substitute claim 21 is this lim-
itation pre-existing in claim 10: a speedometer inte-
grally attached to said colored display.

Thus, as written in proposed substitute claim 21,
the speedometer has to be “integrally attached” to a
colored display, which is a liquid crystal display and
which also is a component comprised within the
speedometer itself.

Per 35 U.S.C. § 316(d)(3), a claim amendment in an
inter partes review may not enlarge the scope of the
claims of the patent or introduce new matter.

The Patent Owner has the burden to set forth writ-
ten description support in the original disclosure for
each added or amended -claim. 37 C.F.R.
§ 42.121(b)(1). Given the proper construction of “in-
tegrally attached,” in the context of the original dis-
closure, Cuozzo has not shown that the original disclo-
sure of the 074 Patent provides written description
for this trifecta: (1) speedometer comprises a liquid
crystal display; (2) colored display is that liquid crys-
tal display comprised by the speedometer; and (3) the
speedometer is attached integrally to that colored
display, which is the liquid crystal display comprised
by the speedometer.

Cuozzo points to original patent claim 18 for de-
scribing “wherein the speedometer comprises a liquid
crystal display.” Motion, at 7:3-8. It does. For each
of the other two elements in the trifecta, both requir-
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ing the colored display to be “the” liquid crystal dis-
play comprised by the speedometer, Cuozzo merely
points to the disclosure, which indicates that the col-
ored display “is a liquid crystal display” (claim 12,
emphasis added), “may take the form of a colored fil-
ter” (Ex. 3006, 3:3-6, emphasis added), and “could also
take the form of a liquid crystal display” (Ex. 3006,
6:11-14, emphasis added). Motion (Paper 32) at 7:9-
15. The showing is not commensurate in scope with
what is claimed, i.e., that the colored display is the
liquid erystal display comprised by the speedometer.

Cuozzo does not adequately explain how the evi-
dence relied on describes the “integrally attached”
requirement between the speedometer and the col-
ored display where the colored display is the liquid
crystal display comprised by the speedometer. In
that regard, we note further the analysis contained in
the claim construction section of this opinion, which
concludes that the original disclosure of the 074 Pa-
tent does not describe an embodiment using a single
liquid crystal display to show the speed readings of a
speedometer as well as the delineations of which
speed readings violate the speed limit at the vehicle’s
present location.

Cuozzo has failed to set forth how proposed substi-
tute claims 21-23 satisfy the written description re-
quirement of 35 U.S.C. § 112, first paragraph.

Substitute claims 21-23 also enlarge the scope of
the respective original patent claims which they re-
place. As is pointed out by Garmin, a proper con-
struction of “a speedometer integrally attached to
said colored display” in the context of original patent
claims 10, 14, and 17, and as articulated by the Board,
does not cover a speedometer and a colored display
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that is subsumed completely within the speedometer.
Yet, that arrangement would be within the scope of
substitute claim 21, as Cuozzo redefines the meaning
of “integrally attached.” The scope of each of claims
10, 14, and 17 has been enlarged because a structure
not covered by those claims would be covered by re-
spective substitute claims 21-23.

F. Cuozzo’s Motion to Exclude Evidence

Cuozzo seeks to exclude certain testimony of Prof.
James Morris. Motion (Paper 48), at 2:5-8. The mo-
tion is dismissed as moot, because we have not
reached the merits of Garmin’s argument that relied
on the testimony Cuozzo seeks to exclude, i.e., the ar-
gument that substitute claim 23 enlarges the scope of
original patent claim 17, because claim 23 has been
broadened to cover displaying a single speed reading
in red once the speed reading exceeds the speed limit.

CONCLUSION

Garmin has met its burden of proof by a prepon-
derance of the evidence in showing that claims 10, 14,
and 17 of the ’074 Patent are unpatentable under 35
U.S.C. §103: (1) as obvious over Aumayer, Evans,
and Wendt, and (2) as obvious over Tegethoff, Awada,
Evans, and Wendt.

In consideration of the foregoing, it is

ORDERED that claims 10, 14, and 17, of the 074
patent are CANCELLED;

FURTHER ORDERED that Cuozzo’s Motion to
Exclude Evidence is dismissed; and
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FURTHER ORDERED Cuozzo’s Motion to
Amend Claims is denied.
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APPENDIX F

UNITED STATES PATENT AND TRADEMARK
OFFICE

BEFORE THE PATENT TRIAL AND APPEAL
BOARD

GARMIN INTERNATIONAL, INC. ET AL.
Petitioner

V.

Patent of CUOZZO SPEED TECHNOLOGIES LLC
Patent Owner

Case IPR2012-00001 (JL)
Patent 6,778,074

Date: January 9, 2013

Before MICHAEL P. TIERNEY, Lead Administrative
Patent Judge, JAMESON LEE and JOSIAH COCKS,

Admamistrative Patent Judges.

LEE, Admanistrative Patent Judge.

DECISION TO INITIATE
TRIAL FOR INTER PARTES REVIEW
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BACKGROUND

Petitioner Garmin International Inc. et al. requests
inter partes review of claims 1-20 of US Patent
6,778,074 (074 Patent) pursuant to 35 U.S.C. §§ 311 et
seq. The Patent Owner, Cuozzo Speed Technologies
LLC., has waived its right to file a preliminary re-
sponse under 37 C.F.R. § 42.107(b). (Paper 10). We
have jurisdiction under 35 U.S.C. § 314.

The standard for instituting inter partes review is
set forth in 35 U.S.C. § 314(a) which provides:

THRESHOLD -- The Director may not authorize an
inter partes review to be instituted unless the Di-
rector determines that the information presented
in the petition filed under section 311 and any re-
sponse filed under section 313 shows that there is
a reasonable likelihood that the petitioner would
prevail with respect to at least 1 of the claims
challenged in the petition.

Petitioner challenges the patentability of claims 1-
20 on the basis of the following items of prior art:

US 6,633,811 (Aumayer) October 14, 2003 Ex. 1001
US 6,515,596 (Awada) February 4, 2003 Ex. 1010
German DE 19755470 Al September 24, 1998 Ex. 1002
(Tegethoff)

English Translation of Tegethoff Ex. 1003
JP HO07-182598 (Hamamura) July 21, 1995 Ex. 1006
English Translation of Hamamura Ex. 1007
US 5,375,043 (Tokunaga) December 20, 1994 Ex. 1005
US 3,980,041 (Evans) September 14, 1976 Ex. 1009

US 2,711,153 (Wendt) June 21, 1955 Ex. 1011
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In this opinion, citations to Tegethoff and Hama-
mura are made with respect to their respective Eng-
lish translations noted above.

Petitioner expressly asserts these grounds of un-
patentability:

1. Claims 1, 2,6, 7, 8,9, 10, 11, 12, 13, 18, 19, and
20 are unpatentable under 35 U.S.C. § 102(e) as antic-
ipated by Aumayer.

2. Claims 1, 2, 6, and 7 are unpatentable under 35
U.S.C. § 102(b) as anticipated by Tegethoff.

3. Claim 1 is unpatentable under 35 U.S.C.
§ 102(b) as anticipated by Tokunaga.

4. Claims 3, 4, 5, 14, 15, and 16 are unpatentable
under 35 U.S.C. § 103 as obvious over Aumayer and
Evans.

5. Claim 17 is unpatentable under 35 U.S.C. § 103
as obvious over Aumayer, Evans, and Wendt.

6. Claims 3, 4, and 5 are unpatentable under 35
U.S.C. § 103 as obvious over Tegethoff and Evans.

7. Claims 8, 9, 10, 11, 12, 13, 18, 19, and 20 are un-
patentable under 35 U.S.C. § 103 as obvious over Teg-
ethoff and Awada.

8. Claims 14, 15, and 16 are unpatentable under 35
U.S.C. § 103 as obvious over Tegethoff, Awada, and
Evans.

9. Claim 17 is unpatentable under 35 U.S.C. § 103
as obvious over Tegethoff, Awada, Evans, and Wendt.
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10. Claims 10 and 20 are unpatentable under 35
U.S.C. § 103 as obvious over Tokunaga and Hamamu-
ra.

DISCUSSION

Our decision hinges on the meaning of “integrally
attached” in independent claims 1 and 10.

Claim Construction

Consistent with the statute and the legislative his-
tory of the AIA, the Board interprets claim terms by
applying the broadest reasonable construction in the
context of the specification in which the claims reside.
37 C.F.R. § 42.100(b); see Office Patent Trial Practice
Guide, 77 Fed. Reg. 48756, 48766 (Aug. 14, 2012).

Also, we give claim terms their ordinary and accus-
tomed meaning as would be understood by one of or-
dinary skill in the art. Phillips v. AWH Corp., 415
F.3d 1303, 1326 (Fed. Cir. 2005)(en banc). That ordi-
nary and accustomed meaning applies unless the in-
ventor as a lexicographer has set forth a special
meaning for a term. Multiform Desiccants, Inc. v.
Medzam, Ltd., 133 F.3d 1473, 1477 (Fed. Cir. 1998);
York Prods., Inc. v. Central Tractor Farm & Family
Ctr., 99 F.3d 1568, 1572 (Fed. Cir. 1996). When an in-
ventor acts as a lexicographer, the definition must be
set forth with reasonable clarity, deliberateness, and
precision. Renishaw PLC v. Marposs Societa per
Aziont, 158 F.3d 1243, 1249 (Fed. Cir. 1998).

If we need not rely on a feature to give meaning to
what the inventor means by a claim term, that feature
would be “extraneous” and should not be read into the
claim. Renishaw PLC, 158 F.3d at 1249. The con-
struction that stays true to the claim language and
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most naturally aligns with the inventor’s description
is likely the correct interpretation. See Id., 158 F.3d
at 1254.

In some cases, the ordinary meaning of claim lan-
guage as understood by a person of skill in the art
may be readily apparent even to lay judges, and claim
construction in such cases involves little more than
the application of the widely accepted meaning of
commonly understood words. Phillips v. AWH Corp.,
415 F.3d at 1314. In this case, Petitioner sets forth no
claim construction that is purportedly different be-
tween that from the perspective of one with ordinary
skill in the art on the one hand and that of lay persons
on the other. We have no basis to think differently
and to conclude otherwise. So for purposes of this de-
cision we proceed on the basis that the plain and ordi-
nary meaning of words in their common usage applies,
albeit taken in the context of the disclosure of the ‘074
Patent.

The Invention of the ‘074 Patent

The disclosed invention of the ‘074 Patent is di-
rected to a speed limit indicator and method for dis-
playing speed and the relevant speed limit for use in
connection with vehicles. (Spec. 1:9-11). Specifically,
the speed indicator displays the current speed of a
vehicle and how it relates to the legal speed limit for
the current location in which the vehicle is traveling.
(Spec. 1:13-16). It provides the benefit of eliminating
the need for the driver to take eyes off the road to
look for speed limit signs and to resolve any confusion
that might exist as to what is the current legal speed
limit. (Spec. 1:22-25).
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Figure 1 illustrates the specifically disclosed em-
bodiment:

FIG. |

Figure 1 illustrates a specifically disclosed
embodiment

Speedometer 12 is mounted on dashboard 26.
(Spec. 5:8-9). Speedometer 12 has a backplate 14
made of plastic, speed denoting markings 16 painted
on backplate 14, a colored display 18 made of red plas-
tic filter, and a plastic needle 20 rotatably mounted in
the center of backplate 14. (Spec. 8-11). A global po-
sitioning receiver 22 is positioned adjacent to speed-
ometer 12 and other gauges typically present on a ve-
hicle dashboard 26 are included. (Spec. 5:13-15).

Referring to a flowchart provided in Figure 2 with
numerical references to individual steps and not indi-
vidual parts, the specification of the ‘074 Patent de-
scribes operation of the speed limit indicator as fol-
lows (Spec. 5:25-39):

Uploading unit 38 uploads current data to a re-
gional speed limit database 40. The global posi-
tioning system receiver 42 tracks the vehicle’s lo-
cation and speed, and identifies the relevant
speed limit from the database for that location.
The global positioning system receiver compares
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the vehicle’s speed and the relevant speed limit
44, and uses a tone generator 46 to generate a
tone in the event that the vehicle’s speed exceeds
the relevant speed limit. The speed limit infor-
mation is sent from the global positioning system
receiver to a filter control unit 48. The control
unit adjusts the color filter so that the speeds
above the legal speed limit are displayed in red
50 while the legal speeds are displayed in white
52. This is accomplished by the control unit ro-
tating the red filter disc 54 to the appropriate
degree. (Emphasis added.)

Claims 1 and 10 are the only independent claims.
Claim 1 is reproduced below:

1. A speed limit indicator comprising:

a colored display to delineate which speed read-
ings are in violation of the speed limit at a vehi-
cle’s current location;

a speedometer integrally attached to said col-
ored display; and

a display controller connected to said colored dis-
play, wherein said display controller adjusts said
colored display independently of said speedome-
ter to continuously update the delineation of
which speed readings are in violation of the speed
limit at a vehicle’s present location. (Emphasis
added.)

Claim 1 requires that the speedometer be “inte-
grally attached” to the colored display. Claim 10 is
the same, as it also recites: “a speedometer integrally
attached to said colored display.”
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Claim 20 is reproduced below:

20. A method of determining speed, the relevant
speed limit, and displaying same, which comprises
the steps of:

uploading current information to regional speed
limit database;

determining vehicle location and speed,

obtaining speed limit for said vehicle location
from said database;

comparing vehicle speed to said speed limit;

generating tone if said vehicle speed exceeds said
speed limit;

sending speed limit to display control unit; and

modifying the limit indicator as defined in
claim 1 to reflect which speeds are below said
speed limit and which speeds exceed said speed
limit. (Emphasis added.)

In its last clause, claim 20 specifically refers to the
structure of the speed limit indicator of claim 1. Thus,
claim 20 is dependent on claim 1 and also includes the
limitation that the speedometer is integrally attached
to the colored display. Petitioner has not taken any
contrary position in the Petition.

Petitioner does not make known its construction of
“integrally attached.” Instead, Petitioner states that
the term has to mean, in this proceeding, what the Pa-
tent Owner asserts it means in the infringement suits
the Patent owner has filed against various parties in-
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cluding Petitioner. That argument is without merit.
The meaning of claim terms is not governed by what
the Patent Owner says they mean in filing an in-
fringement suit based on the 074 Patent. There is no
reason to assume that the Patent Owner’s litigation
position is correct. Litigation positions taken subse-
quent to issuance of the patent are unreliable. See
Phillips v. AWH Corp., 415 F.3d at 1318. In any
event, the Petition itself does not disclose or discuss
the Patent Owner’s position and Petitioner even
states that the Patent Owner’s litigation position in
the infringement suits is not necessarily correct. (Pe-
tition 1&: n.1).

On this record, we construe “integrally attached”
as applied to the colored display and the speedometer
in the context of the disclosure of the 074 Patent as
meaning that the two elements are discrete parts
physically joined together as a unit without each part
losing its own separate identity. In the combined
unit, the colored display is still the colored display
and the speedometer is still the speedometer; each
retains its own separate identity. The specification of
the ‘074 Patent discloses that colored display 18 is a
separate item from backplate 14 and from speed de-
noting marking 16 on backplate 14. (‘074 Patent 5:9-
12). Claim 1 even expressly recites that the display
controller adjusts the colored display independently
of the speedometer. In that connection, we note fur-
ther that Patent Owner’s amendment in the prosecu-
tion history of the ‘074 Patent, dated January 9, 2004,
states (Ex. 1013 7:23-25):

Support for the amendment to specify that the
speedometer is integrally attached to the colored
display is found in the specification at p.7, lines
28-30, p.8, lines 21-23, and in Fig. 1, 3, and 4.
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The above-quoted portions of the specification de-
scribe speedometer backplate 14 and speed denoting
markings 16 painted on backplate 14 as separate and
discrete elements from the colored display 18. Peti-
tioner has not presented a reasonable basis to broad-
en out the interpretation of “integrally attached” to
cover the case of a single electronic display that itself
operates both as a speedometer and a colored display.
The Patent Owner relied on separate components as
providing written description support for the term.

Aumayer

Aumayer discloses a method for displaying vehicle
speed. (Abstract:1-2). Also, the speed limit at the
current location may be displayed on a speed scale by
highlighting a scale mark or producing a scale mark of
a different length or color. (Abstract:9-12). The cur-
rent location of the vehicle is determined by use of a
GPS locating device. (Aumayer 4:41-45). The speed
limit at the current location of the vehicle is retrieved
from a data storage media according to the deter-
mined current location. (Abstract:13-15; Aumayer
4:45-53). Aumayer also describes (Aumayer 7:34-37):

The display device 211 comprises a display con-
troller and a display medium, for example a dis-
play screen provided by a liquid crystal display
device, a plasma screen or a cathode ray tube.
(Emphasis added.)

Figure 2d of Aumayer is reproduced below, which
illustrates an electronic display according to practic-
ing Aumayer’s disclosed method:



Figure 2d shows a display according to
Aumayer’s method

With respect to Figure 2d, Aumayer describes that
the determined speed limit of 80 km/hr for the vehi-
cle’s current location is shown by the speed scale val-
ue 124 and speed scale mark 127 at the speed limit,
both of which are highlighted or emphasized such as
by use of color different from that used for the re-
mainder of the display device, by enlargement, and/or
by widening, on the electronic display. (Aumayer
6:21-27). Aumayer expressly states that the speed
limit is highlighted or emphasized by the scale mark
127. (Aumayer 6:33-35).

Aumayer further states that “it is also possible to
use a commercial combined apparatus with mechani-
cal display elements for the display device 211.”
(Aumayer 7:42-44). Specific details of that mechanical
embodiment are not described. However, Aumayer
states that for example, “a speed limit can be made
visible by background lighting in a different color at
the scale mark associated with the corresponding
speed limit.” (Aumayer 7:48-51).
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Tegethoff

Tegethoff discloses an image display system for
use on a vehicle, which includes an image screen and
an image generating computer. (Tegethoff 4:2:16-18).
The image displayed on the screen mimics that of ana-
log mechanical pointer instruments, and in their outer
image form cannot be distinguished from purely me-
chanical devices. (Tegethoff 4:2:34-40). Figure 2 of
Tegethoff is reproduced below, which illustrates an
image of a speedometer and other useful information
(Tegethoff 5:2:30-32):
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Figure 2 shows an embodiment of Tegethoff’s
image display
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On the image shown above is displayed a mark 5
for indicating a currently permissible maximum speed
for the road section where the vehicle is currently lo-
cated. (Tegethoff 6:1:9-12). According to Tegethoff,
that speed limit can be set according to an element for
navigation and a database. (Tegethoff 6:1:13-15).
Tegethoff describes that the critical markings such as
that showing the speed limit can be colored red.
(Tegethoff 7:1:38-45).

Tokunaga

Tokunaga discloses a lighting unit capable of vary-
ing the luminescence and color of illumination with
respect to a target to be lit thereby to provide an ef-
fective display of the target, and capable of itself serv-
ing as a display unit. (Abstract 1-5). Tokunaga dis-
closes two embodiments of the lighting unit, one
shown in Figure 1 and one shown in Figure 3:

FIG3
FIG |
* ! e
Jr ,_.-""" r. \ J_.-su

Figures 1 and 3 illustrate separate embodiments
of a lighting unit

In both embodiments, there is a light guide plate 1.
In the Figure 1 embodiment, LEDs 2a-2d are directly
fitted to the side edges of the light guide plate, and in
the Figure 3 embodiment, LEDs 2a-2d are indirectly
provided to the side edges of the light guide plate 1
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through optical transmission media such as optical fi-
bers 5a-6d. (Tokunaga 2:12-22). The light guide plate
1 is suitable for use as a backlight for a liquid erystal
display panel on a portable electronic device. (To-
kunaga 2:37-41). Figure 2 shows the light guide plate
1 disposed next to a liquid crystal display panel:

FIGZ2

Figure 2 illustrates a partial sectional view of
light guide plate 1

Tokunaga describes that a liquid crystal display
panel 3 is disposed on top of the light guide plate 1 so
as to permit the content of the liquid erystal display to
be irradiated with light sent from the light guide plate
1, and that under the light guide plate 1 there is an
electronic circuit board 4 for operating the liquid
crystal display panel. (Tokunaga 2:66 to 3:5). To-
kunaga describes that the lighting unit can be used to
illuminate the liquid crystal display panel of a porta-
ble electronic game machine such as GAME BOY®.
(Tokunaga 3:54-59). Tokunaga also describes that the
liquid crystal display panel of the game machine is
operated according to image signals from an opera-
tion circuit and the light guide plate 1 is incorporated
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into the game machine to illuminate the liquid crystal
display. (Tokunaga 3:63-68).

Tokunaga does not, however, describe specifically
how the light guide plate 1 is put in position relative
to liquid erystal display panel 3 or electronic circuit
board 4. It is known only that the light guide plate 1
is incorporated into the overall game machine, that
the liquid crystal display is disposed on one side, and
that the electronic circuit board is disposed on the op-
posing side as shown in Figure 2.

Tokunaga further states that although the desecrip-
tion of the lighting unit provided in the disclosure is
made by way of example in the context of a game ma-
chine, it would be obvious to those of ordinary skill in
the art that the lighting unit has other applications
such as illuminating the display surfaces of a vehicle
speedometer. (Tokunaga 4:62-67). However, the
statement of potential application elsewhere is only
general and Tokunaga does not describe any specific
structural implementation of the application of the
lighting unit to a vehicle speedometer. Tokunaga
does state that in the case of application to a vehicle
speedometer, the color of the display light for the
speedometer can be changed from blue to red if the
vehicle speed exceeds a legal speed limit. (Tokunaga
5:1-5). But it does not describe that the “legal speed
limit” it refers to is one associated specifically to the
current location of the vehicle.

A. The alleged grounds based in whole or in part
on Aumayer

Each of independent claims 1 and 10 requires that
the speedometer be “integrally attached” to the col-
ored display. According to the petitioner, a single liq-
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uid crystal display screen such as that of Aumayer’s
display device 211, which displays the image of both
the speedometer and the colored scale mark 107
showing the speed limit, satisfies the claim require-
ment of an integral attachment between a speedome-
ter and a colored display. (Petition 18:1-4).

For reasons already discussed above, on this rec-
ord we construe “integrally attached” differently from
the Petitioner. The single electronic display screen of
Aumayer showing both the image of a speedometer
and a colored scale mark indicating the current speed
limit does not meet the claim recitation “integrally at-
tached” as applied to a speedometer and a colored
display. There, the speedometer and the colored dis-
play are not discrete and separately recognizable
parts that are “integrally attached” to each other.
Rather, the liquid crystal display screen is itself a
single component which performs the function of both
the speedometer and colored display.

We recognized already that Aumayer states that
“it is also possible to use a commercial combined ap-
paratus with mechanical display elements for the dis-
play device 211.” (Aumayer 7:42-44). We also already
recognized that Aumayer states that “a speed limit
can be made visible by background lighting in a dif-
ferent color at the scale mark associated with the cor-
responding speed limit.” (Aumayer 7:48-51). None of
that disclosure indicates that a colored display is nec-
essarily integrally attached to the speedometer. No
specific embodiment of a combined apparatus with
mechanical display elements is described in sufficient
detail. Even Petitioner has not explained how such
general disclosure meets the requirement of “inte-
grally attached” between the speedometer and the
colored display.
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A claim is anticipated only if each and every ele-
ment as set forth in the claim is found, either express-
ly or inherently, in a single prior art reference Verde-
gaal Bros., Inc. v. Union Oil Co. of Cal., 814 F.2d 628,
631 (Fed. Cir. 1987).

Claims 2, 6-13, and 18-20 each depend directly or
indirectly from either claim 1 or claim 10. Because
Aumayer fails to disclose the “integrally attached” el-
ement of claims 1 and 10 as applied to the speedome-
ter and the colored display, there is not a reasonable
likelihood that the Petitioner would prevail on its as-
sertion that claims 1, 2, 6-13, and 18-20 are anticipated
by Aumayer under 35 U.S.C. § 102(e).

The above-noted deficiency of Aumayer with re-
spect to independent claim 1 undermines Petitioner’s
assertion of obviousness of claims 4 and 5 over
Aumayer and Evans under 35 U.S.C. § 103. Claim 4
depends on claim 1 and claim 5 depends on claim 4.
Claims 4 and 5 recite the specific mechanical struc-
ture of a speedometer, such as a needle, an axle, and a
cable (claim 4), and a backplate and a housing (claim
5). As applied by Petitioner to claims 4 and 5, Evans
discloses all of those elements but does not cure the
above-noted deficiency of Aumayer discussed in the
context of independent claim 1 with regard to a col-
ored display being “integrally attached” to the speed-
ometer. There is not a reasonable likelihood that the
petitioner would prevail on its assertion that claims 4
and 5 would have been obvious over Aumayer and Ev-
ans under 35 U.S.C. § 103.

Petitioner also asserts that claims 3 and 14-16
would have been obvious over Aumayer and Evans,
and that claim 17 would have been obvious over
Aumayer, Evans, and Wendt, under 35 U.S.C. § 103.
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As applied by Petitioner to claims 3 and 14-16, Evans
does seemingly disclose what Aumayer does not dis-
close, t.e., a colored display which is “integrally at-
tached” to the speedometer. However, the above-
noted deficiency of Aumayer is not cured by Petition-
er’s reliance on Evans because Petitioner has not ar-
ticulated a credible rationale for combining the teach-
ings of Aumayer and Evans to arrive at the claimed
invention.

Aumayer discloses an embodiment including each
of the recited elements of independent claims 1 and 10
of the ’074 Patent, except for the requirement that the
speedometer and the colored display are “integrally
attached.” Claim 3 depends on claim 1 and recites
that the colored display is a colored filter. Claim 14
depends on claim 10 and also recites that the colored
display is a colored filter. Claim 15 depends on claim
14 and claim 16 depends on claim 15.

Evans discloses a combined vehicle speedometer
and speed warning indicator. (Evans 1:68 to 2:23).
The speed warning indicator is installed on the speed-
ometer cover. (Evans 2:16-17). It comprises a trans-
parent plate attached to the transparent front cover
of the speedometer. (Evans 2:1-3). Evans describes
the speed warning indicator as follows (Evans 2:3-8):

The plate bears warning indicia, for example, a
special color and/or a plurality of marks, spaces,
ridges, etc. so that when the speedometer dial is
viewed through it, a portion of the dial represent-
ing speeds in excess of a predetermined limit are
demarked by the warning indicia. (Emphasis
added.)
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Evans describes that a driver can tell what speeds
are under or in excess of the speed limit by making a
swift reference to the speedometer through the indi-
cator and see whether the speedometer needle is in or
out of the warning area on the indicator plate. (Evans
2:9-13). Evans further describes that the indicator
plate can be made adjustable for changes in the speed
limit. (Evans 2:18-19). As shown in Figure 3, the red
colored plate 12 is positioned on speed dial 30 so that
only the portion of the dial which contains numbers
representing speeds in excess of the speed limit is
overlaid by the plate:
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Figure 3 illustrates a front elevation view of the
combined speedometer and speed warning indicator

The colored filter plate 12 of Evans is a fixed struc-
ture integrally attached to the speedometer. Howev-
er, although the plate may be removed and replaced,
in its operational state it is a fixed, non-moveable, and
non-adjustable structure. In that connection, Evans
states (Evans 3:37-44):

It will be understood that plate 12 can, if desired,
be removed from cover 24 and either another sim-
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ilar plate of different configuration can be substi-
tuted or plate 12 can be recut and repositioned or
merely repositioned on cover 24 so as to extend
over another range of speed numbers on dial 30.
For example this would be desirable in the event
that the 55 mph current speed limit were abol-
ished.

With regard to claims 3 and 14-16, Petitioner has
not explained why one with ordinary skill in the art
would have chosen to use the fixed and immovable
colored plate 12 of Evans in combination with the dy-
namic display system of Aumayer which provides the
benefits of a continuously controlled and updated col-
ored display to indicate the applicable speed limit for
the vehicle at its current location.

Accordingly, there is not a reasonable likelihood
that the petitioner would prevail on its assertion that
claims 3 and 14-16 would have been obvious over
Aumayer and Evans under 35 U.S.C. § 103.

Claim 17 depends on claim 14, and states that the
display controller rotates the colored filter inde-
pendently of the speedometer to continuously update
the delineation of which speed readings are in viola-
tion of the speed limit at a vehicle’s present location.
For claim 17, Petitioner relies on Wendt in combina-
tion with Aumayer and Evans. Wendt and Evans in
combination seemingly cures the above-noted defi-
ciency of Aumayer with regard to independent claim
10 and of Aumayer and Evans with regard to claim 14.
That is because Wendt teaches the desirability of a
rotatably moveable structure to indicate the speed
limit.
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The combined teachings of Aumayer, Evans, and
Wendt appears to account for all the features of claim
17. Accordingly, there is a reasonable likelihood that
the petitioner would prevail on its assertion that 17
would have been obvious over Aumayer, Evans, and
Wendt under 35 U.S.C. § 103.

Because claim 17 depends on claim 14 which de-
pends on claim 10, and because dependent claims in-
clude all of the features of the claims on which they
depend, Petitioner also has shown a reasonable likeli-
hood that it would prevail on demonstrating that
claims 10 and 14 would have been obvious over the
combined teachings of Aumayer, Evans, and Wendt.
We recognize that Petitioner did not specifically ar-
ticulate a ground of unpatentability against claims 10
and 14 based on Aumayer, Evans, and Wendt. How-
ever, we exercise discretion to recognize that the as-
sertion was implicitly made by Petitioner’s alleging
that claim 17 would have been obvious over Aumayer,
Evans, and Wendt.

For claims 1-9, 11-13, 15, 16, and 18-20, we have
not considered the ground of obviousness under 35
U.S.C. §103, based on the combined teachings of
Aumayer, Evans, and Wendt, and take no position in
that regard. In this petition, that ground of obvious-
ness has not been asserted by Petitioner against those
claims, either expressly or by implication.

B. The alleged grounds based in whole or in part
on Tegethoff

Each of independent claims 1 and 10 requires that
the speedometer be “integrally attached” to the col-
ored display. Tegethoff shares the same deficiency in
that regard with Aumayer as discussed above. Ac-
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cording to the Petitioner, a single digital electronic
display screen 37 that displays the image of both the
speedometer and the colored tick mark 5 showing the
speed limit satisfies the claim requirement of an inte-
gral attachment between a speedometer and a colored
display. (Petition 22:1-4).

For reasons already discussed above, on this rec-
ord we construe “integrally attached” differently from
the Petitioner. The single digital electronic display
screen 37 of Tegethoff displaying both the image of a
speedometer and a colored tick mark 5 indicating the
current speed limit does not meet the claim recitation
“integrally attached” as applied to a speedometer and
a colored display. There, the speedometer and the
colored display are not discrete and separately recog-
nizable parts that are “integrally attached” to each
other. Rather, the screen performs the function of
both the speedometer and colored display.

Claims 2, 6, and 7 each depend directly from claim
1. Because Tegethoff fails to disclose the “integrally
attached” element of claim 1 as applied to the speed-
ometer and the colored display, there is not a reason-
able likelihood that the Petitioner would prevail on its
assertion that claims 1, 2, 6, and 7 are anticipated by
Tegethoff under 35 U.S.C. § 102(b).

The above-noted deficiency of Tegethoff with re-
spect to independent claim 1 undermines Petitioner’s
assertion of obviousness of claims 4 and 5 over Teg-
ethoff and Evans under 35 U.S.C. § 103. Claim 4 de-
pends on claim 1 and claim 5 depends on claim 4.
Claims 4 and 5 recite the specific mechanical struc-
ture of a speedometer, such as a needle, an axle, and a
cable (claim 4), and a backplate and a housing (claim
5). As applied by Petitioner to claims 4 and 5, Evans
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discloses all of those elements but does not cure the
above-noted deficiency of Tegethoff discussed in the
context of independent claim 1 with regard to a col-
ored display being “integrally attached” to the speed-
ometer. There is not a reasonable likelihood that Pe-
titioner would prevail on its assertion that claims 4
and 5 would have been obvious over Tegethoff and
Evans under 35 U.S.C. § 103.

Petitioner also asserts that claim 3 would have
been obvious over Tegethoff and Evans under 35
U.S.C. § 103. As applied by Petitioner to claim 3, Ev-
ans does disclose what Aumayer does not disclose,
1.e., a colored display which is “integrally attached” to
the speedometer. However, the above-noted deficien-
cy of Tegethoff is not cured by reliance on Evans be-
cause Petitioner has not articulated a credible ra-
tionale for combining the teachings of Tegethoff and
Evans to arrive at the claimed invention. The defi-
ciency is the same as that discussed above on the lack
of sufficient basis to combine the teachings of Evans
and Aumayer. We note again that the color filter of
Evans is fixed and immoveable. Tegethoff requires a
colored display that is variable in position to reflect
the current speed limit at the current location of the
vehicle. Accordingly, there is not a reasonable likeli-
hood that the Petitioner would prevail on its assertion
that claim 3 would have been obvious over Tegethoff
and Evans under 35 U.S.C. § 103.

As is the case with claim 1, with respect to claim 10
Tegethoff does not disclose the limitation of a speed-
ometer integrally attached to a colored display. Peti-
tioner’s reliance on Awada in combination with Teg-
ethoff does not cure that deficiency. Awada is relied
on by the Petitioner in connection with claim 10 as
teaching the use of a global positioning system con-
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nected to a display controller for providing signals for
continuously updating the delineation of which speed
readings are in violation of the speed limit at the vehi-
cle’s current location.

Claims 8, 9, and 20 each depend directly or indi-
rectly on claim 1. Claims 11-13, 18, and 19 each de-
pend directly or indirectly on claim 10. Petitioner re-
lies on Awada in combination with Tegethoff as teach-
ing the specific features added by these dependent
claims. However, as applied by the Petitioner, Awada
does not cure the deficiency of Tegethoff with respect
to the limitation in independent claims 1 and 10 that
the speedometer is integrally attached to the colored
display. Thus, there is not a reasonable likelihood
that the Petitioner would prevail on its assertion that
claims 8-13, and 18-20 would have been obvious over
Tegethoff and Awada under 35 U.S.C. § 103.

Claim 14 depends on claim 10 and recites that the
colored display is a colored filter. Claim 15 depends
on claim 14 and claim 16 depends on claim 15.

For claims 14-16, Petitioner relies on Evans as
teaching the use of a colored filter that is attached to
a speedometer. However, as is the case with Petition-
er’s attempted combination of Aumayer and Evans,
already discussed above, Petitioner has not articulat-
ed a credible rationale to make the purported combi-
nation of Tegethoff and Evans. The colored filter of
Evans is fixed and immoveable during operation.
Tegethoff, on the other hand, requires a colored dis-
play that can be variably adjusted while the vehicle is
in motion, to match the applicable speed limit for the
current location of the vehicle. Accordingly, there is
not a reasonable likelihood that the Petitioner would
prevail on its assertion that claims 14-16 would have
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been obvious over Tegethoff, Awada, and Evans un-
der 35 U.S.C. § 103.

Claim 17 depends on claim 14 and adds that the
display controller rotates the colored filter inde-
pendently of the speedometer to continuously update
the delineation of which speed readings are in viola-
tion of the speed limit at the vehicle’s present loca-
tion. For claim 17, Petitioner relies on Wendt in com-
bination with Tegethoff, Awada, and Evans. Wendt
and Evans together in combination with Tegethoff
and Awada seemingly cures the above-noted deficien-
cy of Tegethoff and Awada with regard to independ-
ent claim 10, and of Tegethoff, Awada, and Evans with
respect to claim 14. That is because Wendt teaches
the desirability of a rotatably moveable structure to
indicate the speed limit.

The combined teachings of Tegethoff, Awada, Ev-
ans, and Wendt appears to account for all of the fea-
tures of claim 17. Accordingly, there is a reasonable
likelihood that Petitioner would prevail on its asser-
tion that claim 17 would have been obvious over Teg-
ethoff, Awada, Evans, and Wendt under 35 U.S.C.
§ 103.

Because claim 17 depends on claim 14 which de-
pends on claim 10, and because dependent claims in-
clude all of the features of the claims on which they
depend, Petitioner also has shown a reasonable likeli-
hood that it would prevail on demonstrating that
claims 10 and 14 would have been obvious over the
combined teachings of Tegethoff, Awada, Evans, and
Wendt. We recognize that Petitioner did not specifi-
cally articulate a ground of unpatentability against
claims 10 and 14 based on Tegethoff, Awada, Evans,
and Wendt. However, we exercise discretion to rec-
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ognize that the assertion was implicitly made by Peti-
tioner’s alleging that claim 17 would have been obvi-
ous over Tegethoff, Awada, Evans, and Wendt.

For claims 1-9, 11-13, 15, 16, and 18-20, we have
not considered the ground of obviousness under 35
U.S.C. §103, based on the combined teachings of
Tegethoff, Awada, Evans, and Wendt, and take no po-
sition in that regard. In this petition, that ground of
obviousness has not been asserted by Petitioner
against those claims, either expressly or by implica-
tion.

C. The alleged grounds based in whole or in part
on Tokunaga

According to Petitioner, Tokunaga discloses each
and every element of independent claim 1. There are
two problems with that assertion.

The first still relates to that same limitation which
undermines the anticipation assertion based on
Aumayer and on Tegethoff, 7.e., that the speedometer
is “integrally connected” to the colored display. Peti-
tioner points out that Tokunaga discloses that its
lighting unit is incorporated into the game machine so
as to illuminate the liquid crystal display, and that in
lieu of the gaming device the lighting unit has other
applications, for example, for providing illumination to
the surface of a vehicle speedometer. (Petition 23:16-
21). On that basis alone, Petitioner concludes that the
“integrally connected” limitation is met. We disagree.

Tokunaga provides no specific description of how
the lighting unit would be attached to the display sur-
face of a vehicle speedometer or if it is even attached.
And even in the context of a game machine, Tokunaga
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describes that liquid crystal display panel 3 is dis-
posed on top of the light guide plate 1 to permit the
content of the liquid crystal display to be irradiated
with light sent from the light guide plate 1, and that
under the light guide plate 1 there is an electronic cir-
cuit board 4 for operating the liquid crystal display
panel. (Tokunaga 2:66 to 3:5). That is not a specific
description of how the light guide plate 1 is put in po-
sition relative to liquid crystal display panel 3. It is
known only that light guide plate 1 is incorporated in-
to the overall game machine, that the liquid crystal
display 3 is disposed on one side of the light guide
plate 1 and the electronic circuit board is disposed on
the opposing side as shown in Figure 2.

Secondly, claim 1 requires a colored display to de-
lineate which speed readings are in violation of “the
speed limit at a vehicle’s current location.” Tokunaga
does state that in the case of application to a vehicle
speedometer, the color of the display light for the
speedometer can be changed from blue to red if the
vehicle speed exceeds a legal speed limit. (Tokunaga
5:1-5). But it does not describe that the legal speed
limit it refers to is associated specifically with the
current location of the vehicle. Petitioner has pointed
to no description that the referenced speed limit is lo-
cation-based.

Accordingly, there is a not reasonable likelihood
that Petitioner would prevail on its assertion that
claim 1 is anticipated by Tokunaga under 35 U.S.C.
§ 102(b).

As compared to claim 1, independent claim 10 adds
the requirement of a global positioning system receiv-
er which outputs signals to the display controller
which adjusts the display to continuously update the
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delineation of which speed readings are in violation of
the speed limit at the vehicle’s current position. For
that limitation, Petitioner relies on the teachings of
Hamamura, in combination with that of Tokunaga.
However, reliance on Hamamura does not cure the
above-noted deficiency of Tokunaga with regard to
the “integrally attached” requirement for the speed-
ometer and the colored display.

Because it depends on claim 1, claim 20 also in-
cludes the requirement that the speedometer is “inte-
grally connected” to the colored display. As noted
above, however, with respect to that limitation, Peti-
tioner’s reliance on Hamamura does not cure the defi-
ciency of Tokunaga.

In any event, Petitioner’s reliance on Hamamura to
account for the limitation of continuous updating the
delineation of which speed readings are in violation of
the speed limit at the vehicle’s current location is mis-
placed because Petitioner’s analysis of Hamamura
equates “safe speed” at a location with the speed limit
at that location. In the context of Hamamura, that is
clearly not the case. Hamamura discloses determin-
ing a safe speed for a vehicle location based on the
speed limit for that location, road shape “and the like”
of each road. (Hamamura 3:[0008]). Hamamura dis-
closes displaying the “safe speed” at the vehicle’s cur-
rent location (Hamamura 1:[Constitution]:3-4) and
states that the legal speed limit of a road on which the
vehicle is currently running may not agree with a
speed at which the vehicle can actually run safely.
(Hamamura 3:[0004]:12-14).

There is a not reasonable likelihood that Petitioner
would prevail on its assertion that claims 10 and 20
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would have been obvious over Tokunaga and Hama-
mura under 35 U.S.C. § 103.

CONCLUSION

Petitioner has demonstrated a reasonable likeli-
hood of prevailing on its challenge of claims 10, 14,
and 17 of the 074 Patent as obvious under 35 U.S.C.
§ 103 (1) over Aumayer, Evans, and Wendt, and (2)
over Tegethoff, Awada, Evans, and Wendt.

Petitioner has not demonstrated a reasonable like-
lihood of prevailing on its challenge of any other claim
on any ground.

Order
It is

ORDERED that the Petition is denied as to claims
1,2,6,7, 8,9, 10, 11, 12, 13, and 18-20 of the '074 pa-
tent on the alleged ground of anticipation by Aumayer
under 35 U.S.C. § 102(e);

FURTHER ORDERED that the Petition is denied
as to claims 1, 2, 6, and 7 of the ‘074 patent on the al-
leged ground of anticipation by Tegethoff under 35

U.S.C. § 102(b);

FURTHER ORDERED that the Petition is denied
as to claim 1 of the ‘074 patent on the alleged ground
of anticipation by Tokunaga under 35 U.S.C. § 102(b);

FURTHER ORDERED that the Petition is denied
as to claims 3-5 and 14-16 of the ‘074 patent on the al-

leged ground of obviousness over Aumayer and Evans
under 35 U.S.C. § 103;
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FURTHER ORDERED that the Petition is grant-
ed as to claims 10, 14, and 17 of the ‘074 patent on the

alleged ground of obviousness over Aumayer, Evans,
and Wendt under 35 U.S.C. § 103;

FURTHER ORDERED that the Petition is denied
as to claims 3-5 on the alleged ground of obviousness
over Tegethoff and Evans under 35 U.S.C. § 103;

FURTHER ORDERED that the Petition is denied
as to claims 8-13 and 18-20 on the alleged ground of
obviousness over Tegethoff and Awada under 35

U.S.C. § 103;

FURTHER ORDERED that the Petition is denied
as to claims 14, 15, and 16 on the alleged ground of
obviousness over Tegethoff, Awada, and Evans under

35 U.S.C. § 103;

FURTHER ORDERED that the Petition is grant-
ed as to claims 10, 14, and 17 on the alleged basis of
obviousness over Tegethoff, Awada, Evans, and
Wendt under 35 U.S.C. § 103;

FURTHER ORDERED that the Petition is denied
as to claims 10 and 20 on the alleged ground of obvi-
ousness over Tokunaga and Hamamura under 35

U.S.C. § 103;

FURTHER ORDERED that pursuant to 35
U.S.C. § 314(a), a trial for inter partes review of the
074 patent is hereby instituted, commencing on the
entry date of this Order, and pursuant to 35 U.S.C.
§ 314(c) and 37 C.F.R. § 42.4, notice is hereby given of
the institution of trial;

FURTHER ORDERED that the trial is limited to
the two above-stated grounds of obviousness directed
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to claims 10, 14, and 17, and that no other ground for
any claim is authorized for trial; and

FURTHER ORDERED that an initial conference
call with the Board is scheduled for 1 PM EST on
January 23, 2013; the parties are directed to the Of-
fice Trial Practice Guide, 77 Fed. Reg. 48756, 48765-
66 (Aug. 14, 2012) for guidance in preparing for the
initial conference call, and should come prepared to
discuss any proposed changes to the Scheduling Or-
der entered herewith and any motions the parties an-
ticipate filing during the trial.
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APPENDIX G

RELEVANT STATUTORY AND
REGULATORY PROVISIONS

& & & £ %

1. 35 U.S.C. 6 provides:
§ 6. Patent Trial and Appeal Board

(a) IN GENERAL.—There shall be in the Office a
Patent Trial and Appeal Board. The Director, the
Deputy Director, the Commissioner for Patents, the
Commissioner for Trademarks, and the administra-
tive patent judges shall constitute the Patent Trial
and Appeal Board. The administrative patent judges
shall be persons of competent legal knowledge and
scientific ability who are appointed by the Secretary,
in consultation with the Director. Any reference in
any Federal law, Executive order, rule, regulation, or
delegation of authority, or any document of or per-
taining to the Board of Patent Appeals and Interfer-
ences is deemed to refer to the Patent Trial and Ap-
peal Board.

(b) DutTiES.—The Patent Trial and Appeal
Board shall—

(1) on written appeal of an applicant, re-
view adverse decisions of examiners upon appli-
cations for patents pursuant to section 134(a);

(2) review appeals of reexaminations pur-
suant to section 134(b);

(3) conduct derivation proceedings pursu-
ant to section 135; and
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(4) conduct inter partes reviews and post-
grant reviews pursuant to chapters 31 and 32.

(c) 3-MEMBER PANELS.—Each appeal, deriva-
tion proceeding, post-grant review, and inter partes
review shall be heard by at least 3 members of the Pa-
tent Trial and Appeal Board, who shall be designated
by the Director. Only the Patent Trial and Appeal
Board may grant rehearings.

(d) TREATMENT OF PRIOR APPOINTMENTS.—
The Secretary of Commerce may, in the Secretary’s
discretion, deem the appointment of an administrative
patent judge who, before the date of the enactment of
this subsection, held office pursuant to an appoint-
ment by the Director to take effect on the date on
which the Director initially appointed the administra-
tive patent judge. It shall be a defense to a challenge
to the appointment of an administrative patent judge
on the basis of the judge’s having been originally ap-
pointed by the Director that the administrative patent
judge so appointed was acting as a de facto officer.

* * * % %

2. 35 U.S.C. 134 provides:

§ 134. Appeal to the Patent Trial and Appeal
Board

(a) PATENT APPLICANT.—An applicant for a
patent, any of whose claims has been twice rejected,
may appeal from the decision of the primary examiner
to the Patent Trial and Appeal Board, having once
paid the fee for such appeal.

(b) PATENT OWNER.—A patent owner in a
reexamination may appeal from the final rejection of
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any claim by the primary examiner to the Patent Trial
and Appeal Board, having once paid the fee for such
appeal.

& & & £ %

3. 35 U.S.C. 141 provides:

§ 141. Appeal to Court of Appeals for the Fed-
eral Circuit

(a) EXAMINATIONS.—An applicant who is dis-
satisfied with the final decision in an appeal to the Pa-
tent Trial and Appeal Board under section 134(a) may
appeal the Board’s decision to the United States
Court of Appeals for the Federal Circuit. By filing
such an appeal, the applicant waives his or her right
to proceed under section 145.

(b) REEXAMINATIONS.—A patent owner who is
dissatisfied with the final decision in an appeal of a
reexamination to the Patent Trial and Appeal Board
under section 134(b) may appeal the Board’s decision
only to the United States Court of Appeals for the
Federal Circuit.

(¢) POST-GRANT AND INTER PARTES RE-
VIEWS.—A party to an inter partes review or a post-
grant review who is dissatisfied with the final written
decision of the Patent Trial and Appeal Board under
section 318(a) or 328(a) (as the case may be) may ap-
peal the Board’s decision only to the United States
Court of Appeals for the Federal Circuit.

(d) DERIVATION PROCEEDINGS.—A party to a
derivation proceeding who is dissatisfied with the fi-
nal decision of the Patent Trial and Appeal Board in
the proceeding may appeal the decision to the United
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States Court of Appeals for the Federal Circuit, but
such appeal shall be dismissed if any adverse party to
such derivation proceeding, within 20 days after the
appellant has filed notice of appeal in accordance with
section 142, files notice with the Director that the par-
ty elects to have all further proceedings conducted as
provided in section 146. If the appellant does not,
within 30 days after the filing of such notice by the
adverse party, file a civil action under section 146, the
Board’s decision shall govern the further proceedings
in the case.

4. 35 U.S.C. 257 provides:

§ 257. Supplemental examinations to consider,
reconsider, or correct information

(a) REQUEST FOR SUPPLEMENTAL EXAMINA-
TION.—A patent owner may request supplemental ex-
amination of a patent in the Office to consider, recon-
sider, or correct information believed to be relevant to
the patent, in accordance with such requirements as
the Director may establish. Within 3 months after the
date a request for supplemental examination meeting
the requirements of this section is received, the Di-
rector shall conduect the supplemental examination
and shall conclude such examination by issuing a cer-
tificate indicating whether the information presented
in the request raises a substantial new question of pa-
tentability.

(b) REEXAMINATION ORDERED.—If the certifi-
cate issued under subsection (a) indicates that a sub-
stantial new question of patentability is raised by 1 or
more items of information in the request, the Director
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shall order reexamination of the patent. The reexami-
nation shall be conducted according to procedures es-
tablished by chapter 30, except that the patent owner
shall not have the right to file a statement pursuant to
section 304. During the reexamination, the Director
shall address each substantial new question of patent-
ability identified during the supplemental examina-
tion, notwithstanding the limitations in chapter 30 re-
lating to patents and printed publication or any other
provision of such chapter.

(¢) EFFECT.—

(1) IN GENERAL.—A patent shall not be
held unenforceable on the basis of conduct relat-
ing to information that had not been considered,
was inadequately considered, or was incorrect in
a prior examination of the patent if the infor-
mation was considered, reconsidered, or correct-
ed during a supplemental examination of the pa-
tent. The making of a request under subsection
(a), or the absence thereof, shall not be relevant
to enforceability of the patent under section 282.

(2) EXCEPTIONS.—

(A) PRIOR ALLEGATIONS.—
Paragraph (1) shall not apply to an allega-
tion pled with particularity in a civil action,
or set forth with particularity in a notice
received by the patent owner under section
505()(2)(B)(iv)(II) of the Federal Food,
Drug, and Cosmetic Act (21 U.S.C.
355())(2)(B)(iv)(II)), before the date of a
supplemental examination request under
subsection (a) to consider, reconsider, or
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correct information forming the basis for
the allegation.

(B) PATENT ENFORCEMENT AC-
TIONS.—In an action brought under section
337(a) of the Tariff Act of 1930 (19 U.S.C.
1337(a)), or section 281, paragraph (1) shall
not apply to any defense raised in the ac-
tion that is based upon information that
was considered, reconsidered, or corrected
pursuant to a supplemental examination
request under subsection (a), unless the
supplemental examination, and any reex-
amination ordered pursuant to the request,
are concluded before the date on which the
action is brought.

(d) FEESAND REGULATIONS.—

(1) FEES.—The Director shall, by regula-
tion, establish fees for the submission of a re-
quest for supplemental examination of a patent,
and to consider each item of information submit-
ted in the request. If reexamination is ordered
under subsection (b), fees established and appli-
cable to ex parte reexamination proceedings un-
der chapter 30 shall be paid, in addition to fees
applicable to supplemental examination.

(2) REGULATIONS.—The Director shall is-
sue regulations governing the form, content, and
other requirements of requests for supplemental
examination, and establishing procedures for re-
viewing information submitted in such requests.

(e) FRAUD.—If the Director becomes aware,
during the course of a supplemental examination or
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reexamination proceeding ordered under this section,
that a material fraud on the Office may have been
committed in connection with the patent that is the
subject of the supplemental examination, then in addi-
tion to any other actions the Director is authorized to
take, including the cancellation of any claims found to
be invalid under section 307 as a result of a reexami-
nation ordered under this section, the Director shall
also refer the matter to the Attorney General for such
further action as the Attorney General may deem ap-
propriate. Any such referral shall be treated as confi-
dential, shall not be included in the file of the patent,
and shall not be disclosed to the public unless the
United States charges a person with a criminal of-
fense in connection with such referral.

(f) RULE OF CONSTRUCTION.—Nothing in this
section shall be construed—

(1) to preclude the imposition of sanctions
based upon criminal or antitrust laws (including
section 1001(a) of title 18, the first section of the
Clayton Act, and section 5 of the Federal Trade
Commission Act to the extent that section relates
to unfair methods of competition);

(2) to limit the authority of the Director to
investigate issues of possible misconduct and im-
pose sanctions for misconduct in connection with
matters or proceedings before the Office; or

(3) to limit the authority of the Director to
issue regulations under chapter 3 relating to
sanctions for misconduct by representatives
practicing before the Office.

& * & & *
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5. 35 U.S.C. 311 provides:

§ 311. Inter partes review

(a) IN GENERAL.—Subject to the provisions of
this chapter, a person who is not the owner of a patent
may file with the Office a petition to institute an inter
partes review of the patent. The Director shall estab-
lish, by regulation, fees to be paid by the person re-
questing the review, in such amounts as the Director
determines to be reasonable, considering the aggre-
gate costs of the review.

(b) SCOPE.—A petitioner in an inter partes re-
view may request to cancel as unpatentable 1 or more
claims of a patent only on a ground that could be
raised under section 102 or 103 and only on the basis
of prior art consisting of patents or printed publica-
tions.

(c) FILING DEADLINE.—A petition for inter
partes review shall be filed after the later of either—

(1) the date that is 9 months after the
grant of a patent; or

(2) if a post-grant review is instituted un-
der chapter 32, the date of the termination of
such post-grant review.

& & & k k
6. 35 U.S.C. 312 provides:
§ 312. Petitions

(a) REQUIREMENTS OF PETITION.—A petition
filed under section 311 may be considered only if—
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(1) the petition is accompanied by pay-
ment of the fee established by the Director under
section 311;

(2) the petition identifies all real parties in
interest;

(3) the petition identifies, in writing and
with particularity, each claim challenged, the
grounds on which the challenge to each claim is
based, and the evidence that supports the
grounds for the challenge to each claim, includ-
ing—

(A) copies of patents and printed
publications that the petitioner relies upon
in support of the petition; and

(B) affidavits or declarations of sup-
porting evidence and opinions, if the peti-
tioner relies on expert opinions;

(4) the petition provides such other infor-
mation as the Director may require by regula-
tion; and

(5) the petitioner provides copies of any of
the documents required under paragraphs (2),
(3), and (4) to the patent owner or, if applicable,
the designated representative of the patent own-
er.

(b) PUBLIC AVAILABILITY.—As soon as practi-
cable after the receipt of a petition under section 311,
the Director shall make the petition available to the
public.
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7. 35 U.S.C. 313 provides:

§ 313. Preliminary response to petition

If an inter partes review petition is filed under sec-
tion 311, the patent owner shall have the right to file a
preliminary response to the petition, within a time pe-
riod set by the Director, that sets forth reasons why
no inter partes review should be instituted based upon
the failure of the petition to meet any requirement of
this chapter.

8. 35 U.S.C. 314 provides:
§ 314. Institution of inter partes review

(a) THRESHOLD.—The Director may not au-
thorize an inter partes review to be instituted unless
the Director determines that the information present-
ed in the petition filed under section 311 and any re-
sponse filed under section 313 shows that there is a
reasonable likelihood that the petitioner would prevail
with respect to at least 1 of the claims challenged in
the petition.

(b) TIMING.—The Director shall determine
whether to institute an inter partes review under this
chapter pursuant to a petition filed under section 311
within 3 months after—

(1) receiving a preliminary response to
the petition under section 313; or

(2) if no such preliminary response is
filed, the last date on which such response may
be filed.
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(¢) NOTICE.—The Director shall notify the pe-
titioner and patent owner, in writing, of the Director’s
determination under subsection (a), and shall make
such notice available to the public as soon as is practi-
cable. Such notice shall include the date on which the
review shall commence.

(d) No APPEAL.—The determination by the Di-
rector whether to institute an inter partes review un-
der this section shall be final and nonappealable.

& & & kS %

9. 35 U.S.C. 315 provides:
§ 315. Relation to other proceedings or actions
(a) INFRINGER’S CIVIL ACTION.—

(1) INTER PARTES REVIEW BARRED BY CIV-
IL ACTION.—An inter partes review may not be
instituted if, before the date on which the petition
for such a review is filed, the petitioner or real
party in interest filed a civil action challenging
the validity of a claim of the patent.

(2) STAY OF CIVIL ACTION.—If the peti-
tioner or real party in interest files a civil action
challenging the validity of a claim of the patent
on or after the date on which the petitioner files a
petition for inter partes review of the patent, that
civil action shall be automatically stayed until ei-
ther—

(A) the patent owner moves the
court to lift the stay;
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(B) the patent owner files a civil ac-
tion or counterclaim alleging that the peti-
tioner or real party in interest has in-
fringed the patent; or

(C) the petitioner or real party in in-
terest moves the court to dismiss the ecivil
action.

(3) TREATMENT OF COUNTERCLAIM.—A
counterclaim challenging the validity of a claim of
a patent does not constitute a civil action chal-
lenging the validity of a claim of a patent for pur-
poses of this subsection.

(b) PATENT OWNER’S ACTION.—An inter partes
review may not be instituted if the petition requesting
the proceeding is filed more than 1 year after the date
on which the petitioner, real party in interest, or privy
of the petitioner is served with a complaint alleging
infringement of the patent. The time limitation set
forth in the preceding sentence shall not apply to a
request for joinder under subsection (c).

(¢) JOINDER.—If the Director institutes an in-
ter partes review, the Director, in his or her discre-
tion, may join as a party to that inter partes review
any person who properly files a petition under section
311 that the Director, after receiving a preliminary
response under section 313 or the expiration of the
time for filing such a response, determines warrants
the institution of an inter partes review under section
314.

(d) MULTIPLE PROCEEDINGS.—
Notwithstanding sections 135(a), 251, and 252, and
chapter 30, during the pendency of an inter partes re-
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view, if another proceeding or matter involving the
patent is before the Office, the Director may deter-
mine the manner in which the inter partes review or
other proceeding or matter may proceed, including
providing for stay, transfer, consolidation, or termina-
tion of any such matter or proceeding.

(e) ESTOPPEL.—

(1) PROCEEDINGS BEFORE THE OFFICE.—
The petitioner in an inter partes review of a claim
in a patent under this chapter that results in a fi-
nal written decision under section 318(a), or the
real party in interest or privy of the petitioner,
may not request or maintain a proceeding before
the Office with respect to that claim on any
ground that the petitioner raised or reasonably
could have raised during that inter partes review.

(2) CIVIL ACTIONS AND OTHER PROCEED-
INGS.—The petitioner in an inter partes review of
a claim in a patent under this chapter that results
in a final written decision under section 318(a), or
the real party in interest or privy of the petition-
er, may not assert either in a civil action arising
in whole or in part under section 1338 of title 28
or in a proceeding before the International Trade
Commission under section 337 of the Tariff Act of
1930 that the claim is invalid on any ground that
the petitioner raised or reasonably could have
raised during that inter partes review.

* * * % %
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10. 35 U.S.C. 316 provides:

§ 316. Conduct of inter partes review

(a) REGULATIONS.—The Director shall pre-
scribe regulations—

(1) providing that the file of any proceed-
ing under this chapter shall be made available to
the public, except that any petition or document
filed with the intent that it be sealed shall, if ac-
companied by a motion to seal, be treated as
sealed pending the outcome of the ruling on the
motion;

(2) setting forth the standards for the
showing of sufficient grounds to institute a re-
view under section 314(a);

(3) establishing procedures for the sub-
mission of supplemental information after the pe-
tition is filed,;

(4) establishing and governing inter
partes review under this chapter and the rela-
tionship of such review to other proceedings un-
der this title;

(5) setting forth standards and proce-
dures for discovery of relevant evidence, includ-
ing that such discovery shall be limited to—

(A) the deposition of witnesses sub-
mitting affidavits or declarations; and

(B) what is otherwise necessary in
the interest of justice;
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(6) prescribing sanctions for abuse of dis-
covery, abuse of process, or any other improper
use of the proceeding, such as to harass or to
cause unnecessary delay or an unnecessary in-
crease in the cost of the proceeding;

(7) providing for protective orders gov-
erning the exchange and submission of confiden-
tial information;

(8) providing for the filing by the patent
owner of a response to the petition under section
313 after an inter partes review has been insti-
tuted, and requiring that the patent owner file
with such response, through affidavits or declara-
tions, any additional factual evidence and expert
opinions on which the patent owner relies in sup-
port of the response;

(9) setting forth standards and proce-
dures for allowing the patent owner to move to
amend the patent under subsection (d) to cancel a
challenged claim or propose a reasonable number
of substitute claims, and ensuring that any in-
formation submitted by the patent owner in sup-
port of any amendment entered under subsection
(d) is made available to the public as part of the
prosecution history of the patent;

(10) providing either party with the right
to an oral hearing as part of the proceeding;

(11) requiring that the final determination
in an inter partes review be issued not later than
1 year after the date on which the Director notic-
es the institution of a review under this chapter,
except that the Director may, for good cause
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shown, extend the 1-year period by not more
than 6 months, and may adjust the time periods
in this paragraph in the case of joinder under
section 315(¢c);

(12) setting a time period for requesting
joinder under section 315(¢); and

(13) providing the petitioner with at least 1
opportunity to file written comments within a
time period established by the Director.

(b) CONSIDERATIONS.—In prescribing regula-
tions under this section, the Director shall consider
the effect of any such regulation on the economy, the
integrity of the patent system, the efficient admin-
istration of the Office, and the ability of the Office to
timely complete proceedings instituted under this
chapter.

(¢) PATENT TRIAL AND APPEAL BOARD.—The
Patent Trial and Appeal Board shall, in accordance
with section 6, conduct each inter partes review insti-
tuted under this chapter.

(d) AMENDMENT OF THE PATENT.—

(1) IN GENERAL.—During an inter partes
review instituted under this chapter, the patent
owner may file 1 motion to amend the patent in 1
or more of the following ways:

(A) Cancel any -challenged patent
claim.

(B) For each challenged claim, pro-
pose a reasonable number of substitute
claims.
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(2) ADDITIONAL MOTIONS.—Additional
motions to amend may be permitted upon the
joint request of the petitioner and the patent
owner to materially advance the settlement of a
proceeding under section 317, or as permitted by
regulations prescribed by the Director.

(3) SCOPE OF CLAIMS.—An amendment
under this subsection may not enlarge the scope
of the claims of the patent or introduce new mat-
ter.

(e) EVIDENTIARY STANDARDS.—In an inter
partes review instituted under this chapter, the peti-
tioner shall have the burden of proving a proposition
of unpatentability by a preponderance of the evidence.

& * & % %

11. 35 U.S.C. 317 provides:
§ 317. Settlement

(a) IN GENERAL.—An inter partes review insti-
tuted under this chapter shall be terminated with re-
spect to any petitioner upon the joint request of the
petitioner and the patent owner, unless the Office has
decided the merits of the proceeding before the re-
quest for termination is filed. If the inter partes re-
view is terminated with respect to a petitioner under
this section, no estoppel under section 315(e) shall at-
tach to the petitioner, or to the real party in interest
or privy of the petitioner, on the basis of that peti-
tioner’s institution of that inter partes review. If no
petitioner remains in the inter partes review, the Of-
fice may terminate the review or proceed to a final
written decision under section 318(a).
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(b) AGREEMENTS IN WRITING.—Any agree-
ment or understanding between the patent owner and
a petitioner, including any collateral agreements re-
ferred to in such agreement or understanding, made
in connection with, or in contemplation of, the termi-
nation of an inter partes review under this section
shall be in writing and a true copy of such agreement
or understanding shall be filed in the Office before the
termination of the inter partes review as between the
parties. At the request of a party to the proceeding,
the agreement or understanding shall be treated as
business confidential information, shall be kept sepa-
rate from the file of the involved patents, and shall be
made available only to Federal Government agencies
on written request, or to any person on a showing of
good cause.

12. 35 U.S.C. 318 provides:
§ 318. Decision of the Board

(a) FINAL WRITTEN DECISION.—If an inter
partes review is instituted and not dismissed under
this chapter, the Patent Trial and Appeal Board shall
issue a final written decision with respect to the pa-
tentability of any patent claim challenged by the peti-
tioner and any new claim added under section 316(d).

(b) CERTIFICATE.—If the Patent Trial and Ap-
peal Board issues a final written decision under sub-
section (a) and the time for appeal has expired or any
appeal has terminated, the Director shall issue and
publish a certificate canceling any claim of the patent
finally determined to be unpatentable, confirming any
claim of the patent determined to be patentable, and
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incorporating in the patent by operation of the certifi-
cate any new or amended claim determined to be pa-
tentable.

(c) INTERVENING RIGHTS.—Any proposed
amended or new claim determined to be patentable
and incorporated into a patent following an inter
partes review under this chapter shall have the same
effect as that specified in section 252 for reissued pa-
tents on the right of any person who made, purchased,
or used within the United States, or imported into the
United States, anything patented by such proposed
amended or new claim, or who made substantial prep-
aration therefor, before the issuance of a certificate
under subsection (b).

(d) DATA ON LENGTH OF REVIEW.—The Office
shall make available to the public data describing the
length of time between the institution of, and the is-
suance of a final written decision under subsection (a)
for, each inter partes review.

* * * % %

13. 35 U.S.C. 319 provides:
§ 319. Appeal

A party dissatisfied with the final written decision
of the Patent Trial and Appeal Board under section
318(a) may appeal the decision pursuant to sections
141 through 144. Any party to the inter partes review
shall have the right to be a party to the appeal.

& * & * *
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14. 35 U.S.C. 321 provides:

§ 321. Post-grant review

(a) IN GENERAL.—Subject to the provisions of
this chapter, a person who is not the owner of a patent
may file with the Office a petition to institute a post-
grant review of the patent. The Director shall estab-
lish, by regulation, fees to be paid by the person re-
questing the review, in such amounts as the Director
determines to be reasonable, considering the aggre-
gate costs of the post-grant review.

(b) SCOPE.—A petitioner in a post-grant review
may request to cancel as unpatentable 1 or more
claims of a patent on any ground that could be raised
under paragraph (2) or (3) of section 282(b) (relating
to invalidity of the patent or any claim).

(¢) FILING DEADLINE.—A petition for a post-
grant review may only be filed not later than the date
that is 9 months after the date of the grant of the pa-
tent or of the issuance of a reissue patent (as the case
may be).

* * * % %

15. 35 U.S.C. 324 provides:
§ 324. Institution of post-grant review

(a) THRESHOLD.—The Director may not au-
thorize a post-grant review to be instituted unless the
Director determines that the information presented in
the petition filed under section 321, if such infor-
mation is not rebutted, would demonstrate that it is
more likely than not that at least 1 of the claims chal-
lenged in the petition is unpatentable.
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(b) ADDITIONAL GROUNDS.—The determination
required under subsection (a) may also be satisfied by
a showing that the petition raises a novel or unsettled
legal question that is important to other patents or
patent applications.

(¢) TIMING.—The Director shall determine
whether to institute a post-grant review under this
chapter pursuant to a petition filed under section 321
within 3 months after—

(1) receiving a preliminary response to
the petition under section 323; or

(2) if no such preliminary response is
filed, the last date on which such response may
be filed.

(d) NoTICE.—The Director shall notify the pe-
titioner and patent owner, in writing, of the Director’s
determination under subsection (a) or (b), and shall
make such notice available to the public as soon as is
practicable. Such notice shall include the date on
which the review shall commence.

(e) No APPEAL.—The determination by the Di-
rector whether to institute a post-grant review under
this section shall be final and nonappealable.

* * * % %

16. 37 C.F.R. 42.100 provides:
§ 42.100 Procedure; pendency.

(a) An inter partes review is a trial subject to
the procedures set forth in subpart A of this part.
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(b) A claim in an unexpired patent shall be giv-
en its broadest reasonable construction in light of the
specification of the patent in which it appears.

() An inter partes review proceeding shall be
administered such that pendency before the Board
after institution is normally no more than one year.
The time can be extended by up to six months for
good cause by the Chief Administrative Patent Judge,
or adjusted by the Board in the case of joinder.

& & & kS %

17. 37 C.F.R. 42.107 provides:
§ 42.107 Preliminary response to petition.

(a) The patent owner may file a preliminary re-
sponse to the petition. The response is limited to set-
ting forth the reasons why no inter partes review
should be instituted under 35 U.S.C. 314. The re-
sponse can include evidence except as provided in
paragraph (c) of this section. The preliminary re-
sponse is subject to the page limits under § 42.24.

(b) Due date. The preliminary response must
be filed no later than three months after the date of a
notice indicating that the request to institute an inter
partes review has been granted a filing date. A patent
owner may expedite the proceeding by filing an elec-
tion to waive the patent owner preliminary response.

(¢) No new testimonial evidence. The prelimi-
nary response shall not present new testimony evi-
dence beyond that already of record, except as au-
thorized by the Board.
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(d) No amendment. The preliminary response
shall not include any amendment.

(e) Disclarvm Patent Claims. The patent owner
may file a statutory disclaimer under 35 U.S.C. 253(a)
in compliance with § 1.321(a) of this chapter, disclaim-
ing one or more claims in the patent. No inter partes
review will be instituted based on disclaimed claims.

& & & % %

18. 37 C.F.R. 42.108 provides:
§ 42.108 Institution of inter partes review.

(a) When instituting inter partes review, the
Board may authorize the review to proceed on all or
some of the challenged claims and on all or some of
the grounds of unpatentability asserted for each
claim.

(b) At any time prior to institution of inter
partes review, the Board may deny some or all
grounds for unpatentability for some or all of the
challenged claims. Denial of a ground is a Board deci-
sion not to institute inter partes review on that
ground.

(e) Sufficient grounds. Inter partes review shall
not be instituted for a ground of unpatentability un-
less the Board decides that the petition supporting
the ground would demonstrate that there is a reason-
able likelihood that at least one of the claims chal-
lenged in the petition is unpatentable. The Board’s
decision will take into account a patent owner prelim-
inary response where such a response is filed.

& % & % %
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19. 37 C.F.R. 42.120 provides:

§ 42.120 Patent owner response.

(a) Scope. A patent owner may file a response
to the petition addressing any ground for unpatenta-
bility not already denied. A patent owner response is
filed as an opposition and is subject to the page limits
provided in § 42.24.

(b) Due date for response. If no time for filing a
patent owner response to a petition is provided in a
Board order, the default date for filing a patent owner
response is three months from the date the inter
partes review was instituted.

& & & % &

20. 37 C.F.R. 42.121 provides:
§ 42.121 Amendment of the patent.

(a) Motion to amend. A patent owner may file
one motion to amend a patent, but only after confer-
ring with the Board.

(1) Due date. Unless a due date is provid-
ed in a Board order, a motion to amend must be
filed no later than the filing of a patent owner re-
sponse.

(2)  Scope. A motion to amend may be de-
nied where:

(i) The amendment does not respond
to a ground of unpatentability involved in
the trial; or
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(ii) The amendment seeks to enlarge
the scope of the claims of the patent or in-
troduce new subject matter.

3) A reasonable number of substitute
claims. A motion to amend may cancel a chal-
lenged claim or propose a reasonable number of
substitute claims. The presumption is that only
one substitute claim would be needed to replace
each challenged claim, and it may be rebutted by
a demonstration of need.

(b) Content. A motion to amend claims must in-
clude a claim listing, which claim listing may be con-
tained in an appendix to the motion, show the changes
clearly, and set forth:

(1) The support in the original disclosure
of the patent for each claim that is added or
amended; and

(2) The support in an earlier-filed disclo-
sure for each claim for which benefit of the filing
date of the earlier filed disclosure is sought.

(e) Additional motion to amend. In addition to
the requirements set forth in paragraphs (a) and (b)
of this section, any additional motion to amend may
not be filed without Board authorization. An addition-
al motion to amend may be authorized when there is a
good cause showing or a joint request of the petitioner
and the patent owner to materially advance a settle-
ment. In determining whether to authorize such an
additional motion to amend, the Board will consider
whether a petitioner has submitted supplemental in-
formation after the time period set for filing a motion
to amend in paragraph (a)(1) of this section.



