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1

INTEREST OF AMICUS CURIAE1

7KH�1HZ�<RUN�,QWHOOHFWXDO�3URSHUW\�/DZ�$VVRFLDWLRQ�
�´1<,3/$µ�RU�´$VVRFLDWLRQµ��LV�D�EDU�DVVRFLDWLRQ�RI�PRUH�
WKDQ�������DWWRUQH\V�ZKR�SUDFWLFH�LQ�WKH�DUHD�RI�SDWHQW��
FRS\ULJKW�� WUDGHPDUN� DQG� RWKHU� LQWHOOHFWXDO� SURSHUW\�
�´,3µ�� ODZ�2� ,W� LV� RQH� RI� WKH� ODUJHVW� UHJLRQDO� ,3� EDU�
DVVRFLDWLRQV� LQ� WKH�8QLWHG�6WDWHV�� ,WV�PHPEHUV� LQFOXGH�
LQ�KRXVH�FRXQVHO�IRU�EXVLQHVVHV�DQG�RWKHU�RUJDQL]DWLRQV��
DQG� DWWRUQH\V� LQ� SULYDWH� SUDFWLFH�ZKR� UHSUHVHQW� ERWK�
,3� RZQHUV� DQG� WKHLU� DGYHUVDULHV� �PDQ\� RI�ZKRP� DUH�
DOVR� ,3� RZQHUV��� ,WV� PHPEHUV� UHSUHVHQW� LQYHQWRUV��
HQWUHSUHQHXUV��EXVLQHVVHV��XQLYHUVLWLHV��DQG�LQGXVWU\�DQG�
WUDGH�DVVRFLDWLRQV��7KH\�UHJXODUO\�SDUWLFLSDWH�LQ�SDWHQW�
OLWLJDWLRQ�RQ�EHKDOI�RI�ERWK�SODLQWLIIV�DQG�GHIHQGDQWV��

'LUHFWO\�UHOHYDQW�WR�WKH� LVVXHV�KHUH��WKH�1<,3/$·V�
PHPEHUV� UHJXODUO\� UHSUHVHQW� SDUWLHV³LQFOXGLQJ� ERWK�
SDWHQW�RZQHUV�DQG�YDOLGLW\�FKDOOHQJHUV³LQ�inter partes 
UHYLHZ� �´,35µ�� SURFHHGLQJV� DQG� RWKHU� SRVW�LVVXDQFH�
SURFHHGLQJV�EHIRUH� WKH�3DWHQW�7ULDO�DQG�$SSHDO�%RDUG�
�´37$%µ�� RI� WKH�8�6�� 3DWHQW� DQG� 7UDGHPDUN�2IILFH�
�´372µ�� DQG� LQ�$UWLFOH� ,,,� FRXUWV��7KH�1<,3/$� WKXV�
EULQJV�DQ�LQIRUPHG�SHUVSHFWLYH�WR�WKH�LVVXHV�SUHVHQWHG�

��� �3XUVXDQW�WR�6XS��&W��5��������WKH�1<,3/$�DQG�LWV�FRXQVHO�
UHSUHVHQW�WKDW�WKH\�KDYH�DXWKRUHG�WKH�HQWLUHW\�RI�WKLV�EULHI��DQG�
WKDW�QR�SHUVRQ�RWKHU�WKDQ�WKH�amicus curiae�RU�LWV�FRXQVHO�KDV�
PDGH�D�PRQHWDU\�FRQWULEXWLRQ�WR�WKH�SUHSDUDWLRQ�RU�VXEPLVVLRQ�
RI�WKLV�EULHI��

��� �3XUVXDQW�WR�6XS��&W��5�������D���3HWLWLRQHU�FRQVHQWHG�WR�WKH�
ÀOLQJ�RI�amicus�EULHIV�LQ�VXSSRUW�RI�HLWKHU�SDUW\�RU�QHLWKHU�SDUW\�
LQ�D�GRFNHW�HQWU\�GDWHG�0D\���� �����DQG�5HVSRQGHQW·V�ZULWWHQ�
FRQVHQW�WR�WKLV�ÀOLQJ�ZDV�SURYLGHG�LQ�D�FRPPXQLFDWLRQ�GDWHG�0D\�
����������7KH�8QLWHG�6WDWHV�3DWHQW�DQG�7UDGHPDUN�2IÀFH�SURYLGHG�
LWV�ZULWWHQ�FRQVHQW�WR�WKLV�ÀOLQJ�WKURXJK�WKH�8�6��'HSDUWPHQW�RI�
-XVWLFH�RQ�0D\����������



2

%HFDXVH� RI� WKH� LQFUHDVLQJ� SUHYDOHQFH� RI� ,35�
SURFHHGLQJV�DQG�RWKHU�SRVW�LVVXDQFH�SURFHHGLQJV�EHIRUH�
WKH�37$%��WKH�GUDPDWLF� LPSDFW�WKHVH�QHZ�SURFHHGLQJV�
KDYH�KDG�RQ�GLVWULFW�FRXUW�OLWLJDWLRQ�RI�SDWHQW�GLVSXWHV��DQG�
WKH�LPSRUWDQFH�RI�VXFK�SURFHHGLQJV�WR�SDWHQW�RZQHUV�DQG�
YDOLGLW\�FKDOOHQJHUV�DOLNH�� WKH�1<,3/$·V�PHPEHUV�DQG�
WKHLU�FOLHQWV�KDYH�D�VWURQJ�LQWHUHVW�LQ�WKH�FOHDU�UHVROXWLRQ�
RI�WKH�LVVXHV�SUHVHQWHG�LQ�WKLV�FDVH�3 

SUMMARY OF THE ARGUMENT

7KLV� FDVH� SUHVHQWV� DQ� LPSRUWDQW� FRQVWLWXWLRQDO�
TXHVWLRQ�ZKLFK� WKH� FRXUW� EHORZ� GHFLGHG� EDVHG� RQ� DQ�
LQFRPSOHWH� DQDO\VLV� RI� WKLV�&RXUW·V� MXULVSUXGHQFH�� DQG�
ZKLFK� LV�QRZ�DSSURSULDWH� IRU� WKLV�&RXUW� WR�GHFLGH��7KH�
HVVHQWLDO�XQGHUO\LQJ�LVVXH�LV�ZKHWKHU�WKH�JUDQW�RI�D�8�6��
3DWHQW� E\� WKH�8�6�� 3DWHQW� DQG�7UDGHPDUN�2IÀFH� LV� D�
´SXEOLF�ULJKWµ�RU�́ SULYDWH�ULJKWµ�DV�H[SODLQHG�E\�WKLV�&RXUW�
LQ�Stern v. Marshall������8�6����������������������,I�LW�LV�D�
´SXEOLF�ULJKW�µ�WKHQ�WKH�QHZ�SRVW�LVVXDQFH�$UWLFOH�,�WULDO�
SURFHHGLQJV�DUH� OLNHO\� FRQVWLWXWLRQDO�� ,I� LW� LV� D� ´SULYDWH�
ULJKW�µ�WKHQ�VXFK�SURFHHGLQJV�DUH�OLNHO\�QRW��

��� � 7KH� DUJXPHQWV�PDGH� LQ� WKLV� EULHI�ZHUH� DSSURYHG� E\�
DQ� DEVROXWH�PDMRULW\� RI�1<,3/$·V� RIÀFHUV� DQG�PHPEHUV� RI� LWV�
%RDUG� RI�'LUHFWRUV�� EXW�GR�QRW�QHFHVVDULO\� UHÁHFW� WKH� YLHZV� RI�
D�PDMRULW\� RI� WKH�PHPEHUV� RI� WKH�$VVRFLDWLRQ�� RU� RI� WKH� ODZ�RU�
FRUSRUDWH�ÀUPV�ZLWK�ZKLFK�WKRVH�PHPEHUV�DUH�DVVRFLDWHG��$IWHU�
UHDVRQDEOH�LQYHVWLJDWLRQ��WKH�1<,3/$�EHOLHYHV�WKDW�QR�RIÀFHU�RU�
GLUHFWRU�RU�PHPEHU�RI�WKH�$PLFXV�%ULHIV�&RPPLWWHH�ZKR�YRWHG�
LQ�IDYRU�RI�ÀOLQJ�WKLV�EULHI��QRU�DQ\�DWWRUQH\�DVVRFLDWHG�ZLWK�DQ\�
VXFK�RIÀFHU��GLUHFWRU�RU�FRPPLWWHH�PHPEHU�LQ�DQ\�ODZ�RU�FRUSRUDWH�
ÀUP��UHSUHVHQWV�D�SDUW\�WR�WKLV�OLWLJDWLRQ��6RPH�RIÀFHUV��GLUHFWRUV��
FRPPLWWHH�PHPEHUV� RU� DVVRFLDWHG� DWWRUQH\V�PD\� UHSUHVHQW�
HQWLWLHV��LQFOXGLQJ�RWKHU�amici curiae��ZKLFK�KDYH�DQ�LQWHUHVW�LQ�
RWKHU�PDWWHUV�WKDW�PD\�EH�DIIHFWHG�E\�WKH�RXWFRPH�RI�WKLV�OLWLJDWLRQ�



3

,Q� WKH� FDVH� EHORZ�� D� WKUHH�MXGJH� SDQHO� RI� WKH�8�6��
&RXUW�RI�$SSHDOV�IRU�WKH�)HGHUDO�&LUFXLW�GHFLGHG�WKDW�D�
SDWHQW� LV�D�´SXEOLF�ULJKW�µ�DQG�WKDW�WKHVH�$UWLFOH�,�WULDO�
SURFHHGLQJV�DUH�QRW�XQFRQVWLWXWLRQDO��MCM Portfolio LLC 
Y��+HZOHWW�3DFNDUG�&R�������)��G�������)HG��&LU���������
7KLV�GHFLVLRQ�ZDV�UHDFKHG�HYHQ�WKRXJK�SDWHQW�ULJKWV�KDYH�
D�ORQJ�KLVWRU\�RI�EHLQJ�DGMXGLFDWHG�LQ�$UWLFOH�,,,�FRXUWV��
0F&RUPLFN�+DUYHVWLQJ�0DFK��&R��Y��$XOWPDQ������8�6��
����� ���� ������� �´7KH� RQO\� DXWKRULW\� FRPSHWHQW� WR� VHW�
D�SDWHQW�DVLGH� �� �� �� LV�YHVWHG�LQ�WKH�FRXUWV�RI�WKH�8QLWHG�
6WDWHV�µ���see also Markman v. Westview Instruments, 
Inc.������8�6�������������������GLVFXVVLQJ�WKH�DYDLODELOLW\�
RI�SDWHQW�UHPHGLHV�LQ��������

6LJQLI LFDQWO\�� WKH� )HGHUDO� &LUFXLW� UHDFKHG� LWV�
FRQFOXVLRQ�ZLWKRXW� FRQVLGHULQJ�PRUH� WKDQ� D� FHQWXU\� RI�
SUHFHGHQW�E\�WKLV�&RXUW�UHFRJQL]LQJ�WKDW�DQ�LVVXHG�SDWHQW�
LV�D�SURSHUW\�ULJKW��DW�OHDVW�IRU�SXUSRVHV�RI�GHWHUPLQLQJ�
LI�D�´WDNLQJµ�KDV�KDSSHQHG��James v. &DPSEHOO, 104 U.S. 
�����������������VHH�DOVR�+RUQH�Y��'HS·W�RI�$JULF�� 135 S. 
&W���������������������TXRWLQJ�ZLWK�DSSURYDO�James). 

7KH�$VVRFLDWLRQ�UHVSHFWIXOO\�VXEPLWV�WKDW�WKLV�&RXUW�
VKRXOG� QRW� ZDLW� WR� DGGUHVV� WKH� LVVXHV� UDLVHG� LQ� WKLV�
3HWLWLRQ��7R�GDWH��DOWKRXJK�OLWLJDQWV�FRQWLQXH�WR�UDLVH�WKHVH�
FKDOOHQJHV�EHORZ��FRXUWV�KDYH�UHVROYHG�WKHP�ZLWK�GHFLVLRQV�
WKDW�VXPPDULO\�IROORZ�MCM�ZLWKRXW�IXUWKHU�GLVFXVVLRQ��
7KXV�� LI� WKLV�3HWLWLRQ� LV� GHQLHG�� WKH�GHFLVLRQ�EHORZ�ZLOO�
OLNHO\�EH�OHIW�DV�WKH�ÀQDO�ZRUG�RQ�WKH�FRQVWLWXWLRQDOLW\�RI�
WKLV�LQFUHDVLQJO\�LPSRUWDQW�SRVW�LVVXDQFH�DGPLQLVWUDWLYH�
WULDO�SURFHHGLQJ� WKDW�KDV� LQYDOLGDWHG�PRUH� WKDQ��������
SUHYLRXVO\�LVVXHG� SDWHQW� FODLPV� VLQFH� LW� ILUVW� EHFDPH�
DYDLODEOH�LQ�6HSWHPEHU������

$OWKRXJK� WKH�$VVRFLDWLRQ�GRHV�QRW� DGYRFDWH� LQ� WKLV�
$PLFXV�%ULHI�ZKLFK�SRVLWLRQ�WKLV�&RXUW�VKRXOG�DGRSW��LW�
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VWURQJO\� EHOLHYHV� WKDW� FHUWLRUDUL� VKRXOG� EH� JUDQWHG� VR�
WKDW� WKLV�&RXUW� FDQ� DGGUHVV� WKH� VLJQLÀFDQFH� RI� SDWHQW�
ULJKWV�EHLQJ�́ SURSHUW\µ�WR�GHWHUPLQH�WKH�FRQVWLWXWLRQDOLW\�
RI�37$%�SURFHHGLQJV� XQGHU� WKH�$PHULFD� ,QYHQWV�$FW�
�´$,$µ��

REASONS FOR GRANTING THE PETITION

I. The Constitutionality of Inter Partes Review 
Raises an Important Issue Worthy of This Court’s 
Consideration 

A. Inter Partes Review Proceedings as Related 
to Article III Court Litigation

,Q�������&RQJUHVV�SDVVHG�WKH�/HDK\�6PLWK�$PHULFD�
,QYHQWV�$FW��LQFOXGLQJ�D�QHZ�VWDWXWRU\�VFKHPH�IRU�SRVW�
LVVXDQFH� SURFHHGLQJV� WKDW� KDV� VSDZQHG� WKRXVDQGV� RI�
SDWHQW�YDOLGLW\�FKDOOHQJHV�WKDW�RWKHUZLVH�ZRXOG�KDYH�KDG�
WR� EH� UHVROYHG� LQ�$UWLFOH� ,,,� SURFHHGLQJV� WULHG� EHIRUH�
MXULHV� See /HDK\²6PLWK�$PHULFD�,QYHQWV�$FW��3XE��/��
1R������������������6WDW�����������������������FRGLÀHG�DW�
���8�6�&�����������������������>KHUHLQDIWHU�´$,$µ@�

,Q� SDUWLFXODU�� WKH� $,$� FUHDWHG� WKUHH� QHZ� SRVW�
LVVXDQFH�SURFHHGLQJV��PRUH�WKDQ�GRXEOLQJ�WKH�QXPEHU�RI�
SRVW�LVVXDQFH�SURFHHGLQJV�DW�WKH�372�4

��� �7KH�372·V�SRVW�LVVXDQFH�SURFHHGLQJV�SULRU�WR�WKH�$,$�
DOORZHG�D�SDWHQW�RZQHU�WR�YROXQWDULO\�UHLVVXH�D�SDWHQW��RU�D�SDWHQW�
RZQHU�RU�WKLUG�SDUW\�WR�DVN�WKH�372�WR�UHH[DPLQH�VSHFLÀHG�SDWHQW�
FODLPV��ZLWK�WKH�372�KDYLQJ�WKH�DXWKRULW\�WR�FDQFHO�SUHYLRXVO\�
LVVXHG�FODLPV�IRXQG�QRW�SDWHQWDEOH�DQG�WR�LVVXH�QHZ�RU�DPHQGHG�
FODLPV�����8�6�&������������������see also 37 C.F.R. §§ 1.173, 1.550 
�GLVFXVVLQJ�UHLVVXH�DQG�UHH[DPLQDWLRQ�SURFHHGLQJV�UHVSHFWLYHO\���
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��  Inter Partes� 5HYLHZ� �´,35µ��� ���8�6�&��
�������

�� �3RVW�*UDQW� 5HYLHZ� �´3*5µ��� ���8�6�&��
�������DQG�

�� �&RYHUHG � %XV L QHVV � 0HWKRG � 3DW HQW�
5HYLHZ� �´&%0�5HYLHZµ���$,$�6HFWLRQ� ���
�FROOHFWLYHO\��´37$%�3URFHHGLQJVµ���

$OO� WKUHH� SRVW�LVVXDQFH� SURFHHGLQJV� DUH� VLPLODU� LQ�
SURFHGXUDO� DVSHFWV�� EXW� GLIIHU� LQ� WKH� WLPLQJ� RI� ILOLQJ�
SHWLWLRQV�DQG�LQ�WKH�DYDLODELOLW\�DQG�VFRSH�RI�UHYLHZ�5

PGRs��3*5V�DUH�RQO\�DYDLODEOH�LQ�WKH�ÀUVW�QLQH�PRQWKV�
IROORZLQJ� LVVXDQFH�RI�DQ�$,$�SDWHQW��RU�UHLVVXH�SDWHQW��
���8�6�&��������F���DQG�PD\�EH�LQYRNHG�WR�FDQFHO�D�SDWHQW�
FODLP�RQ�DQ\�JURXQG� IRXQG� LQ����8�6�&��������E����������
ZKLFK�FRYHUV�PRVW�RI�WKH�DYDLODEOH�PHWKRGV�RI�LQYDOLGDWLQJ�
SDWHQW�FODLPV��See 35 U.S.C. ������E��

��� �)RU�D�JHQHUDO�RYHUYLHZ�RI�37$%�3URFHHGLQJV��VHH�&KDUOHV�
5��0DFHGR�	�-XQJ�6��+DKP��8QGHUVWDQGLQJ�37$%�7ULDOV��.H\�
0LOHVWRQHV�LQ�,35��3*5�DQG�&%0�3URFHHGLQJV��3UDFWLFDO�/DZ�
�2FW�� ���� ������ UHYLVHG�$SU�� ���� ������� KWWS���ZZZ�DUHODZ�FRP�
SXEOLFDWLRQV�YLHZ�SUDFWLFDOODZ�����

��� � 7KH� WHUP� ´$,$�SDWHQWµ� LV� XVHG� KHUHLQ� WR� GHVLJQDWH� D�
SDWHQW�WKDW�LV�ÀOHG�DIWHU�WKH�HIIHFWLYH�GDWH�RI�FHUWDLQ�SURYLVLRQV�RI�
WKH�$,$��7KHVH�SURYLVLRQV�UHIRUPHG�WKH�PDQQHU�LQ�ZKLFK�SDWHQWV�
DUH�H[DPLQHG��$OO�SDWHQWV�ÀOHG�RQ�RU�DIWHU�0DUFK����������DUH�
FRQVLGHUHG�$,$�SDWHQWV��)RU�D�SUDFWLFDO�GLVFXVVLRQ�RI�WKH�GLIIHUHQFH�
EHWZHHQ� DQ�$,$�SDWHQW� DQG� D� SUH�$,$�SDWHQW�� VHH�&KDUOHV�5��
0DFHGR��,QVLGH�9LHZV��:K\�6R�0DQ\�3DWHQW�)LOLQJV�:HUH�)LOHG�
In the US on or Before 15 March 2013��,QWHOOHFWXDO�3URSHUW\�:DWFK�
�0DU�������������KWWS���ZZZ�LS�ZDWFK�RUJ������������ZK\�VR�PDQ\�
SDWHQW�ÀOLQJV�ZHUH�ÀOHG�LQ�WKH�XV�RQ�RU�EHIRUH����PDUFK�������
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CBM Reviews��&%0�5HYLHZV�DUH�SDUW�RI�D�WUDQVLWLRQDO7 
SURJUDP�WKDW�RQO\�DSSOLHV�WR�D�OLPLWHG�FDWHJRU\�RI�SDWHQWV��
VR�FDOOHG�́ FRYHUHG�EXVLQHVV�PHWKRG�SDWHQWV�µ�$,$�6HFWLRQ�
18. &%0�5HYLHZV�DUH�D�VSHFLDO�NLQG�RI�3*5�SURFHHGLQJ�
WKDW�PD\�EH�EURXJKW�E\�DQ\RQH�FKDUJHG�ZLWK�LQIULQJHPHQW�
RI�D�FRYHUHG�EXVLQHVV�PHWKRG�SDWHQW��Id. /LNH�3*5V��&%0�
5HYLHZV�PD\�EH�LQYRNHG�WR�UDLVH�DQ\�FODLP�IRU�LQYDOLGLW\�
WKDW�FRXOG�EH�UDLVHG�XQGHU����8�6�&��§§�����E�����DQG������
See 35 U.S.C. ������E��

IPRs:�$OWKRXJK�E\�VWDWXH��,35�SURFHHGLQJV�KDYH�D�
QDUURZHU�VFRSH�RI�UHYLHZ�DQG�D�PRUH�OLPLWHG�WLPHOLQHVV�
UHTXLUHPHQW�� WKH\� KDYH� QHYHUWKHOHVV� FRPH� WR� EH� XVHG�
PXFK�PRUH� H[WHQVLYHO\� WKDQ�3*5V�DQG�&%0�5HYLHZV��
*HQHUDOO\�� ,35�SURFHHGLQJV�PD\� EH� EURXJKW� DQ\� WLPH�
DIWHU� D� SDWHQW� LVVXHV� �IRU� SUH�$,$�SDWHQWV�� RU� DIWHU� D�
3*5�ZLQGRZ� LV� FRPSOHWH� �IRU�$,$�SDWHQWV��� ���8�6�&��
������F���+RZHYHU��D�WKLUG�SDUW\�WKDW�LV�WKH�VXEMHFW�RI�DQ�
LQIULQJHPHQW�DFWLRQ�PXVW�ÀOH� LWV� ,35�SHWLWLRQ�� LI� DW� DOO��
ZLWKLQ� RQH� \HDU� RI� FRPPHQFHPHQW� RI� WKH� LQIULQJHPHQW�
DFWLRQ�����8�6�&��������E�. 7KH�VXEMHFW�PDWWHU�DYDLODEOH�IRU�
UHYLHZ�LQ�,35V�LV�OLPLWHG�WR�YDOLGLW\�JURXQGV�VSHFLÀHG�LQ�
���8�6�&���������RU�����RQ�WKH�EDVLV�RI�SULRU�DUW�FRQVLVWLQJ�
RI�SDWHQWV�RU�SULQWHG�SXEOLFDWLRQV�����86�&��������E��

$OO� RI� WKHVH� W\SHV� RI� 37$%� 3URFHHGLQJV� DUH�
DGMXGLFDWHG�E\�WKH�3DWHQW�7ULDO�DQG�$SSHDO�%RDUG��ZKLFK��
LQ�WKLV�FRQWH[W��LV�DQ�DGPLQLVWUDWLYH�WULDO�ERG\�ZLWKLQ�WKH�
372�VWDIIHG�ZLWK�$UWLFOH�,�DGPLQLVWUDWLYH�SDWHQW�MXGJHV�
�´$3-µ������8�6�&������������F���7KH�37$%�DOVR�KDQGOHV�
WUDGLWLRQDO� H[� SDUWH� DSSHDOV� IURP�DGYHUVH� GHFLVLRQV� RI�

��� � $V� FXUUHQWO\� LPSOHPHQWHG�� &%0�5HYLHZV� DUH� RQO\�
DYDLODEOH�XQWLO�6HSWHPEHU��������������&�)�5�����������G��
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SDWHQW�H[DPLQHUV�GXULQJ�RULJLQDO�SURVHFXWLRQ��SUHYLRXVO\�
KDQGOHG�E\�WKH�%RDUG�RI�3DWHQW�$SSHDOV�DQG�,QWHUIHUHQFHV��
DV�ZHOO�DV�WKHVH�QHZ�´WULDOµ�SURFHHGLQJV�8

7KHVH� QHZ� DGPLQLVWUDWLYH� SURFHHGLQJV� GLIIHU� IURP�
OLWLJDWLRQ�LQ�VHYHUDO�VLJQLÀFDQW�ZD\V��

���� IRU� SDWHQWV� WKDW� DUH� QRW� H[SLUHG�� WKH� 37$%�
3URFHHGLQJV�KDYH�D�GLIIHUHQW�VWDQGDUG�RI�FODLP�FRQVWUXFWLRQ�
WKDQ� LV� DSSOLHG� LQ� $UWLFOH� ,,,� FRXUWV�� HPSOR\LQJ� WKH�
´EURDGHVW�UHDVRQDEOH�LQWHUSUHWDWLRQµ�VWDQGDUG�DV�RSSRVHG�
WR�WKH�FRXUW�OLWLJDWLRQ�VWDQGDUG�GHVFULEHG�LQ�FDVHV�VXFK�DV�
3KLOOLSV�Y��$:+�&RUS�������)��G�������)HG��&LU��������� 
���&�)�5�����������E���

����GLVFRYHU\�LQ�37$%�3URFHHGLQJV� LV�PRUH�OLPLWHG�
WKDQ�LQ�D�W\SLFDO�8�6��'LVWULFW�&RXUW�SURFHHGLQJ�����&�)�5��
�������������DQG

��� � 7KLV�&RXUW�ZLOO� EH� IDPLOLDU�ZLWK� GLIIHUHQFHV� EHWZHHQ�
RULJLQDO�SURVHFXWLRQ�WR�REWDLQ�D�SDWHQW��LQ�ZKLFK�D�SDWHQW�DSSOLFDQW�
KDV�DQ�H[WHQVLYH�RSSRUWXQLW\�WR�JR�EDFN�DQG�IRUWK�ZLWK�WKH�SDWHQW�
H[DPLQHU�� DQG� WKHVH�QHZ�TXDVL�OLWLJDWLRQ�SURFHHGLQJV� IURP� WKH�
EULHÀQJ�DQG�RUDO�DUJXPHQW�LQ�&XR]]R�6SHHG�7HFKQRORJLHV��//&�
v. Lee��1R����������8�6��DUJXHG�$SU������������

��� � 7KH� ´EURDGHVW� UHDVRQDEOH� LQWHUSUHWDWLRQµ� FODLP�
FRQVWUXFWLRQ� VWDQGDUG� JLYHV� D� FODLP� LWV� EURDGHVW� UHDVRQDEOH�
PHDQLQJ�FRQVLVWHQW�ZLWK�WKH�ODQJXDJH�RI�WKH�FODLP�DV�YLHZHG�LQ�
WKH�FRQWH[W�RI�WKH�SDWHQW�VSHFLÀFDWLRQ��,W�LV�WKH�VWDQGDUG�RI�FODLP�
FRQVWUXFWLRQ�XVHG�GXULQJ�WKH�H[DPLQDWLRQ�RI�RULJLQDO�SDWHQWV�DQG�
LQ�VRPH�H[�SDUWH�SURFHHGLQJV�DW�WKH�372��ZKHUH��XQOLNH�LQ�,35V��D�
SDWHQW�DSSOLFDQW�PD\�freely amend�LWV�FODLPV�LQ�UHVSRQVH�WR�VXFK�
LQWHUSUHWDWLRQV��7KH�OLWLJDWLRQ�VWDQGDUG�DWWHPSWV�WR�JLYH�D�FODLP�
LWV�RUGLQDU\�PHDQLQJ�IURP�WKH�YLHZSRLQW�RI�D�SHUVRQ�RI�RUGLQDU\�
VNLOO�LQ�WKH�DUW�DW�WKH�WLPH�RI�WKH�LQYHQWLRQ��3KLOOLSV�Y��$:+��&RUS�, 
����)��G��������������)HG��&LU���������



8

����WKH�37$%�3URFHHGLQJV�GR�QRW�DOORZ�IRU�MXU\�WULDOV�
DQG�MXGJPHQW�LV�GHOLYHUHG�E\�D�SDQHO�RI�WKUHH�$3-V��ZKR�
DUH�HPSOR\HG�E\� WKH�372�EXW�QRW�DSSRLQWHG� VXEMHFW� WR�
FRQJUHVVLRQDO�VFUHHQLQJ�DQG�DSSURYDO�����8�6�&������F��

,35V�ZHUH� GHVLJQHG� IURP� WKH� EHJLQQLQJ� WR� EH� D�
´OHVV�H[SHQVLYH� DOWHUQDWLYH� WR� FRXUWURRP� OLWLJDWLRQµ� IRU�
LVVXHV�RI�SDWHQW�YDOLGLW\��See ����&RQJ��5HF��6������GDLO\�
HG��0DU����������� �VWDWHPHQW�RI�6HQ��8GDOO���7KH� WKHRU\�
EHKLQG�WKH�FUHDWLRQ�RI�WKH�37$%�3URFHHGLQJV� LV�WR�SXW�
GHFLVLRQV�UHJDUGLQJ�WKH�YDOLGLW\�RI�SDWHQWV�LQ�WKH�KDQGV�RI�
$UWLFOH�,�$3-V�RI�WKH�372��WKH�DGPLQLVWUDWLYH�DJHQF\�WKDW�
GHFLGHV�WKH�PHULWV�RI�DSSOLFDWLRQV�IRU�SDWHQWV�RQ�D�GDLO\�
EDVLV��See id. �´,QWHU�SDUWHV�UHH[DP�LV�RIWHQ�WKH�SUHIHUUHG�
PHWKRG�RI�H[DPLQDWLRQ�EHFDXVH�D�SDQHO�RI�H[SHUWV�LV�PRUH�
OLNHO\�WR�UHDFK�WKH�FRUUHFW�GHFLVLRQ�RQ�D�WHFKQLFDO�TXHVWLRQ�
FRPSDUHG�WR�D�MXU\�FRPSRVHG�RI�OD\SHRSOH�µ���

,QGHHG��WKHUH�DUH�DOUHDG\�VLWXDWLRQV�ZKHUH�D�SDWHQW�
IRXQG� QRW� WR� EH� LQYDOLG� LQ� D� GLVWULFW� FRXUW� SURFHHGLQJ�
VXEVHTXHQWO\�KDV�EHHQ�IRXQG�LQYDOLG�LQ�D�37$%�SURFHHGLQJ��
)RU�H[DPSOH��LQ�D�GHFODUDWRU\�MXGJPHQW�DFWLRQ�LQ�WKH�8�6��
'LVWULFW�&RXUW� IRU� WKH�'LVWULFW� RI�'HODZDUH�� WKH� FRXUW�
HQWHUHG�MXGJPHQW�WKDW�WKH�FODLPV�ZHUH�QRW�LQYDOLG��7KLV�
MXGJPHQW�ZDV�WKHQ�DIÀUPHG�WKH�)HGHUDO�&LUFXLW��Novartis 
3KDUPV��&RUS��Y��:DWVRQ�/DEV��� ,QF��� ����)��$SS·[�����
�)HG��&LU���������7KHUHDIWHU��WKH�37$%�LQ�DQ�,35�GHFLVLRQ�
VWDWHG�´ZKLOH�ZH�KDYH�FRQVLGHUHG� WKH�)HGHUDO�&LUFXLW·V�
GHFLVLRQ��ZH�KDYH�LQGHSHQGHQWO\�DQDO\]HG�SDWHQWDELOLW\�RI�
WKH�FKDOOHQJHG�FODLPV�EDVHG�RQ�WKH�HYLGHQFH�DQG�VWDQGDUGV�
WKDW� DUH�DSSOLFDEOH� WR� WKLV�SURFHHGLQJµ�DQG� LQYDOLGDWHG�
VHYHUDO�RI�WKH�SDWHQW�FODLPV�DW�LVVXH��Noven Pharms. Inc. 
v. Novartis AG,�1R�� ,35������������ �� �3�7�$�%�� 6HSW��
�����������6LQFH�37$%�3URFHHGLQJV�KDYH�D�ORZHU�EXUGHQ�
RI�SURRI�DQG�EURDGHU�FODLP�FRQVWUXFWLRQ�VWDQGDUG��VXFK�
UHVXOWV�DUH�OLNHO\�WR�FRQWLQXH�
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,W� LV� WUXH� WKDW� WKH� 37$%�3URFHHGLQJV�� LQFOXGLQJ�
,35V�� DUH� DGYHUVDULDO� SURFHHGLQJV� DQG� DV� VXFK� EHDU�
VRPH�VLPLODULWLHV�WR�OLWLJDWLRQ�LQ�D�FRXUW��+RZHYHU��37$%�
3URFHHGLQJV� GR� QRW� LQFOXGH�PDQ\� RI� WKH� GXH� SURFHVV�
SURWHFWLRQV� WKDW� QRUPDOO\� DSSO\� LQ�$UWLFOH� ,,,� FRXUWV·�
DGMXGLFDWLRQ�RI�SDWHQW�YDOLGLW\��VXFK�DV�

����LQGHSHQGHQW�$UWLFOH�,,,�MXGJHV�ZKR�PXVW�EH�YHWWHG�
DQG�DSSURYHG�E\�&RQJUHVV�DV�D�ÀUVW�FRQVWLWXWLRQDO�FKHFN��
DQG�KDYH�OLIH�WHQXUH�DQG�QR�GLPLQXWLRQ�RI�FRPSHQVDWLRQ�
DV�D�VHFRQG�FRQVWLWXWLRQDO�FKHFN�RQ�MXGLFLDO�LQGHSHQGHQFH��

����H[SDQVLYH�GLVFRYHU\�WKDW�LV�JUDQWHG�LQ�SURSRUWLRQ�
WR�WKH�FRQWURYHUV\�DW�KDQG�WR�LQVXUH�WKDW�ÀQGHUV�RI�IDFW�
KDYH�VXIÀFLHQW�DFFHVV�WR�WKH�HYLGHQFH�QHFHVVDU\�WR�UHVROYH�
WKH�GLVSXWH��

����6HYHQWK�$PHQGPHQW�MXU\�ULJKWV�10�DQG

���� DSSHOODWH� UHYLHZ� RI� DOO� LQWHUORFXWRU\� GHFLVLRQV�
LPSDFWLQJ�ÀQDO�MXGJPHQW�

7KXV��LQ�DQ�HIIRUW�WR�GHVLJQ�D�VLPSOHU��VSHHGLHU�11�DQG�
ORZHU�FRVW�GLVSXWH�UHVROXWLRQ�V\VWHP�IRU�SDWHQW�GLVSXWHV��
&RQJUHVV� RPLWWHG�PDQ\� RI� WKH� SURFHGXUDO� SURWHFWLRQV�
WKDW�DSSO\� LQ�$UWLFOH� ,,,� FRXUWV��$V� LV�H[SODLQHG�EHORZ��

���� �:KLOH�QRW�HYHU\�MXGLFLDO�SURFHHGLQJ�LQYROYLQJ�D�SDWHQW�
DVVHUWLRQ�LV�HQWLWOHG�WR�D�MXU\�WULDO��DQG�QRW�HYHU\�LVVXH�LV�HQWLWOHG�
WR�EH�WULHG�WR�D�MXU\�LQVWHDG�RI�D�FRXUW��D�MXU\�WULDO�LV�DYDLODEOH�IRU�
PRVW�W\SHV�RI�RUGLQDU\�SDWHQW�OLWLJDWLRQ��

���� �37$%�3URFHHGLQJV�DUH�UHTXLUHG�WR�EH�FRPSOHWHG�ZLWKLQ�
RQH�\HDU�RI�WKHLU�LQVWLWXWLRQ��%\�VWDWXH��WKLV�FRPSOHWLRQ�GDWH�PD\�
RQO\�EH�H[WHQGHG�IRU�XS�WR�VL[�PRQWKV�IRU�́ JRRG�FDXVH�VKRZQ�µ�See 
���8�6�&���������D�����������D�������
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WKLV�GHFLVLRQ�E\�&RQJUHVV�SUHVHQWV�VHSDUDWLRQ�RI�SRZHUV�
DQG�6HYHQWK�$PHQGPHQW� LVVXHV� WKDW� QHHG� FODULÀFDWLRQ�
IURP�WKLV�&RXUW��See infra�3DUW�,�%��'XH�WR�WKH�LQFUHDVLQJ�
SRSXODULW\� RI� ,35V�� WKLV� &RXUW·V� FODULILFDWLRQ� RI� WKH�
FRQVWLWXWLRQDO�LVVXHV�LV�QHHGHG�QRZ��

,W�LV�XQGLVSXWHG�WKDW�37$%�3URFHHGLQJV��DQG�,35V�
LQ�SDUWLFXODU��KDYH�EHFRPH�ZLGHO\�XVHG�DV�D�VXUURJDWH�IRU�
OLWLJDWLRQ�VLQFH�WKH\�ZHUH�ÀUVW�LPSOHPHQWHG�LQ�6HSWHPEHU�
������$V�RI�$SULO� ���� ������ WKH�372�UHSRUWV� WKDW� ������
$,$�3HWLWLRQV�KDYH�EHHQ�ÀOHG��ZLWK�URXJKO\�����RI�VXFK�
SHWLWLRQV�EHLQJ�,35V�

8�6�� 3DWHQW� DQG�7UDGHPDUN�2IILFH�� 3DWHQW� 7ULDO� DQG�
$SSHDO�%RDUG�6WDWLVWLFV����������,�����������KWWS���ZZZ�
XVSWR�JRY�VLWHV�GHIDXOW�ILOHV�GRFXPHQWV�������������
37$%�SGI�>KHUHLQDIWHU�´37$%�6WDWLVWLFVµ@� 

$FFRUGLQJ�WR�WKH�372��WR�GDWH�PRUH�WKDQ��������LVVXHG�
FODLPV� KDYH� EHHQ� FKDOOHQJHG��ZLWK� RYHU� ������� LVVXHG�
FODLPV� LQVWLWXWHG��DQG�RYHU��������FODLPV� LQYDOLGDWHG� LQ�
,35�SURFHHGLQJV�
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Id��DW����

,Q�$XJXVW�������WKH�'RFNHW�1DYLJDWRU�VHUYLFH�LVVXHG�
D�VWXG\�FRQFOXGLQJ�´>W@KH�RYHUDOO�QXPEHU�RI�GHFLVLRQV�RQ�
PRWLRQV�WR�VWD\�>GLVWULFW�FRXUW�OLWLJDWLRQV�GXH�WR�SHQGLQJ�
,35V@�KDV�EHHQ�VWHDGLO\�FOLPELQJ�VLQFH�������ZLWK�WKH�PRVW�
GUDPDWLF�LQFUHDVH�EHWZHHQ�������ZLWK�����GHFLVLRQV��DQG�
������ZLWK�����GHFLVLRQV��µ�7KH�IROORZLQJ�JUDSK�IURP�WKDW�
DUWLFOH�LOOXVWUDWHV�WKDW�VXFK�VWD\V�DUH�ODUJHO\�JUDQWHG�LQ�
IXOO�RU�LQ�SDUW�
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0RWLRQV�WR�6WD\�'LVWULFW�&RXUW�&DVHV�3HQGLQJ�3RVW�*UDQW�
3URFHHGLQJV��'RFNHW�1DYLJDWRU� �$XJ�� ���� ������� KWWS���
GRFNHWUHSRUW�EORJVSRW�FRP���������PRWLRQV�WR�VWD\�
GLVWULFW�FRXUW�FDVHV�KWPO�

)XUWKHUPRUH�� DV� D� FRQWHPSRUDQHRXV� UHSRUW� KDV�
H[SODLQHG� ´>W@R� GDWH�� DSSUR[LPDWHO\� ���� RI� DOO� ,35�
SHWLWLRQV�DUH�GLUHFWHG�DW�SDWHQWV�WKDW�DUH�DOVR�LQYROYHG�LQ�
GLVWULFW�FRXUW�OLWLJDWLRQ�µ�3HUNLQV�&RLH��Inter Partes Review 
3URFHHGLQJV��$�7KLUG�$QQLYHUVDU\�5HSRUW�� �� ��������
KWWSV���LVVXX�FRP�SHUNLQVFRLH�GRFV�LSUBDQQLYHUVDU\B
UHSRUWBÀQDOBVLQJOH"H ������������������

7KH�SRSXODULW\�RI�,35V��DQG�WKH�SUDFWLFH�RI�ÀOLQJ�,35�
SHWLWLRQV�LQ�UHVSRQVH�WR�SDWHQW�OLWLJDWLRQV�ÀOHG�LQ�FRXUW��
PHDQV�WKDW�DQ\�FRQVWLWXWLRQDO�LVVXHV�RU�FKDOOHQJHV�VKRXOG�
EH�GHDOW�ZLWK� DV� VRRQ� DV� SRVVLEOH� WR�PLQLPL]H�KDUP� WR�
SDWHQW�KROGHUV�DQG�WR�DVVXUH�FHUWDLQW\�LQ�SDWHQW�ODZ�IRU�
LQYHQWRUV��FRUSRUDWLRQV�DQG�WKH�SXEOLF�

B. The Public Rights Doctrine Is a Complex Issue 
That Requires This Court’s Resolution

7KH� VHSDUDWLRQ� RI� SRZHUV� XQGHU� WKH�8QLWHG�6WDWHV�
&RQVWLWXWLRQ� LV� WKH� EDFNERQH� RI� WKH� WULSDUWLWH� V\VWHP�
RI�$PHULFDQ�GHPRFUDF\��&RQÁLFWV� EHWZHHQ� DQG� DPRQJ�
WKH� WKUHH�EUDQFKHV�FDQ�DULVH� LQ�FLUFXPVWDQFHV�UHODWLQJ�
WR� DQ� LQGLYLGXDO� EUDQFK·V� H[HUFLVH� RI� LWV� UHVSHFWLYH�
FRQVWLWXWLRQDOO\�GHOHJDWHG�SRZHUV��$V�WKLV�&RXUW�LV�DZDUH��
UHFHQW�H[DPSOHV�LQFOXGH�FRQÁLFWV�LQYROYLQJ�VXFK�LVVXHV�DV�
LPPLJUDWLRQ��KHDOWK�FDUH�DQG�ZDU�SRZHUV� Zivotofsky v. 
Kerry������6��&W���������������GLVFXVVLQJ�QDWXUDOL]DWLRQ�
DQG� LPPLJUDWLRQ�SRZHUV���1DW·O�)HG·Q�RI�,QGHS��%XV��Y��
6HEHOLXV������6��&W����������������GLVFXVVLQJ�WKH�$IIRUGDEOH�
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&DUH�$FW���+DPGDQ� Y��5XPVIHOG�� ����8�6�� ���� �������
�GLVFXVVLQJ�H[HFXWLYH�ZDU�SRZHUV��

7KLV�&RXUW�KDV�DQDO\]HG�VHSDUDWLRQ�RI�SRZHUV�LVVXHV�
RI�WKH�W\SH�UDLVHG�LQ�WKLV�FDVH�XQGHU�ZKDW�LV�NQRZQ�DV�WKH�
´SXEOLF�ULJKWVµ�GRFWULQH��6HH��H�J�, Stern������8�6��DW�����
�����7KH�SXEOLF�SULYDWH�ULJKWV�WHVW�LV�QRW�D�EULJKW�OLQH�WHVW�
ZLWK�SUHGLFWDEOH�UHVXOWV��,Q�IDFW��WKLV�&RXUW�KDV�UHFHQWO\�
DFNQRZOHGJHG� WKDW� ´RXU�GLVFXVVLRQ� RI� WKH�SXEOLF� ULJKWV�
H[FHSWLRQ��� �� ��KDV�QRW�EHHQ�HQWLUHO\�FRQVLVWHQW��� �� ��>DQG@�
KDV�EHHQ�VXEMHFW�RI�VRPH�GHEDWH�µ�Id.�DW������

:KHWKHU�SDWHQW�ULJKWV��DQG�SDUWLFXODUO\�WKH�YDOLGLW\�
RI� FODLPV� RI� DQ� LVVXHG� SDWHQW� WKDW� FDUU\� D� VWDWXWRU\�
SUHVXPSWLRQ�RI�YDOLGLW\�����8�6�&���������DUH�D�SXEOLF�ULJKW�
RU�D�SULYDWH�ULJKW�KDV�QRZ�EHFRPH��DV�D�UHVXOW�RI�WKH�$,$��
D�SUHVVLQJ�LVVXH�WKDW�VKRXOG�EH�GHFLGHG�E\�WKLV�&RXUW�WR�
HQVXUH�SURSHU�UHVROXWLRQ�DQG�FRQVLVWHQF\�ZLWK�LWV�GRFWULQH��

7KH�DSSURSULDWH�WHVW�LV�VHW�IRUWK�LQ�Stern v. Marshall, 
ZKHUH�WKLV�&RXUW�LVVXHG�LWV�PRVW�H[SDQVLYH�SURQRXQFHPHQW�
RQ�WKH�VWDQGDUG�IRU�DSSO\LQJ�WKH�SXEOLF�ULJKWV�GRFWULQH������
8�6���������������7KH�Stern�&RXUW�KHOG�WKDW�WKH�GLVSXWH�
EHWZHHQ�WKH�SDUWLHV�LQ�Stern�FRQFHUQHG�D�FODLP�VRXQGLQJ�
LQ�WRUW�DQG�WKXV�FRXOG�QRW�EH�DGMXGLFDWHG�E\�DQ�$UWLFOH�,�
EDQNUXSWF\�FRXUW��Id. ,W�IRXQG�WKDW�WKH�WRUW�FODLP�ZDV�QRW�
D�´SXEOLF�ULJKWµ�DQG�WKXV�FRXOG�QRW�EH�DGMXGLFDWHG�E\�DQ�
$UWLFOH�,�FRXUW��Id. 7RUW�DFWLRQV�EHWZHHQ�SULYDWH�SDUWLHV�
JHQHUDOO\�LQYROYH�SULYDWH�ULJKWV��Id��DW������

1. “Public Rights” Under Stern

7KH�Stern�&RXUW�LGHQWLÀHG�VHYHUDO�IDFWRUV�WKDW�PDNH�
D�ULJKW�OLNHO\�WR�EH�D�SXEOLF�ULJKW��
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)LUVW�� LW� LGHQWLILHG� FDVHV� ´DULVLQJ� ¶EHWZHHQ� WKH�
*RYHUQPHQW� DQG� SHUVRQV� VXEMHFW� WR� LWV� DXWKRULW\� LQ�
FRQQHFWLRQ�ZLWK� WKH� SHUIRUPDQFH� RI� WKH� FRQVWLWXWLRQDO�
IXQFWLRQV�RI�WKH�H[HFXWLYH�RU�OHJLVODWLYH�GHSDUWPHQWV·µ�DV�
WKRVH�PRVW�OLNHO\�WR�LQYROYH�SXEOLF�ULJKWV��Id.�DW������FLWLQJ�
Crowell�Y��Benson������8�6���������������������

+RZHYHU��WKH�Stern�&RXUW�QRWHG�WKDW�WKH�UHTXLUHPHQW�
WKDW�WKH�*RYHUQPHQW�EH�D�SDUW\�KDV�VLQFH�EHHQ�GURSSHG�
IURP�WKH�SXEOLF�ULJKWV�DQDO\VLV��Id.�DW������

7KH�&RXUW�ZHQW� RQ� WR� LGHQWLI\� WZR�RWKHU� VLWXDWLRQV�
ZKHUH�SXEOLF�ULJKWV�RIWHQ�DULVH��

����FODLPV�WKDW�DULVH�IURP�IHGHUDO�UHJXODWRU\�VFKHPHV�12 
DQG�

���� VLWXDWLRQV�ZKHUH� ´UHVROXWLRQ� RI� WKH� FODLP�E\� DQ�
H[SHUW�*RYHUQPHQW�DJHQF\�LV�GHHPHG�HVVHQWLDO�WR�D�OLPLWHG�
UHJXODWRU\�REMHFWLYH�ZLWKLQ�WKH�DJHQF\·V�DXWKRULW\�µ�Id.�DW�
�����

7KH� H[DPSOHV� RI� SXEOLF� ULJKWV� WKHQ� GLVFXVVHG� LQ�
Stern�OHG�WKLV�&RXUW�WR�RSLQH�WKDW�SXEOLF�ULJKWV�RIWHQ�DUH�
FUHDWLRQV�RI�VWDWXWH�DV�RSSRVHG�WR�ORQJVWDQGLQJ�FRPPRQ�
ODZ�FODLPV��See id. DW������

,Q� VKRUW�� WKLV�&RXUW� FRQFOXGHG� WKDW� D� SXEOLF� ULJKW�
´LV�LQWHJUDOO\�UHODWHG�WR�SDUWLFXODU�)HGHUDO�*RYHUQPHQW�
DFWLRQ�µ�Id. DW���������

���� �$Q� H[DPSOH� RI� D� UHOHYDQW� IHGHUDO� UHJXODWRU\� VFKHPH�
RYHUVHHQ�E\�WKH�372�LV�SDWHQW�WHUP�H[WHQVLRQ�DQG�SDWHQW�WHUP�
DGMXVWPHQW��See ���8�6�&��������E�����������&�)�5����������
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2. “Private Rights” Under Stern

3ULYDWH� ULJKWV�� RQ� WKH� RWKHU� KDQGV� DUH� DOO� RI� WKRVH�
ULJKWV� WKDW� GR� QRW� IDOO� XQGHU� WKH� FDWHJRU\� RI� SXEOLF�
ULJKWV��7KHVH�LQFOXGH�́ >Z@KROO\�SULYDWH�WRUW��FRQWUDFW��DQG�
SURSHUW\�FDVHV�µ�$WODV�5RRÀQJ�&R��Y��26+5&, 430 U.S. 
�����������������DV�ZHOO�DV�WKRVH�FDVHV�WKDW�GR�QRW�´ÁRZ�
IURP�D�IHGHUDO�VWDWXWRU\�VFKHPH�µ�Stern, ����8�6��DW������

$�SDWHQW�GLVSXWH�LV�IXQGDPHQWDOO\�DQ�DFWLRQ�LQ�WRUW��
&DUELFH�&RUS��RI�$P��Y��$P��3DWHQWV�'HY��&RUS�, 283 U.S. 
��������������

)LQDOO\��Stern� QRWHV� WKDW� WKRVH� DFWLRQV� WKDW� FRXOG�
KDYH�EHHQ�EURXJKW�XQGHU�WKH�FRPPRQ�ODZ�LQ������ZHUH�
WKH�UHVSRQVLELOLW\�RI�WKH�$UWLFOH�,,,�&RXUWV�DQG�WKXV�QRW�
SXEOLF�ULJKWV��Stern������8�6� DW������$V�WKLV�&RXUW�KDV�
HOVHZKHUH�H[SODLQHG��´>H@TXDOO\�IDPLOLDU�LV�WKH�GHVFHQW�RI�
WRGD\·V�SDWHQW�LQIULQJHPHQW�DFWLRQ�IURP�WKH�LQIULQJHPHQW�
DFWLRQV�WULHG�DW�ODZ�LQ�WKH���WK�FHQWXU\��DQG�WKHUH�LV�QR�
GLVSXWH�WKDW�LQIULQJHPHQW�FDVHV�WRGD\�PXVW�EH�WULHG�WR�D�
MXU\��DV�WKHLU�SUHGHFHVVRUV�ZHUH�PRUH�WKDQ�WZR�FHQWXULHV�
DJR�µ13 Markman������8�6��DW�����

���� �+RZHYHU��LQ�WKH�QLQHWHHQWK�FHQWXU\��SDWHQW�LQIULQJHPHQW�
DFWLRQV�LQ�WKH�8�6��FRXOG�EH�EURXJKW�HLWKHU�DW�ODZ�RU�LQ�D�FRXUW�RI�
HTXLW\��3DWHQW�$FW�RI�������&K����������6WDW�����������������-XO\�
��� ������ �´$QG� EH� LW� IXUWKHU� HQDFWHG�� 7KDW� DOO� DFWLRQV�� VXLWV��
FRQWURYHUVLHV�� DQG� FDVHV� DULVLQJ� XQGHU� WKH� SDWHQW� ODZV� RI� WKH�
8QLWHG�6WDWHV�VKDOO�EH�RULJLQDOO\�FRJQL]DEOH��as well in equity as 
at law��E\�WKH�>IHGHUDO�FRXUWV@�DQG�WKH�FRXUW�VKDOO�KDYH�SRZHU��XSRQ�
ELOO�LQ�HTXLW\�������WR�JUDQW�LQMXQFWLRQV�������SURÀWV�������>DQG@�GDPDJHV�
�������µ���HPSKDVLV�DGGHG��
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3. The Court Below also Failed to Account 
for This Court’s Precedent on Patents as 
Property

7KLV�&RXUW� KDV� ORQJ� UHFRJQL]HG� WKDW� D� SDWHQW� LV� D�
´SURSHUW\� ULJKW�µ�ZKLFK�ZRXOG� OHDG� WR� WKH� FRQFOXVLRQ�
WKDW� LW� D� SULYDWH� ULJKW� UDWKHU� WKDQ� D� SXEOLF� ULJKW�
XQGHU�Stern. 6HH�� H�J���0F&RUPLFN�� ����8�6�� DW� ������� 
�´>:@KHQ� D� SDWHQW� KDV� UHFHLYHG� WKH� VLJQDWXUH� RI� WKH�
>UHOHYDQW�JRYHUQPHQW�DXWKRULW\@�LW�KDV�SDVVHG�EH\RQG�WKH�
FRQWURO�DQG�MXULVGLFWLRQ�RI�WKH�RIÀFH��DQG�������KDV�EHFRPH�
WKH�SURSHUW\�RI� WKH�SDWHQWHH��DQG�DV�VXFK� LV�HQWLWOHG�WR�
WKH�VDPH�OHJDO�SURWHFWLRQ�DV�RWKHU�SURSHUW\�µ���Vee also, 
H�J���)HVWR�&RUS��Y��6KRNHWVX�.LQ]RNX�.RJ\R�.DEXVKLNL�
Co.������8�6�������������������Fla. Prepaid Postsecondary 
(GXF��([SHQVH�%G��Y��&ROO��6DY��%DQN������8�6�����������
��������+DUWIRUG�(PSLUH�&R��Y��8QLWHG�6WDWHV, 323 U.S. 
����������������

7KLV�&RXUW�UHLWHUDWHG�WKLV�UHFRJQLWLRQ��DW�OHDVW�LQ�WKH�
FRQWH[W�RI�D�WDNLQJ��LQ�D�FDVH�LW�GHFLGHG�ODVW�WHUP��+RUQH�
Y��'HSDUWPHQW�RI�$JULFXOWXUH�

$V�WKLV�&RXUW�VXPPHG�XS�LQ�James Y��&DPSEHOO, 
����8�6�� ����� ���� �������� D� FDVH� FRQFHUQLQJ�
WKH� DOOHJHG� DSSURSULDWLRQ� RI� D� SDWHQW� E\� WKH�
*RYHUQPHQW�

´>$�SDWHQW@�FRQIHUV�XSRQ�WKH�SDWHQWHH�
DQ�H[FOXVLYH�property�LQ�WKH�SDWHQWHG�
LQYHQWLRQ�ZKLFK�FDQQRW�EH�DSSURSULDWHG�
RU� XVHG� E\� WKH� JRYHUQPHQW� LWVHOI��
ZLWKRXW�MXVW�FRPSHQVDWLRQ��DQ\�PRUH�
WKDQ�LW�FDQ�DSSURSULDWH�RU�XVH�ZLWKRXW�
FRPSHQVDWLRQ� ODQG�ZKLFK� KDV� EHHQ�
SDWHQWHG�WR�D�SULYDWH�SXUFKDVHU�µ�
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����6��&W������������� ������� �FLWLQJ�-DPHV�Y��&DPSEHOO, 
����8�6��������������������HPSKDVLV�DGGHG��14�7KLV�OLQH�RI�
DXWKRULW\�ZDV�QHLWKHU�UDLVHG�QRU�DGGUHVVHG�EHORZ�

,Q�McCormick��WKLV�&RXUW�ZDV�IDFHG�ZLWK�WKH�TXHVWLRQ�
RI�ZKHWKHU�D�SDWHQW�H[DPLQHU�SURVHFXWLQJ�D�UHLVVXH�SDWHQW��
KDG�DXWKRULW\�WR�LQYDOLGDWH�SDWHQW�FODLPV�DIWHU�WKH�SDWHQW�
RZQHU�ZLWKGUHZ�WKH�DSSOLFDWLRQ��7KLV�&RXUW� IRXQG�WKDW�
WKH�372�GLG�QRW�� ´7KH�RQO\�DXWKRULW\�FRPSHWHQW� WR�VHW�
D�SDWHQW�DVLGH� �� �� �� LV�YHVWHG�LQ�WKH�FRXUWV�RI�WKH�8QLWHG�
6WDWHV�µ�����8�6��DW�������������7KH�SDQHO�EHORZ�LQ�MCM 
GLVFRXQWHG�WKLV�&RXUW·V�KROGLQJ�LQ�McCormick DV�WXUQLQJ�
RQ� D� ODFN� RI� ´VWDWXWRU\� DXWKRUL]DWLRQµ� UDWKHU� WKDQ� RQ�
FRQVWLWXWLRQDO�SULQFLSOHV��MCM������)��G�DW����������7KH�
SDQHO·V�GLVFRXQWLQJ�RI�McCormick�IDLOV�WR�UHFRJQL]H�WKH�
IDFW�WKDW�DQ�LVVXHG�SDWHQW�UHPDLQV�D�SURSHUW\�ULJKW�RZQHG�
LQ�IHH�VLPSOH�E\�WKH�LQYHQWRU�RU�KLV�RU�KHU�DVVLJQHH�V���

$V� SURSHUW\�� WKH� ORZHU� FRXUW·V� FRQFOXVLRQ� WKDW� D�
SDWHQW�LV�D�SXEOLF�ULJKW�UDWKHU�WKDQ�D�SULYDWH�ULJKW�LV�DW�
D�PLQLPXP�FDOOHG�LQWR�TXHVWLRQ��,Q�IDFW��WKLV�&RXUW�KDV�
LQFOXGHG�SURSHUW\� ULJKWV� DV� WKH�NLQG�RI� ULJKWV� WKDW� DUH�
XVXDOO\� FRQVLGHUHG� SULYDWH� ULJKWV� LQ� WKH� SXEOLF�SULYDWH�
ULJKWV�DQDO\VLV��$WODV�5RRÀQJ������8�6��DW������

7KH�IDLOXUH�RI�WKH�GHFLVLRQ�EHORZ�WR�DGGUHVV�WKH�LPSDFW�
RI�WKLV�&RXUW·V�KROGLQJ�WKDW�D�SDWHQW�LV�D�SURSHUW\�ULJKW�LV�
D�VLJQLÀFDQW�RPLVVLRQ��MXVWLI\LQJ�WKLV�&RXUW·V�LQWHUYHQWLRQ�
KHUH�

,QWHUYHQWLRQ� LV� QHHGHG� WR� SURYLGH� FHUWDLQW\� WR� WKH�
VWDNHKROGHUV�DV�WR�ZKHUH�SDWHQW�YDOLGLW\�FKDOOHQJHV�FDQ�EH�

���� �7KLV�SRUWLRQ�RI�WKH�+RUQH�GHFLVLRQ�ZDV�MRLQHG�E\�HLJKW�
PHPEHUV�RI�WKLV�&RXUW�
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SURSHUO\�UDLVHG��,I�WKLV�&RXUW�ÀQGV�WKH�)HGHUDO�&LUFXLW·V�
GHFLVLRQ�ZDV�ZURQJ� DQG� WKDW� 37$%� SURFHHGLQJV� DUH�
XQFRQVWLWXWLRQDO�� DFWLRQ� QRZ�ZLOO�PLWLJDWH� DQ\� IXUWKHU�
KDUP� WKDW�ZRXOG�EH� FDXVHG� LI� WKLV�&RXUW�ZHUH� WR� ODWHU�
KROG�WKDW�37$%�3URFHHGLQJV�DUH�XQFRQVWLWXWLRQDO��,I�WKLV�
&RXUW�DIÀUPV� WKH�)HGHUDO�&LUFXLW·V�KROGLQJ�� LW�ZLOO� HQG�
XQFHUWDLQW\�RQ�WKLV� LVVXH�WKDW� OHDGV�SDUWLHV�WR�FRQWLQXH�
WR� FKDOOHQJH� WKH� FRQVWLWXWLRQDOLW\� RI� WKH� QHZ� 37$%�
3URFHHGLQJV�LQ�ORZHU�FRXUWV��

*LYHQ�WKH�LPSRUWDQW�DQG�JURZLQJ�LPSDFW�WKDW�,35V�
KDYH� KDG� RQ� WKH� DGMXGLFDWLRQ� RI� LVVXHG� SDWHQW� ULJKWV��
WKLV� RYHUVLJKW� LQ� WKH�)HGHUDO�&LUFXLW·V� DQDO\VLV� RI� WKH�
FRQVWLWXWLRQDOLW\� RI�37$%�3URFHHGLQJV��ZDUUDQWV� WKLV�
&RXUW·V�UHYLHZ�RI�WKH�FRQVWLWXWLRQDO�LVVXHV�DW�VWDNH��7KH�
$VVRFLDWLRQ�UHVSHFWIXOO\�VXEPLWV�WKDW�WKH�MCM�3HWLWLRQ�
DQG�WKH�3HWLWLRQ�RI�Cooper v. Lee, 1R����������ÀOHG�-DQ����, 
�������see infra 3DUW�,,� DUH�ZRUWK\�RI�WKLV�&RXUW·V�UHYLHZ�
LQ�OLJKW�RI�McCormick, James, DQG�+RUQH�DQG�LWV�RWKHU�
DXWKRULW\�GHFODULQJ�SDWHQWV�´SURSHUW\�µ

C. Both Questions Presented Involve the 
Application of the Public Rights Doctrine, 
Making This Issue Suited for Resolution by 
This Court

7K L V � &RX U W ·V � MX U L VSU XGHQFH � GHF LG L QJ � WKH�
FRQVWLWXWLRQDOLW\� RI� FRQÁLFWLQJ� MXULVGLFWLRQDO� DXWKRULW\�
DPRQJ� WKH� WKUHH� EUDQFKHV� LV� EDVHG� RQ� DQ� DQDO\VLV�
DGGUHVVLQJ� ´SXEOLF� ULJKWVµ� DQG� ´SULYDWH� ULJKWV�µ� DV�
GLVFXVVHG� supra. 6HH�� H�J�, Stern�� ����8�6�� DW� �������
�GHVFULELQJ�WKH�SULYDWH�ULJKW�SXEOLF�ULJKW� LVVXH� LQYROYHG�
LQ� EDQNUXSWF\� FRXUWV� DQG� VWDWH� ODZ� FRXQWHUFODLPV��� ,Q�
SDUWLFXODU��WKLV�&RXUW�KDV�GHWHUPLQHG�



��

With Respect to Public Rights��7KRVH�ULJKWV�WKDW�DUH�
´SXEOLFµ�PD\�EH�UHPRYHG�IURP�WKH�FRJQL]DQFH�RI�$UWLFOH�
,,,�FRXUWV�DW�WKH�ZLOO�RI�&RQJUHVV�ZLWKRXW�YLRODWLQJ�WKH�
&RQVWLWXWLRQ��See id. 

With Respect to Private Rights: $OO� RWKHU� ULJKWV�
DUH� FRQVLGHUHG� ´SULYDWHµ� DQG�PD\� RQO\� EH� VXEMHFW� WR�
DGMXGLFDWLRQ� LQ�$UWLFOH� ,,,�&RXUWV�� 7KLV� JXDUDQWHH� LV�
D� IXQGDPHQWDO� HOHPHQW� RI� WKH�&RQVWLWXWLRQ� WKDW� KHOSV�
HQVXUH�WKH�VHSDUDWLRQ�RI�SRZHUV�RI�WKH�WKUHH�EUDQFKHV�RI�
JRYHUQPHQW��See id.�DW������

7KLV�&RXUW�DOVR�KDV�KHOG�WKDW�WKH�6HYHQWK�$PHQGPHQW�
ULJKW�WR�D�MXU\�WULDO�LV�QRW�YLRODWHG�E\�&RQJUHVV�DXWKRUL]LQJ�
QRQ�MXU\�DGPLQLVWUDWLYH�DGMXGLFDWLRQ�RI�D�SXEOLF�ULJKW��See 
Atlas������8�6��DW����. 

+RZHYHU��LI�WKH�ULJKW�LV�D�SULYDWH�ULJKW��WKLV�&RXUW�KDV�
FRQVLVWHQWO\�KHOG�WKH�6HYHQWK�$PHQGPHQW�DSSOLHV�DQG�WKH�
ULJKW�WR�D�WULDO�E\�MXU\�UHPDLQV�LQWDFW��*UDQÀQDQFLHUD�Y��
1RUGEHUJ������8�6��������������������GLVFXVVLQJ�LQ�GHSWK�
WKH�SULYDWH�ULJKWV�DQDO\VLV�LQ�WKH�FRQWH[W�RI�D�EDQNUXSWF\�
SURFHHGLQJ��� ,Q� SDUWLFXODU�� WKLV�&RXUW� KDV� SUHYLRXVO\�
FRQÀUPHG� WKDW� MXU\� WULDOV� DUH� JHQHUDOO\� DYDLODEOH� IRU�
SDWHQW�GLVSXWHV��Markman������8�6��DW�����15

15.  Markman�� DV�ZHOO� DV�MCM�� LQYROYH� RUGLQDU\� SDWHQW�
LQIULQJHPHQW�DFWLRQV�XQGHU����8�6�&���������D���E���)RU�FHUWDLQ�
VSHFLDO�IRUPV�RI�SDWHQW�LQIULQJHPHQW��QDPHO\�WKRVH�UHODWHG�WR�GUXJ�
DSSOLFDWLRQV�ZLWK�WKH�8�6��)RRG�DQG�'UXJ�$GPLQLVWUDWLRQ�XQGHU�
���8�6�&��������H���FRXUWV�KDYH�KHOG�WKDW�WKH�6HYHQWK�$PHQGPHQW�
MXU\� ULJKW� LV�QRW� WULJJHUHG�EHFDXVH� WKH� FODLPV�DUH�HTXLWDEOH� LQ�
QDWXUH��6HH��H�J�,�*OD[R�*US���/WG��Y��$SRWH[��,QF���1R�����&�������
�����8�6��'LVW��/(;,6��������DW��������1�'��,OO��2FW�������������
3À]HU� ,QF�� Y��1RYRSKDUP�/WG���1R�� ���&������� �����8�6��'LVW��
/(;,6�������DW��������1�'��,OO��0D\����������
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7KH�)HGHUDO�&LUFXLW� SDQHO� EHORZ� KHOG� WKDW� SDWHQW�
YDOLGLW\�ZDV�D�SXEOLF�ULJKW��DQG�WKHUHIRUH�FRXOG�EH�UHPRYHG�
IURP�WKH�FRJQL]DQFH�RI�$UWLFOH�,,,�FRXUWV�ZLWKRXW�YLRODWLRQ�
RI�WKH�&RQVWLWXWLRQ�RU�WKH�6HYHQWK�$PHQGPHQW�ULJKW�WR�D�
MXU\�WULDO��MCM������)��G�DW����������������,QGHHG��WKH�
QHZ�SRVW�LVVXDQFH�SURFHHGLQJV�GR�QRW�KDYH�DQ\�SURYLVLRQ�
IRU�WULDO�E\�MXU\�����8�6�&������

+RZHYHU��ZKLOH� WKH� GHFLVLRQ� EHORZ� GLVFXVVHG� WKLV�
&RXUW·V�Stern� GHFLVLRQ�� DQG�GUHZ� WHFKQLFDO�GLVWLQFWLRQV�
RI�WKLV�&RXUW·V�McCormick�GHFLVLRQ��LW�IDLOHG�WR�DGGUHVV�
WKLV�&RXUW·V�KROGLQJ�WKDW�SDWHQW�ULJKWV�DUH�́ SURSHUW\µ�DQG�
KRZ��DV�VXFK��WKLV�DIIHFWV�DQ\�DQDO\VLV�RI�WKH�Stern�IDFWRUV��

7KH�MCM�3HWLWLRQ�WKHUHIRUH�SUHVHQWV�D�VHSDUDWLRQ�RI�
SRZHUV�TXHVWLRQ�ZLWK�UHVSHFW�WR�WKH�FRQVWLWXWLRQDOLW\�RI�
DGPLQLVWUDWLYH�WULEXQDOV�VWDIIHG�E\�$3-V�FUHDWHG�XQGHU�
$UWLFOH� ,� HQXPHUDWHG� SRZHUV� DQG� DGMXGLFDWLQJ� SDWHQW�
YDOLGLW\�GLVSXWHV�WKDW�WUDGLWLRQDOO\�EHHQ�WKH�SURYLQFH�RI�
$UWLFOH�,,,�FRXUWV�DQG�6HYHQWK�$PHQGPHQW�MXULHV��7KH�
6HYHQWK�$PHQGPHQW� LVVXH� WXUQV� RQ� WKH� VDPH�SULYDWH�
SXEOLF� GLFKRWRP\� UHOHYDQW� WR� WKH� VHSDUDWLRQ� RI� SRZHUV�
LVVXH��

7KH�SXEOLF�SULYDWH�ULJKW�GLVWLQFWLRQ�LV�KLJKO\�UHOHYDQW�
WR�WKH�SUHVHQW�FDVH��$�ÀQGLQJ�WKDW�SDWHQW�ULJKWV�DUH�SXEOLF�
ULJKWV�PD\�VKLHOG�WKH�37$%�DQG�,35�IURP�FRQVWLWXWLRQDO�
VFUXWLQ\�XQGHU�ERWK�WKH�VHSDUDWLRQ�RI�SRZHUV�GRFWULQH�DQG�
WKH�6HYHQWK�$PHQGPHQW��)LQGLQJ�WKDW�SDWHQW�ULJKWV�DUH�
SULYDWH�ULJKWV�ZRXOG�KDYH�WKH�RSSRVLWH�UHVXOW�
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II. This Case and Its Companion Case Are the Ideal 
Vehicles for the Court to Resolve the Critical 
Constitutional Issues Raised by IPRs and May Be 
This Court’s Last Chance to Address Them

7KLV�FDVH�SUHVHQWV�WKH�LGHDO�IDFWXDO�DQG�SURFHGXUDO�
EDFNJURXQG�IRU�WKLV�&RXUW�WR�UHVROYH�WKH�$UWLFOH�,,,�DQG�
6HYHQWK�$PHQGPHQW� FKDOOHQJHV� WR� ,35� SURFHHGLQJV��
3URFHGXUDOO\��WKLV�FDVH�LV�WKH�UHVXOW�RI�D�GLUHFW�DSSHDO�IURP�
D�FRPSOHWHG�,35�SURFHHGLQJ��7KXV��WKH�SDWHQWV�LQ�GLVSXWH�
KDYH�JRQH�WKURXJK�WKH�,35�SURFHHGLQJ�EHLQJ�FKDOOHQJHG��

$GGLWLRQDOO\��ERWK�RI� WKH�&RQVWLWXWLRQDO� LVVXHV�ZHUH�
UDLVHG��EULHIHG��DQG�DUJXHG�LQ�WKH�)HGHUDO�&LUFXLW��

6LQFH�WKH�SDQHO�GHFLVLRQ�LQ�WKLV�FDVH��RWKHU�HIIRUWV�WR�
UDLVH�WKLV�LVVXH�ZHUH�DW�ÀUVW�VWD\HG�LQ�IDYRU�RI�WKLV�FDVH�DV�
WKH�YHKLFOH�WR�UDLVH�WKH�LVVXH��DQG�ODWHU�VXPPDULO\�GHFLGHG�
EDVHG�RQ�MCM. 

,Q�SDUWLFXODU��LQ�Cooper v. Lee��ZKHQ�WKH�SDWHQW�RZQHU�
VRXJKW�WR�UDLVH�WKH�LVVXH�RQ�LWV�DSSHDO�IURP�D�FROODWHUDO�
FKDOOHQJH�EHIRUH�WKH�8�6��'LVWULFW�&RXUW�IRU�WKH�(DVWHUQ�
'LVWULFW�RI�9LUJLQLD�WR�WKH�8�6��&RXUW�RI�$SSHDOV�IRU�WKH�
)RXUWK�&LUFXLW��WKH�)RXUWK�&LUFXLW�WUDQVIHUUHG�WKDW�FDVH�
WKH�)HGHUDO�&LUFXLW��2UGHU��Cooper v. Lee, No. 15-1205 
��WK�&LU��2FW������������(&)�1R������$W�WKH�)HGHUDO�&LUFXLW��
EULHÀQJ�LQ�Cooper ZDV�VWD\HG�SHQGLQJ�UHVROXWLRQ�RI�WKLV�
FDVH��2UGHU��Cooper v. Lee��1R�����������)HG��&LU��1RY������
�������(&)�1R�����-XGJPHQW�ZDV�HQWHUHG�LQ�Cooper�DIWHU�
WKH�SDQHO�GHFLVLRQ� LQ�MCM�ZDV� IRXQG�WR�EH�GLVSRVLWLYH�
RI�Cooper.�2UGHU��Cooper v. Lee��1R���������� �)HG��&LU��
-DQ�������������(&)�1R�����(YHQ�LQ�WKLV�&RXUW��WKH�Cooper 
3HWLWLRQ�KDV�EHHQ�KHOG�LQ�DEH\DQFH�SHQGLQJ�D�GHFLVLRQ�RQ�
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WKLV�3HWLWLRQ��Cooper v. Lee��1R����������8�6��UHVFKHGXOHG�
0D\�����������

6LPLODUO\�� LQ�$IILQLW\�/DEV� RI� 7H[DV� Y�� 6DPVXQJ, 
D� SDQHO� DW� WKH�)HGHUDO� &LUFXLW� VXPPDULO\� UHMHFWHG� D�
FRQVWLWXWLRQDOLW\�FKDOOHQJH�LQ�D�5XOH����DIÀUPDQFH��2UGHU��
1R�������������)HG��&LU��0D\����������

6LJQLÀFDQWO\��KRZHYHU��WKH�37$%�LWVHOI�KDV�́ GHFOLQ>HG@�
WR� FRQVLGHU� >WKLV@� FRQVWLWXWLRQDO� FKDOOHQJH�DV��JHQHUDOO\��
¶DGPLQLVWUDWLYH� DJHQFLHV� GR� QRW� KDYH� MXULVGLFWLRQ� WR�
GHFLGH�WKH�FRQVWLWXWLRQDOLW\�RI�FRQJUHVVLRQDO�HQDFWPHQWV�·µ�
Square, Inc. v. Unwired Planet LLC,�,35������������DW�
��� �3�7�$�%��2FW�� ���� ������ �TXRWLQJ�5LJJLQ� Y��2IÀFH� RI�
Senate Fair Employment Practices�����)��G������������
�)HG��&LU���������

III. Failure to Grant Certiorari in This Case Will Result 
in the Federal Circuit’s Decision Being the Final 
Resolution of These Important Constitutional 
Issues

$OWKRXJK�WKLV�LVVXH�KDV�EHHQ�UDLVHG�LQ�DW�OHDVW�VHYHQ�
FDVHV��WKHUH�KDV�EHHQ�QR�IXUWKHU�GHEDWH�LQ�WKH�ORZHU�FRXUWV�
RQ�WKLV�VXEMHFW�VLQFH�MCM. See MCM Portfolio, LLC, 812 
)��G�DW�������see also 2UGHU��Cooper v. Lee��1R����������
�)HG��&LU��-DQ�������������FHUW��SHQGLQJ��1R����������8�6��
-DQ�������������$IÀQLW\�/DEV�RI�7H[DV�Y��6DPVXQJ� No. 15-
�������)HG��&LU��0D\�����������5XOH����$IÀUPDQFH���2UGHU��
Personal Audio v. EFF��1R�� �������� �)HG��&LU��)HE�� ���
�������SHQGLQJ�UHVROXWLRQ�E\�)HGHUDO�&LUFXLW���2UGHU��In 
UH�'HSRPHG��1R�����������)HG��&LU��)HE������������SHQGLQJ�
UHVROXWLRQ�E\�)HGHUDO�&LUFXLW���2UGHU��Milwaukee Tool v. 
+LOWL��1R�����������6OLS�RS��DW��������(�'��:LVF��2FW�����
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�������UHMHFWLQJ�DUJXPHQW�WKDW�,35V�DUH�XQFRQVWLWXWLRQDO�
DQG�WKDW�WKH�FRXUW�VKRXOG�GHQ\�WKH�PRWLRQ�WR�VWD\���Square, 
Inc. v. Unwired Planet LLC, 1R��,35������������3�7�$�%��
2FW�������������GLVFXVVHG�supra�3DUW�,,��

7KH�)RXUWK�&LUFXLW� GHFOLQHG� WR� UHWDLQ� MXULVGLFWLRQ�
RYHU�WKH�LVVXH�LQ�Cooper v. Lee, ZKLFK�ZDV�WKHQ�VXPPDULO\�
GHFLGHG�LQ�YLHZ�RI�MCM. See supra 3DUW�,,� 7KH�)HGHUDO�
&LUFXLW� VXPPDULO\� GLVPLVVHG�Affinity� ZLWKRXW� DQ\�
GLVFXVVLRQ��$IÀQLW\��1R�� ������� �5XOH� ��� DIÀUPDQFH���
)LQDOO\�� LQ�Unwired Planet�� WKH�37$%� IRXQG� LW� KDV� QR�
MXULVGLFWLRQ�WR�UHVROYH�WKH�LVVXH��1R��,35������������DW����

:LWKRXW� WKLV� &RXUW·V� LQWHUYHQWLRQ�� WKH� LPSRUWDQW�
FRQVWLWXWLRQDO� TXHVWLRQV� WKDW� XQGHUOLH� WKH� HQWLUH�37$%�
3URFHHGLQJV�VWDWXWH�DQG�SURFHVV�DUH�XQOLNHO\�WR�UHFHLYH�
DQ\�IXUWKHU�VXVWDLQHG�MXGLFLDO�VFUXWLQ\��,I�WKLV�&RXUW�GRHV�
QRW�DGGUHVV�WKH�LVVXH�LQ�HLWKHU�WKLV�3HWLWLRQ�RU�LQ�Cooper,�LW�
LV�XQOLNHO\�WKDW�WKHUH�ZLOO�EH�IXUWKHU�VXEVWDQWLYH�DQDO\VLV�
E\�ORZHU�FRXUWV�WR�KHOS�WKH�&RXUW�DGGUHVV�WKLV�LVVXH�ZKHQ�
SDWHQW�RZQHUV�LQ�WKH�IXWXUH�UDLVH�FRQVWLWXWLRQDO�FKDOOHQJHV�
WR�WKH�QHZ�37$%�3URFHHGLQJV�

$FFRUGLQJO\��WKH�$VVRFLDWLRQ�UHVSHFWIXOO\�XUJHV�WKLV�
&RXUW�WR�DFFHSW�FHUWLRUDUL�WR�UHYLHZ�ZKHWKHU�WKH�)HGHUDO�
&LUFXLW� SDQHO� GHFLVLRQ� LV� FRQVLVWHQW�ZLWK� WKLV�&RXUW·V�
MXULVSUXGHQFH�RQ� WKHVH� LPSRUWDQW�&RQVWLWXWLRQDO� LVVXHV�
WKDW�DUH�KLJKO\�UHOHYDQW�WR��DQG�KDYH�D�VLJQLÀFDQW�LPSDFW�
RQ��NH\�VHFWRUV�RI�WKLV�QDWLRQ·V�HFRQRP\��
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CONCLUSION

7KH�4XHVWLRQV�3UHVHQWHG�LQ�WKLV�3HWLWLRQ�DUH�FULWLFDOO\�
LPSRUWDQW� WR� SDWHQW� RZQHUV� DQG� SDWHQW� FKDOOHQJHUV��
7KH� FRQVWLWXWLRQDOLW\� RI� ,35V� DQG� RI� WKH� RWKHU�37$%�
3URFHHGLQJV� LV� ERWK� UHOHYDQW� DQG� XUJHQW�� 7KXV�� WKLV�
&RXUW� VKRXOG�JUDQW�FHUWLRUDUL�RQ�ERWK�RI� WKH�4XHVWLRQV�
3UHVHQWHG�
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