
i

Cited Authorities

Page

TABLE OF CONTENTS

Statement of Interest of Amicus Curiae  . . . . . . . . . . 1

Question Presented  . . . . . . . . . . . . . . . . . . . . . . . . . . 2

Position of Amicus Regarding Question Presented  . . . 2

Summary of the Argument  . . . . . . . . . . . . . . . . . . . . 2

Argument  . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 4

I. Congress Enacted 35 U.S.C. § 103 To Provide
An Objective And Reliable Standard For
Determining Obviousness  . . . . . . . . . . . . . . . 4

A. Before Enactment of Section 103, the
Difficulty of Determining Obviousness
Resulted in an Uneven Application of the
Law  . . . . . . . . . . . . . . . . . . . . . . . . . . . . 4

B. Congress Enacted Section 103 to
Codify the Principle of Hotchkiss and to
Provide an Objective Standard to Test
Obviousness . . . . . . . . . . . . . . . . . . . . . . 9

II. In Graham, This Court Set Forth A Stable
Framework For Determining Obviousness
Under Section 103, But Did Not Fully Address
How To Avoid The Use Of Hindsight Analysis
 . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 12

A. In Graham, the Court Used Its Implicit
Authority to Further Implement Standards
for Section 103  . . . . . . . . . . . . . . . . . . . 12



ii

Cited Authorities

Page

B. This Court Recognized in Graham and
its Antecedents that the Potential for
Hindsight Presented a Major Problem for
the Non-Obviousness Analysis  . . . . . . . 14

III. The Federal Circuit’s Teaching-Suggestion-
Motivation Test Effectively Resolves Hindsight
Problems  . . . . . . . . . . . . . . . . . . . . . . . . . . . . 16

A. The Test Furthers the Goals of Section 103
and Works Well Within the Framework
of Graham  . . . . . . . . . . . . . . . . . . . . . . . 16

B. Absent the Teaching-Suggestion-Motivation
Test, Many Valuable Inventions Would Be
Susceptible to Invalidation by Judicial
Hindsight, or May Be Found Unpatentable
in the First Place  . . . . . . . . . . . . . . . . . . 18

C. The Teaching-Suggestion-Motivation
Test Allows for Flexibility  . . . . . . . . . . 19

D. The Teaching-Suggestion-Motivation
Test Protects Inventors From Arbitrary
and Erroneous Decisions by Examiners
and the Courts  . . . . . . . . . . . . . . . . . . . . 22

Conclusion  . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 24

Contents



iii

Cited Authorities

Page

TABLE OF CITED AUTHORITIES

CASES

 ACS Hosp. Sys., Inc. v. Montefiore Hosp., 732 F.2d
1572 (Fed. Cir. 1984)  . . . . . . . . . . . . . . . . . . . . . . 16

Alza Corp. v. Mylan Labs., Inc., No. 06-1019 (Fed.
Cir. Sept. 6, 2006)  . . . . . . . . . . . . . . . . . . . . . 17, 20, 21

C. & A. Potts & Co. v. Creager, 155 U.S. 597 (1895)
 . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 7

Cross Med. Prod., Inc. v. Medtronic Sofamor Danek,
Inc., 424 F.3d 1293 (Fed. Cir. 2005)  . . . . . . . . . . 20

Cuno Eng’g Corp. v. Automatic Devices Corp., 314
U.S. 84 (1941)  . . . . . . . . . . . . . . . . . . . . . . . . . . . 7

Diamond Rubber Co. v. Consol. Rubber Tire Co., 220
U.S. 428 (1911)  . . . . . . . . . . . . . . . . . . . . . . . . . . 14, 15

Dystar Textilfargen GMBH & Co. Deutschland KG v.
C.H. Patrick Co., No. 06-1088 (Fed. Cir. Oct. 3,
2006)  . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 20, 21, 23

Graham v. John Deere Co., 383 U.S. 1 (1966)  . . . passim

Great Atl. & Pac. Tea Co. v. Supermarket Equip.
Corp., 340 U.S. 147 (1950)  . . . . . . . . . . . . . . . . 7, 8, 10

Hotchkiss v. Greenwood, 52 U.S. (11 How.) 248
(1850)  . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . passim



iv

Cited Authorities

Page

In re Ahlert, 424 F.2d 1088 (C.C.P.A. 1970)  . . . . . . 21

In re Bergel, 292 F.2d 955 (C.C.P.A. 1961)  . . . . . . . 16

In re Fridolph, 30 C.C.P.A. 939 (1943)  . . . . . . . . . . 16

In re Imperato, 486 F.2d 585 (C.C.P.A. 1973)  . . . . . 16

In re Kahn, 441 F.3d 977 (Fed. Cir. 2006)  . . . . . . . . 20

In re Napier, 55 F.3d 610 (Fed. Cir. 1995)  . . . . . . . . 20

Interconnect Planning Corp. v. Feil, 774 F.2d 1132
(Fed. Cir. 1985)  . . . . . . . . . . . . . . . . . . . . . . . . . . 16

Jungersen v. Ostby & Barton Co., 335 U.S. 560 (1949)
 . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 7

Loom Co. v. Higgins, 105 U.S. 580 (1881)  . . . . . . . 14

Marconi Wireless Tel. Co. of Am. v. United States,
320 U.S. 1 (1943)  . . . . . . . . . . . . . . . . . . . . . . . . . 15, 18

McClain v. Ortmayer, 141 U.S. 419 (1891)  . . . . . . . 5

McGinley v. Franklin Sports, Inc., 262 F.3d 1339 (Fed.
Cir. 2001)  . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 17

Monroe Auto Equip. Co. v. Heckethorn Mfg. & Supply
Co., 332 F.2d 406 (1964)  . . . . . . . . . . . . . . . . . . . 14

Nat’l Steel Car, Ltd. v. Canadian Pac. Ry. , Ltd., 357
F.3d 1319 (Fed. Cir. 2004)  . . . . . . . . . . . . . . . . . . 20



v

Cited Authorities

Page

Reckendorfer v. Faber, 92 U.S. 347 (1875)  . . . . . . . 7

Smith v. Whitman Saddle Co., 148 U.S. 674 (1893)  . . 7

Washburn & Moen Manuf ’g Co. v. Beat’em All
Barbed-Wire Co. (The Barbed Wire Case), 143 U.S.
275 (1892)  . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 18, 19

W.L. Gore & Assocs., Inc. v. Garlock, Inc., 721 F.2d
1540 (Fed. Cir. 1983)  . . . . . . . . . . . . . . . . . . . . . . 16

STATUTES

35 U.S.C. § 103  . . . . . . . . . . . . . . . . . . . . . . . . . . . passim

LEGISLATIVE MATERIALS

H. Rep. No. 1923 (May 12, 1952), as reprinted in
1952 U.S.C.C.A.N. 2394  . . . . . . . . . . . . . . . . . . . 11

National Patent Planning Comm., Report, H.R. Doc.
No. 239 (June 18, 1943)  . . . . . . . . . . . . . . . . . . . . 9

S. Rep. No. 1979 (June 27, 1952), as reprinted in 1952
U.S.C.C.A.N. 2394  . . . . . . . . . . . . . . . . . . . . . . . . 11

Subcomm. on Domestic and Int’l Scientific Planning
and Analysis of the House Comm. on Science and
Tech., 94th Cong., Background Materials on
Government Patent Policies: Reports of Committees,
Commissions, and Major Studies xi (Comm. Print
1976)  . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 8



vi

Cited Authorities

Page

LEGAL SCHOLARSHIP

Myron Cohen, Nonobviousness and the Circuit Courts
of Appeals-Twenty-Five Years in Review, in
NONOBVIOUSNESS–THE ULTIMATE CONDITION OF

PATENTABILITY (John F. Witherspoon ed., BNA
Books 1980)  . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 12

Christopher Anthony Cotropia, Nonobviousness and the
Federal Circuit: An Empirical Analysis of Recent
Case Law 82 NOTRE DAME L. REV. (forthcoming Feb.
2007) (manuscript available at http://papers.ssrn.
com/so13/papers.cfm?abstract_ id=933192)  . . . . 21

P.J. Federico, Commentary on the New Patent Act,
reprinted in 75 J. Pat. & Trademark Off. Soc’y 1614
(1993)  . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 11, 12

Edward Gregg, Tracing the Concept of “Patentable
Invention,” 13 VILL. L. REV. 98 (1967)  . . . . . . . . 7

Irving Kayton, Nonobviousness of the Novel Invention
– 35 U.S.C. § 103, in PATENT PREPARATION AND

PROSECUTION PRACTICE (Irving Kayton ed., Patent
Resources Institute 1977), reprinted in
NONOBVIOUSNESS–THE ULTIMATE CONDITION OF

PATENTABILITY (John F. Witherspoon ed., BNA
Books 1980)  . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 5



vii

Cited Authorities

Page

Giles S. Rich, Congressional Intent–Or, Who Wrote
the Patent Act of 1952? in PATENT PROCUREMENT

AND EXPLOITATION (BNA Inc. 1963), reprinted in
NONOBVIOUSNESS–THE ULTIMATE CONDITION OF

PATENTABILITY (John F. Witherspoon ed., BNA
Books 1980)  . . . . . . . . . . . . . . . . . . . . . . . . . . . . 7, 9, 10

Giles S. Rich, Laying the Ghost of the “Invention”
Requirement, 1 Am. Pat. L. Ass’n Q.J. 26 (1972),
reprinted in 14 Fed. Cir. B.J. 163 (2004)  . . 4, 5, 6, 11, 12

Giles S. Rich, Why and How Section 103 Came to
Be, in NONOBVIOUSNESS–THE ULTIMATE CONDITION OF

PATENTABILITY (John F. Witherspoon ed., BNA
Books 1980)  . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 8

George M. Sirilla & Giles S. Rich, 35 U.S.C. . . . §103:
From Hotchkiss to Hand to Rich, the Obvious
Patent Law Hall-of-Famers, 32 J. Marshall L. Rev.
437 (1999)  . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 6, 7

MISCELLANEOUS

Brief for the United States as Amicus Curiae
Supporting Petitioner at 16, KSR Int’l Co. v.
Teleflex, Inc., No. 04-1350 (U.S. Aug. 2006) . . . .
 . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 18, 19, 22, 23

Federal Trade Commission, To Promote Innovation:
The Proper Balance of Competition and Patent Law
and Policy, Ch. 4 (October 2003)  . . . . . . . . . . . . . 16, 22



viii

Cited Authorities

Page

Judge Giles S. Rich, Remarks at the 75th Annual
Dinner of the NYIPLA (May 1997), in 37 NYIPLA
BULL. 5, May/June 1997  . . . . . . . . . . . . . . . . . . . . 11

Press Release, U.S. Patent and Trademark Office,
Patent & Trademark Office Mourns Death of Judge
Giles S. Rich (June 10, 1999), available at http://
www.uspto.gov/web/offices/com/speeches/99-
14.htm  . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 5

Symposium on Patents, Summary of Proceedings,
Section of Patents, Trademark and Copyright Law
(Chicago: American Bar Center, 1962)  . . . . . . . . 9

U.S. Patent & Trademark Office, Manual of Patent
Examining Procedure, § 2144.03 (8th ed. rev. 3d
2006)  . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 21

U.S. Patent and Trademark Office, U.S. Patent
Statistics Chart Calendar Years 1963-2005 (2006),
available at http://www.uspto.gov/go/taf/us_stat.
htm  . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 22

John Langdon, HORSES,  OXEN AND TECHNOLOGICAL

INNOVATION: THE USE OF DRAUGHT ANIMALS IN

ENGLISH FARMING FROM 1066 TO 1500 (Cambridge
University Press 1986)  . . . . . . . . . . . . . . . . . . . . . 19

James V. DeLong, Mind Over Matter, REASON (June
1998), available at http:// reason.com/9806/
fe.delong.shtml  . . . . . . . . . . . . . . . . . . . . . . . . . . . 19


