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QUESTION PRESENTED
Whether the Federal Circuit properly allowed reissue
of a patent in accord with the plain language of the reissue
statute, 35 U.S.C. §251, well-settled precedent, and
current Patent Office practice.
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DISCLOSURE STATEMENT
Medrad, Inc. is wholly-owned by Schering Berlin Inc.,
which is wholly-owned by Bayer Gesellschai~ fuer Beteiligungen mbH (Bayer G.f.B. mbH), which is whollyowned by Bayer AG.
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INTRODUCTION
The Petition presents no compelling reason supporting an exercise of this Court’s jurisdiction. The Federal
Circuit interpreted and applied the express limitations in
the patent reissue statute, 35 U.S.C. § 251, consistent with
existing precedent and in conformity with established
Patent Office practice. A decision that comports with the
express language of a statute, published precedent, and
administrative practice does not warrant intervention by
this Court.
In an effort to prove otherwise, Petitioners fashion a
self-created parade of horribles allegedly flowing from the
decision below. But they do so based on a series of mistaken premises that bear no resemblance to what was
actually decided. For example, they contend that the
decision below erroneously determined that Section 251
allows the correction of "any" defect identified in the
patent, thereby departing from the statute’s purported
requirement that a reissue is warranted only when there
has been a change in the actual language in the patent.
Based on this purported mistake in construction, Petitioners argue that the decision allows reissue to be used to
correct purely "procedural" errors, something Petitioners
again identify as at odds with Section 251’s terms. These
two supposed errors then are said to be in glaring conflict
with controlling Federal Circuit precedents such that they
unravel the existing constraints on the reissue process to
the detriment of the patent system.
Yet/, when the realities of this case and the decision
below are put in proper perspective, there is no parade and
there are no horribles. To begin with, the decision below
provides for the correction of an error falling within

Section 251’s plain language - that is, an error made
without deceptive intent that arose by reason of a patentee
claiming more or less than it had a right to claim. This is
not "any defect," as Petitioners would have it, but rather
the specific type of error Congress expressly brought
within reissue. Further, the Federal Circuit correctly
concluded that Section 251 does not expressly require a
change in the actual language of the patent’s claims. No
such limitation or distinction appears in the section. Nor
does Section 251 provide for the exclusion of "procedural,"
as opposed to "non-procedural," errors. Finally, as the
Federal Circuit’s reasoning reveals, the decision below
generated no conflict with any of its precedents. The
denial of rehearing en banc regarding the court’s narrow
holding makes that plain as well.
Petitioners’ hyperbolic assertions that the decision
below will destabilize the patent process are misguided.
Reissue in itself is rare, as less than 40,000 patents out of
the over 7 million patents that have been issued have ever
been reissued. Ever rarer still, this case involves a reissue
patent that has itself been reissued. No other reported
case has dealt with that fact pattern, and the Federal
Circuit’s decision on these particular facts is thus unlikely
ever to be repeated.
Alternatively, there certainly is nothing destabilizing
about a holding that adheres to the plain language of a
statute and the case law construing it. Petitioners’ counsel
conceded at oral argument before the Federal Circuit that
there is no precedent directly contrary to the result
reached here. None is cited in the Petition either. In re
Serenkin, 479 F.3d 1359 (Fed. Cir. 2007), a case decided by
the Federal Circuit after this one, likewise underscores
that the Federal Circuit’s precedents preserve a consistent
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distinction between those inadvertent errors that fall
within Section 251’s parameters and those advertent
"errors" that do not. The Federal Circuit’s decision below
reinforces that distinction as well.
Finally, the Manual of Patent Examining Procedure
(’qVIPEP"), the manual that the Patent Office and Patent
Examiners follow in patent prosecution procedures, provides a
non-exhaustive list of errors that may be corrected by reissue
in Section 1402. (Res. App. at 1-7). Included in the list are
errors such as the one here, that do not involve changes to the
claim language. The decision in this case is thus also in
conformity with established administrative practice.
When all is said and done, therefore, no destabilization follows from the decision below as far as the controlling statute, case law, or administrative practice is
concerned. What would be a marked and destabilizing
departure, however, is the adoption of the radical alterations to the statutory language proposed in the Petition.
Under those alterations, reissue would be eliminated for a
whole class of errors falling within the statute and properly deemed correctable by the Federal Circuit and the
Patent Office under current practice.
None of the criteria warranting this Court’s review
are present and the Petition should be denied.~

~ Petitioners invite the views of the Solicitor General, a step that is
unnecessary given the Federal Circuit’s adherence to Section 251’s
plain language, the absence of any case conflict, the conformity with
administrative practice, and the uniqueness of the fact pattern involved. Simply put, the Petition presents no issue of overriding public
importance to patent practice or the patent process worthy of input
from the Solicitor General.

COUNTERSTATEMENT OF THE CASE
I.

BACKGROUND AND SUMMARY OF THE
PROCEDURAL EVENTS

This case involves a dispute over the reissue of a
patent. Reissue is an important, but rarely utilized, part of
the patent system. It allows an inventor to correct certain
types of errors in a patent application to protect the fruits
of his or her labors. To that end, 35 U.S.C. § 251 provides
for reissue:
Whenever any patent is, through error without
any deceptive intention, deemed wholly or partly
inoperative or invalid, by reason of a defective
specification or drawing, or by reason of the patentee claiming more or less than he had a right
to claim in the patent ....
The narrow issue implicated by the decision below is
whether the unique circumstances underlying Medrad’s
request for reissue of U.S. Patent No. RE 37,602 ("the ’602
patent"), as approved by the Patent and Trademark Office
("PTO"), meets these well-established and uncontroverted
requirements. As outlined fully in the decision below, the
undisputed facts reveal that these requirements are met
and that reissue was warranted, just as Congress intended
and the PTO concluded.
A. Medrad’s Invention
The ’602 patent pertains to vascular injection systems
used with magnetic resonance imaging (MRI). MRI technology, introduced into clinical medical practice in the
early 1980s, employs magnetic resonance (MR) scanners
that utilize magnetic fields to produce high-resolution
images of body tissue structure. MRI is particularly useful
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for diagnosing and tracking diseases affecting the brain,
central nervous system, neck, and large joints, and for
detecting soft tissue disorders.
A contrast agent (a liquid pharmaceutical that enhances images) can be injected into a patient to enhance
diagnostic images produced using MR scanners. An electro-mechanical device called an injector is sometimes used
to inject a contrast agent into a patient. The magnetic
attraction produced by MR scanners can, however, seriously disturb electronics and bring motors to a stop. At the
same time, electronic components, such as might be used
in an injector, produce "noise" that interferes with the MR
scanner’s ability to detect the faint signals that produce
patient imaging.
To develop an injector for these MRI procedures,
Medrad accordingly had to overcome the significant
technical problems caused by the strong magnetic fields
and highly sensitive signal-detection equipment. In 1996,
it did so when it introduced the Spectris® injector - the
first one ever offered for use in MRI procedures.
B. The History Of Medrad’s Patents
The original U.S. Patent No. 5,494,036 ("the ’036
patent") that covered Medrad’s invention was filed on
November 26, 1993, and issued on February 27, 1996. Less
than two years later, Medrad requested reissue. This first
reissue patent - U.S. Patent No. Re 36,648 ("the ’648
reissue patent") - issued on April 11, 2000. During the
examination of the ’648 reissue patent, some of the claims
in the original ’036 patent were canceled, others narrowed
based on newly considered prior art, and new claims were
added that had not been in the original ’036 patent.
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In December 1999, while the ’648 reissue patent was
pending in the PTO, Petitioners’ infringing Optistar MR
injector system received FDA approval. Upon investigation, Medrad determined that Optistar infringed many of
the claims that would be included in the ’648 reissue
patent when it issued. Consequently, after the ’648 reissued, Medrad filed a complaint with the United States
International Trade Commission ("ITC") pursuant to
Section 337 of the Tariff Act of 1930. During the ITC
action, Petitioners filed a Motion for Summary Determination (the ITC equivalent of a summary judgment motion)
asserting the invalidity of the ’648 reissue patent because
of the inventors failure to file supplemental reissue declarations during examination of the patent.
Although the PTO did not request supplemental
reissue declarations during the ’648 reissue patent examination, Administrative Law Judge Luckern decided that
(1) the patent statutes required Supplemental Declarations, (2) the PTO could not waive that requirement, and
(3) the ’648 reissue patent was invalid for purposes of the
ITC’s jurisdiction.
C. The ’602 Patent
Given the adverse ruling, Medrad decided to request
reissue from the PTO to correct the alleged error as
determined by the ITC. Medrad provided all pertinent
information it had to the PTO, including a comprehensive
and detailed account of the ITC action and determination.
(See Res. App. at 8-11). In the reissue application that
resulted in the ’602 patent, the inventors filed supplemental reissue declarations stating that they believed that the

prior ’648 reissue patent was partly inoperative on two
grounds.
First, the inventors explained that the patent was
"partly inoperative for lack of a supplemental reissue
declaration directed to the overclaiming error in [claims 9
and 13 of the ’036 patent]." (Res. App. at 13). The inventors stated that they had believed that the "all errors"
language in the original reissue declaration covered the
overclaiming error, prior to the ITC ruling. (Res. App. at
13). They further stated that their omission of supplemental reissue declarations occurred "without any deceptive
intention on [their] part." (Res. App. at 13).
Second, the inventors stated that they believed the
’648 patent to be "partly inoperative for lack of a supplemental reissue declaration by all the inventors, in view of
the initial deternn’nation" of invalidity by Judge Luckern.
(Res. App. at 13-14). Thus, as part of the ’602 reissue
application, the inventors stated that they previously
believed that their prior declarations were sufficient, and
such error occurred "without any deceptive intention on
[their] part." (Res. App. at 13).
Based on this two-part showing of inadvertent error,
the second reissue patent - the ’602 patent-in-suit - issued
on March 26, 2002.
D.

The Construction Of Section 251 In The District Court And On Appeal

In the underlying litigation, the parties filed summary
judgment motions dealing with whether Medrad’s ’602
reissue patent fell within the scope of 35 U.S.C. § 251.
The district court granted Petitioners’ motion, dismissed
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Medrad’s claims, and held the ’602 patent invalid on the
ground that Section 251 purportedly "requires that some
error in the specification, drawings, or claims of the patent
be corrected as a result of the reissue process." Medrad,
Inc. v. Tyco Healthcare Group, LP, 391 F. Supp.2d 374, 378
(W.D. Pa. 2005).
On appeal, the Federal Circuit reversed and held that
a basis for reissue existed because the error that Medrad
sought to correct arose ’%y reason of... the patentee
claiming more or less than he had a right to claim in the
patent" as required by Section 251.. (Pet. App. A at 8a-10a).
The Federal Circuit’s decision rests on a thorough analysis
of the discrete facts in this controversy, as applied to
Section 251’s express language. (Pet. App. A at 5a-Ta).
Specifically, the Federal Circuit found that:
by including changes to the language of the
claims that narrowed the scope of coverage and
by correcting inventorship, the resulting ’648 reissue patent claimed more than it had a right to
claim in the patent without submitting a supplemental declaration to support the narrowing
subject matter and the change in inventorship.
The correction of such an error meets the express
terms of Section 251, and thus serves as a basis
for reissue.
(Pet. App. A at 10a).
Petitioners’ Petition for Rehearing En Banc, raising
the same unfounded construction and conflict issues
presented to this Court, was denied.

9
REASONS FOR DENYING THE PETITION
II.

THE FEDERAL CIRCUIT FOLLOWED SECTION 251’S EXPRESS LANGUAGE AND ESTABLISHED PRECEDENT IN UPHOLDING
THE REISSUE OF THE ’602 PATENT
A. The Federal Circuit’s Decision Properly
Interprets The Express Limitations Of
The Reissue Statute In Accord With Controlling Principles Of Statutory Interpretation

The Federal Circuit’s decision appropriately interprets
the express limitations of 35 U.S.C. § 251, namely its
provision that:
Whenever any patent is, through error without
any deceptive intention, deemed wholly or partly
inoperative or invalid, by reason of a defective
specification or drawing, or by reason of the patentee claiming more or less than he had a right
to claim in the patent ....
As the plain language of the statute provides, errors
correctable under Section 251 must meet only three basic
prerequisites:
(1)

the error must have been made without deceptive intention;

(2)

the error must result in the patent being deemed
wholly or partly invalid or inoperative; and

(3) the invalidity or inoperability must occur ’%y
reason of" a defective specification or drawing or
the patentee claiming more or less than it had a
right to claim in the patent.
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The statute thereby encompasses errors in law, errors
in drafting, errors of substance, procedural errors, attorney errors, inventor errors or any other type of ~nadvertent error that gives rise to the need for correction. See,
e.g., Scripps Clinic & Research Foundation v. Genentech,
Inc., 927 F.2d 1565, 1574-75 (Fed. Cir. 1991) (reissue
statute extends to errors of law and attorney errors that
meet the statutory requirements). Any attempt to read the
statute more narrowly is not faithful to its plain language
or Congress’s policy choice in defining the statute’s remedial scope. See In re Weiler, 790 F.2d 1576, 1579 (Fed. Cir.
1986) ("in enacting the statute, Congress provided a
statutory basis for correction of ’error.’ The statute is
remedial in nature, based on fundamental principles of
equity and fairness, and should be construed liberally.").
Given the statute’s actual requirements, there is
nothing controversial about the Federal Circuit’s reasoning upholding the PTO’s allowm~ce of the ’602 reissue
patent. The particular error corrected was held to meet the
statute’s, express terms because it was inadvertent, rendered the ’648 reissue patent invalid, and arose by reason
of’~i~iedrad "claiming more than it had a right to claim in
the [’648 reissue] patent." (Pet. App. A at 10a). None of
these facts are disputed and Section 251’s plain language
directly supports the Federal Circuit’s holding.
As a result, Petitioners’ contention that the decision
below renders "superfluous" the express limitations of
Section 251 (Pet. at 9-10), does not withstand analysis. It
is unclear how the Federal Circuit could render "superfluous" a phrase that it actually interpreted and then determined was met by the particular facts of this case. (Pet.
App. A at 7a-8a, 10a). Petitioners nevertheless claim that
the Federal Circuit’s construction nullifies the Section’s
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requirement that the error correction must involve an
actual change in the claims, specification, or drawings.
(Pet. at 1-2, 10-11, 13). But that limiting language does not
appear anywhere in the statute itself. Nor does Petitioners’ companion "procedural" versus "non-procedural"
distinction, the former purportedly falling outside Section
251, and the latter within it. All these supposed requirements are the product of Petitioners’ editing, not Congressional directive.
Thus, it is Petitioners who are violating this Court’s
precedent by reading language and limitations into a
statute that Congress did not provide for. If Congress had
intended any of the limitations that Petitioners seek to
include, it would have expressly included such limitations.
See Barnhart v. Sigmon Coal Co., Inc., 534 U.S. 438, 454,
461-62 (2002). As this Court has stated "time and again":
"[C]ourts must presume that a legislature says in
a Statute what it means and means in a Statute
what it says there. When the words of the Statute are unambiguous, then this first canon is
also the last: ’judicial inquiry is complete.’"
Id. at 461-62 (citations omitted). By adhering to Section
251’s plain language and rejecting Petitioners’ efforts to
read limitations into the section that Congress did not see
fit to provide, the Federal Circuit reached a result in
accord with this Court’s precedent. (Pet. App. A at 6a-8a).
A court’s adherence to a statute’s plain language provides
no occasion for this Court’s review.
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B. The Federal Circuit’s Interpretation Of
The Limitation "By Reason Of The Patentee Claiming More Or Less Than He
Had A Right To Claim" Creates Not Even
An Arguable Conflict With Existing Federal Circuit Or CCPA Precedent
The Federal Circuit’s construction of the phrase "by
reason of the patentee claiming more or less than he had a
right to claim" does not conflict with any prior holding of
the Federal Circuit or the Court of Custom and Patent
Appeals ("CCPA’). Rather, the Federal Circuit’s construction is consistent with the decisions of that court, the
CCPA and other federal courts of appeal, which have
allowed patents to be reissued without a change in the
actual claim language. The Federal Circuit’s refusal to
consider this case en banc further confirms that there is no
conflict within Federal Circuit law on this point.
For example, in Fontijn v. Okamoto, 518 F.2d 610, 622
(C.C.P.A. 1975), the CCPA compared and distinguished the
"by reason of the patentee clviming more or less" language
in the first paragraph of Section 251 (the language at issue
here), with the phrase "scope of the claims" in the last
paragraph of Section 251.2 Id. at 622-23. In its comparison
and analysis, the CCPA confirmed that "claiming more or
less" includes errors that do not involve actual changes to
the words of the claims. Id. Iw contrast, the passage
"enlarging the scope of the claims" (not at issue in the

~ In Fontijn, the CCPA made this comparison to determine the
meaning of the language in the last paragraph of Section 251 "enlarging the scope of the claims" - which relates to the requirement
that reissue must be applied for within two years of the issue date of
the underlying patent if the actual claim language is broadened.
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present case) was found to have a different meaning
limited to the wording of the patent claims themselves. Id.
To the same effect, in Brenner v. State of Israel, 400
F.2d 789, 791 (D.C. Cir. 1968), the D.C. Circuit3 held that
the error of failing to file a certified copy of the foreign
application upon which the inventor sought priority, an
error that did not occur in the actual language of the
claims, was correctable under Section 251 "by reason of
the patentee claiming more or less than he had a right to
claim." The court succinctly summarized how the failure to
file the certified copy fit squarely within the statute:
The plain meaning of this section would seem to
cover this situation. The patent issued was
partly inoperative (insofar as it did not include
the priority right), and the patentee.., did claim
less than he had a right to claim.
Brenner, 400 F.2d at 791.
By parity of reasoning, in the Federal Circuit’s en
banc decision in In re Bennett, 766 F.2d 524 (Fed. Cir.
1985), a patentee’s failure to file a correct reissue declaration in a timely manner was allowed to be corrected by the
filing of a supplemental reissue declaration. Id. at 528.
Although the corrected declaration was filed during the
pendency of the reissue rather than in a new reissue
application as was done in the present case, the Bennett
decision underscores that "an error in compliance with
Section 251" can be corrected in keeping with the remedial
nature of the statute. Id. As the Federal Circuit noted,
~ The CCPA adopted and applied the holding of Brenner in Fontijn,
518 F.2d at 622-23, and the Federal Circuit expressly endorsed the
holdings of Brenner and Fontijn in Serenkin, 479 F.3d at 1364.
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"[t]he purpose of the reissue statute is to remedy errors."
Id.4
Most recently, in In re Serenkin, a case decided after
the decision below, the Federal Circuit expressly endorsed
the holdings in Brenner and Fontijn, thereby confirming
that a change in the claim’s language, drawings or specifications is not a prerequisite to a valid reissue. On the
contrary, the court pointed out that "the errors in those
cases were the result of inadvertence, accident, or mistake,
which clearly are appropriate bases for reissue." 479 F.3d
at 1364.
By allowing the correction of an inadvertent error that
indisputably resulted in a patentee claiming "more or less
that it had a right to claim," the Federal Circuit’s decision
to uphold the reissue in this case faithfully adheres to the
language of Section 251 and gives the statute its intended
scope. It also aligns with existing precedent, like Fontijn,
Brenner, Bennett, and Serenkin, construing the statute’s
plain terms as Congress intended.
In contrast, none of the cases cited by Petitioners hold
that Section 251’s "by reason of the patentee claiming
more or less than he had a right to claim" is inapplicable
to an inadvertent error that requires the filing of a second
reissue patent with a supplemental reissue declaration.
Indeed, the vast bulk of the cases cited either do not
implicate the kind of inadvertent error at issue in this case
4 The interpretation of Section 251 and the holding in this case is
consistent with the interpretation of Section 251 and the holdings in
Fontijn, Brenner, and Bennett. While the Federal Circuit distinguished
the facts of those cases from the present case, their treatment of Section
251 is consistent with the Federal Circuit’s holding below. (See Pet~ App.
A at 6a-6b).
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or do not involve a construction of the language in Section
251 actually at issue. For those that do construe the
relevant language, moreover, there is no even arguable
conflict with the result reached.
For example, in In re Serenkin, the patent owner’s
attorney made the deliberate decision of choosing a later
filing date during prosecution in exchange for including
missing drawings. 479 F.3d at 1362-63. The patent owner
subsequently filed a reissue application asking for an
earlier filing date, claiming the attorney’s deliberate choice
was an error. In determining that reissue was not available to undo the deliberate decision to claim a later filing
date, the Federal Circuit stated:
Our case law holds that the deliberate action of
an inventor or attorney during prosecution generally fails to qualify as a correctable error under
§ 251.
Id. at 1362.5
Similarly, in Hewlett-Packard Co. v. Bausch & Lomb,
Inc., 882 F.2d 1556, 1566 (Fed. Cir. 1989), the applicant
sought to add new claims via reissue, but again did not
establish that the change in the claims was an "error
without deceptive intent." Id. at 1565-66. The Federal
Circuit acknowledged in dicta that precedent supports the
notion that the "claiming more or less" language of Section

~ In re Weiler is similar. There the patent owner sought to pursue
broadened claims on reissue, claims that the patent owner deliberately
did not pursue (by filing a divisional application) during prosecution.
720 F.2d at 1582-83. The Federal Circuit thus held that the patent
owner had not made an inadvertent error as Section 251 requires, but a
deliberate choice. Id.
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251 "generally refers to the scope of the claim." Id. at 1564
(emphasis added). The Federal Circuit did not hold,
however, that the "claiming more or less language" only
referred to the scope of the claim as Petitioners argue.
By comparison, in In re Handel, 312 F.2d 943
(C.C.P.A. 1963), the issue was whether claims that were
actually amended during reissue were for the same "invention disclosed in the original patent" as required by
Section 251, but the court did not analyze the portion of
Section 251 at issue here.6 312 F.2d at 948. The CCPA
reversed the Patent Office Board of Appeals decision to
reject the reissue because the Board looked only to the
claims rather than the entire disclosure of the patent to
determine whether the new claims were directed at the
same invention as in the original patent. Id. at 948-49.
And, in In re Rogoff, 261 F.2d 601 (C.C.P.A. 1958), the
applicant’s attempt to add new claims during reissue was
rejected because the new claims were broader than the
original claims and filed too late in violation of the last
paragraph of Section 251, which prohibits broadening
reissue applications that are filed more than two years
after grant of an original patent. Id. at 604-06. The CCPA
0nlY addressed the portion of Section 251 at issue here in
rejecting the applicant’s alternative argument that the
new claims being added were of the same scope as, and not
6 In re Amos, 953 F.2d 613 (Fed. Cir. 1991) is to the same effect.
There, the applicant also sought to add new claims via reissue, but the
reissue was rejected because the applicant had not demonstrated it had
an "intent to claim" the subject matter of the new claims in the original
patent disclosure. Id. at 619. The Federal Circuit only set forth the
"claiming more or less" language in Section 251 in the general way
quoted by Petitioners but did not analyze or apply the language because
it was not at issue in that case. Id. at 616.
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broader than, the original claims. Id. at 605-06. The CCPA
noted that the new claims were not of the same scope and
even if they were, the statute provides no basis to merely
add new claims of the same scope as the original claims.7
261 F.2d at 605-06.
Finally, and to like effect, in In re Dien, 680 F.2d 151
(C.C.P.A. 1982), the applicant never alleged there was a
defect in the patent or that the patent was invalid in
whole or in part, but merely sought reissue of a patent
having the same claims, specification and drawings over
some prior art that was not submitted to the Patent Office.
Id. at 152. "In other words, no defect in the patent is
alleged nor is any change in the patent sought." Id.
Here, in contrast, Medrad alleged and corrected an
inadvertent error in the ’648 reissue patent, failing to file
a supplemental declaration, acknowledged by both the
ITC and the Federal Circuit. The ’602 reissue patent thus
was not in identical form to the ’648 patent, as the CCPA
in In re Dien would define it, because that request for
reissue specifically corrected the error of the lack of a

7 In Slip Track Sys., Inc. v. Metal Lite, Inc., 159 F.3d 1337 (Fed. Cir.
1998), there was no reissue patent at all. Rather, the Federal Circuit
indicated that a reissue patent was not an option available to a patent
owner who sought to litigate priority between two patents. Id. at 1341.
Reissue was not available because the patent owner did not allege there
was an error in the patent, but rather, alleged that the Patent Office
erred in issuing another patent for the same invention. Id. The Federal
Circuit thus cited a previous holding that a reissue application may not
be filed "solely on the ground that the PTO erred in issuing two patents
for the same invention." Id. The passage cited by Petitioners is a
cursory general description of the statute that was not further analyzed
or applied.
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supplemental declaration.8 And, unlike in In re Dien and
Petitioners’ other cited cases, the error corrected in this
case satisfies Section 251’s actual terms.
In sum, far from creating a conflict with the decision
below, Petitioners’ string of cases simply highlights that
the Federal Circuit comprehends when Section 251 applies
and when it does not. That guidance is sufficient for the
bench, bar, and PTO alike and creates no reason :for this
Court to intervene. This is particularly true given the
uniqueness of this case and the rarity of reissue. None of
the cases cited by Petitioners involve the same facts that
are present in this case, and only 40,000 of the 7 million
patents issued by the PTO have ever been reissued.
Moreover, established PTO practice, as evidenced by the
Section 1402 of the MPEP (Res. App. at 1-7), allows for the
correction of errors in reissue such as the one here, that do
not involve changes to the claim or specification l~aguage
or the drawings. For example, the MPEP indicates that
one of the "most common bases for filing a reissue application" is that the applicant "failed to or incorrectly claimed
foreign priority" and approvingly ci~s Brenner and Fontijn
as examples. (Res. App. at 2, 3-4). The infrequency of
reissue, coupled with the lack of a conflict in the case law,
and established administrative practice dictates that this

8 Likewise, in In re Clement, 131 F.3d 1464 (Fed. Cir. 1997), reissue
was rejected because the new claims sought to be added would improperly recapture subject matter that had been surrendered during

prosecution. Id. at 1472. Since no error was alleged in, and no change
was made to, the original claims (1-18), they could not support reissue
either. Id. It was these original claims, lacking error or changes, that
the Federal Circuit was referring to when it cited the "identical form"
statement from In re Dien. Id.
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case does not present a significant or reoccurring issue
warranting this Court’s attention.

CONCLUSION
The decision below addresses a unique set of facts
utilizing a rare procedure, follows the express language of
Section 251, and is in accord with controlling precedent
and PTO practice. This Court should deny the petition for
writ of certiorari.
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